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PART I 


REPORT OF THE PRESIDENT 


Presented at the Annual Meeting of 
The United States Trade-Mark Association on June 13, 1951 


In 1878 a group of businessmen gathered in this city to organize. Their 
declared purpose was to promote the interests of owners of trade-marks, to 
secure useful legislation and treaties, and to give aid and encouragement to all 
efforts for the observance and advancement of trade-mark rights. How well 
those before us during nearly three-quarters of a century realized these purposes 
speaks for itself in the prosperity and public service of brand names and in the 
vitality of our Association. 

This, then, is a report of the continuance of these efforts in the 73rd year. 
It is also an invitation to every member to participate actively in the work of the 
74th year. Any member wishing to accept this invitation may note in this brief 
report appropriate opportunities for such mutual self-help. 
I shall report on the work of the several committees. 


THE NATIONAL TRADE-MARK CooRDINATING COMMITTEE 


Under the sponsorship of your Association this Committee was organized 
in the fall of 1948. It has worked continuously and persistently ever since. 

It has prepared a bill to amend the Federal Trade-Mark Act. This bill is 
now before several members of Congress and their official advisers. The Com- 
mittee has reasonable grounds to hope that this bill with such modifications, if 
any, as its Congressional sponsors may think appropriate, will be introduced at 
this session of Congress. 

Any member wishing a report of the precise nature and of the present 
status of this proposed legislation is invited to attend the meeting this afternoon 
of the Lawyers’ Advisory Committee. That meeting will be held at 3 o’clock in 
the Music Room of this hotel. 

This committee is composed of members of 26 trade and bar associations. 
These are: 


Bar Associations: 


American Bar Association 

American Patent Law Association 
Bar Association of City of New York 
Boston Patent Law Association 
Connecticut Bar Association 
Connecticut Patent Law Association 
Chicago Bar Association 

Chicago Patent Law Association 
Cincinnati Patent Law Association 
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Bar Associations: 
Cleveland Patent Law Association 
Dayton Patent Law Association 
Minnesota Patent Law Association 
New Jersey Patent Law Association 
New York Patent Law Association 
New York County Lawyers Association 
Pittsburgh Patent Law Association 
St. Louis Patent Law Association 
Trade Associations: 
The United States Trade-Mark Association 
National Association of Manufacturers 
Advertising Federation of America 
Commerce & Industry Association of New York 
Toilet Goods Association 
Proprietary Association 
Association of National Advertisers 
Motor & Equipment Manufacturers Association 












































The United States Patent Office under Commissioner John Marzall, as under 
his predecessor, Colonel Lawrence Kingsland, has cooperated to the fullest in the 
work of the Committee. 

To bring their work to its present status of reasonable hope of success, the 
members of this Committee have truly labored mightily. Gratis, they have con- 
tributed, in both quality and quantity, skill and experience that no association or 
group of associations could hope to purchase. Their reward must be the only 
adequate reward for such distinguished service, the satisfaction of a job well done. 

I trust that the members of this Committee will permit me to express to them 
our sense of indebtedness and appreciation to each and every one of them by 
doing so to several whom they have chosen for extraordinary responsibilities: to 
their Chairman, James IF’. Hoge; to Miss Daphne Robert; to Stewart Richards; 
to John Love; to Wallace Martin; to Walter Derenberg; and to Andrew Klein. 


Lawyers’ ApvISORY COMMITTEE 


This Committee was organized in 1940 by Walter Derenberg and Sylvester 
Liddy. It acts, as its title suggests, in an advisory capacity on all matters of trade- 
mark law, whatever the source, whether Patent Office, Courts, Federal Trade 
Commission, Department of Justice, Food and Drug Administration, or Congress. 

This Committee alone would justify an association, if the association had 
nothing else. So that he may understand what I mean by this remark, I suggest 
that any doubtful member simply read the list of names of this Committee. 

This Committee has worked closely with the National Trade-Mark Co-ordi- 
nating Committee and with our State Trade-Mark Committee. It has prepared, 
for instance, a statement which will be sent to trade-mark owners, trade and bar 
associations, and the public and trade press throughout the nation, to clarify 
some misunderstandings that have resulted from the advertising and solicitation 
of business for state trade-mark registrations. 


41 T.M.R. 
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As might be expected, this Committee had as its Chairman a person of 
extraordinary talent and energy, Miss Daphne Robert, chosen again by her col- 
leagues for special responsibilities. As in all of the years since the creation of this 
Committee, we are indebted to these leaders of the bar and we express our 
appreciation to them through Miss Robert. 










STATE TRADE-MARK COMMITTEE 






At our Annual Meeting last year you heard a report by our Counsel, Mr. 
Sylvester Liddy, on the activities of our State Trade-Mark Committee with the 
National Association of Secretaries of State and the Council of State Govern- 
ments in seeking a solution of the perennial flood of compulsory state trade-mark 
registration bills. Happily, our model bill providing permissive registration and 
yet assuring continuance of rights acquired at common law has been accepted 
by both the National Association of Secretaries of State and the Council of State 
Governments, and has been introduced in a number of state legislatures during the 
sessions this year. 

I should like to express again the thanks of our Association to Mr. Liddy 
and to Mr. George McMillan for their extraordinarily successful efforts in this 
field during the past several years. I think we can safely say that their efforts 
have spelled the difference between success and failure in this ever troublesome 
field. We are likewise indebted to Bernard J. Thole, the Chairman this past 
year of our State Committee. 
















INTERNATIONAL TRADE-MARK COMMITTEE 






This Committee, under the chairmanship of Maurice Levy, has had a most 
interesting and a valuable program of activities. You have probably seen the 
notices in the press and you will find further statement in the Management News- 
letter due for release early next week. 

The Committee is composed of members from industry and private practice 
who have special competence and experience in international law. They provide 
our Association advice on problems of trade-mark protection in foreign trade. 
As a single instance, the Committee has cooperated with the Department of State 
and the Patent Office in drafting provisions relating to trade-marks in the peace 
treaties with Germany and Japan. 

In August of 1950, Dr. Stephen P. Ladas and Mr. Robert Waters represented 
your Association at a meeting in Paris of the International Association for the 
Protection of Industrial Property. This meeting was preliminary to a future 
conference to revise the International Conventions. 

In recent months this Committee has been host to a number of officials from 
foreign countries, including Germany, Switzerland, The Netherlands, and Japan. 
It expects visits soon by officials from Sweden and Mexico. These visits are of 
obvious value to our members who are engaged in export or import or who operate 
overseas, and they are of significance to our Country’s good neighbor relations. 

Within a few weeks this Committee will announce the formation and first 
meeting of an International Coordinating Committee. It will be composed of 
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trade and bar associations concerned principally with industrial property rights 
in foreign trade. It may serve as a clearing house in reaching consensus of 
informed American opinion, as a point of contact for the State and Commerce 
Departments on matters relating to treaties, and give the unified and effective 
direction with regard to our interests overseas that the National Coordinating 
Committee has given on the domestic front. 





Pusiic INFORMATION COMMITTEE 





(ae Ba eee St 


This is a new Committee, under the chairmanship of Mr. Leonard W. 
Trester. It is the public relations department. 

Its Executive Management Newsletter is an experiment. The third issue 
should be in your hands today. 

This Newsletter is intended to inform top management, advertising, sales, §. 
merchandising, and other personnel of important developments affecting their F 
trade-mark interests. I am personally satisfied that such a newsletter can 
contribute a great deal to the preservation of the brand name system and to 
trade-marks through a better understanding by management of what a trade- 
mark is, what it is not, and what is going on in the trade-mark world. We are 
dealing in many instances with the most valuable asset of the business. While 
management may delegate, it must be able to evaluate in deciding close issues. 

A broader understanding will aid it, too, in appraising intelligently in the 
ever present compromise between legal protection and sales appeal. 

The preparation of such a newsletter is much more difficult than those 
who have not tried it would think. Mr. Trester and his associates have given 
the subject a great deal of time and thought. I am sure that they would welcome 
your criticism, comment, and suggestions. 


ee PART: tte 


MEMBERSHIP PROMOTION 





In June, 1950, Mr. William Werner reported an increase of 16% in regular 
membership during the period 1944-1950. In June, 1950, we had 170 regular 
members. Today we have 183 regular members. Our total membership in June, 
1950, was 268. Our total membership today is 281. 

You will recall that we increased our dues by 3344%, from $150 to $200 a 
year. You will recall, too, that our membership campaign got under way only 
a few months ago. We should be pleased and encouraged by the results to date, 
and we are certainly indebted to Mr. Werner. 

When Bill retired as president last year, he took with him the completion 
of his Membership Development Program. He outlined his program, prepared 
bulletins, letters, and other promotional material, has put you and me on the 
line with his “Cross-Fire,” and has a smooth running campaign that is showing 
results. 

We still have a long way to go. Until we have increased our membership 
very substantially this job is one of top priority. But there is no doubt of 
success if we give Bill full support. 

At the beginning of this report I extended an invitation to every mem- 
ber to participate actively in the work of the Association. I meant that very 
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seriously. I hope each inactive member will see in this report a spot for con- 
tribution. We must remain an association of members engaged actively in our 
mutual self-help. 

At the same time that I bespeak your indulgence for my own errors, omis- 
sions, and other shortcomings as president, I want to say that I have really 
enjoyed the job, and that I thank you sincerely for your support and your many 
courtesies to me this past year. 

KENNETH PERRY 
President 


MESSAGES RECEIVED AT ANNUAL MEETING 


The United States Trade-Mark Association has my best wishes for success 
in carrying out its policy to safeguard the trade-mark system in a mobilization 
economy. It is in keeping with the organization’s substantial contributions made 
over nearly three quarters of a century in protecting and furthering the trade- 
mark and brand name system in the interest of American manufacturers and 
the public. Please extend my cordial greetings to the officers, members and 
distinguished guests attending the seventy-third Annual Meeting of the Associa- 
tion and my wish for many more years of constructive activity. 


Harry S. TRUMAN 
President of the United States 


It is a pleasure to send cordial greetings to the members of The United 
States Trade-Mark Association on the occasion of its 73rd Annual Meeting, 
June 13th and to congratulate them on the success of their activities. Thanks 
to their progressive energy, the system of brand names and trade-marks has 
become an essential factor in our economy. It stimulates not only distribution 
but also production and it has contributed immeasurably to the prosperity of 
our state and our country. 

Tuomas E. Dewey 
Governor of the State of New York 


It is a privilege for me as chief executive of our city to send greetings and 
best wishes to the officers, members and friends of your Association on the oc- 
casion of its 73rd Annual Meeting. Your theme this year “Safeguarding the 
Trade-Mark System in a Mobilization Economy” is appropriate and timely for 
these critical days for our country’s national manufacturers and advertisers. 
May I wish every success to your deliberations since they should redound to 
the benefit of the consumer public and the free competitive enterprise system 
that has made our country great. 

VincENT R. IMPELLITTERI 
Mayor of the City of New York 


United States Trade-Mark Association now as ever in the past plays a most 
important part in carrying on the present trade-mark and brand names system. 
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May your efforts to uphold the highest business standards and trade ethics meet 
with continued success. 

CHARLES SAWYER 

Secretary of Commerce 


The proper use of trade-marks and brand names in the public interest will 
enable American manufacturers to continue to make their outstanding contribu- 
tion to our national defense and our national prosperity. 

It is indeed encouraging to know that the members of The United States 
Trade-Mark Association are gathering at the 73rd Annual Meeting to re-empha- 
size the constructive role that trade-marks and brand names play in advancing 
the public well-being. 

In conjunction with the other problems your members are facing in these 
tense times, I know you will agree that trade-marks must continue to function 
in a way that will not only prevent monopoly but will also affirmatively 
strengthen the free enterprise competitive system that is the heart of the mag- 
nificent growth and development of this nation in both the spiritual and material 
fields. 

I am sorry that I am unable to be with you in person on this important 
occasion and wish you would express my warmest greetings to your associates. 


J. Howarp McGratH 
Attorney General of the United States 


My greetings and best wishes to the members of The United States Trade- 
Mark Association on the occasion of its 73rd Annual Meeting. The protection 
of legitimate business through the medium of trade-marks and trade names 
becomes increasingly important today when the economy of our country is under- 
going a change from that of business as usual to the more stringent economy 
of mobilization to which industry is in large part gradually bending its efforts. 
I regret that I am unable to attend today’s meeting, but you may be assured that 
the Patent Office will continue to discharge its function in the field of trade- 
marks to the best public interest. 

Joun A. MaARZALL 
Commissioner of Patents 


Please convey my cordial greetings to the members attending the 73rd 
Annual Meeting of The United States Trade-Mark Association. 

As a public official and as a private individual, I am aware of the value of 
the trade-mark as it serves to protect legitimate business against fraud and 
unfair competition and also protects the public against the imposition and sub- 
stitution of inferior unwanted products. The continuance of this national system 
of protection by such badges of identification is also essential in order that our 
national obligation to provide the rights and remedies stipulated by treaties 
with foreign nations is carried out and to protect our own foreign trade. 

It is highly important that this legislative protection shall never fall into 
alien hands with the resulting misuse that could flow therefrom. 
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Your organization is in a position to discharge this obligation and duty to 
the public and to protect our free enterprise by keeping all properly informed 
of the importance and need of the trade-mark system to the American economy. 
Your Association has done and I am sure will continue to do all that it can to 
carry forward the needed constructive program for the protection of the public 
and the information of the legislature and the establishment of a calm atmos- 
phere for business in this important field. 

Kindest personal regards, 

Pat McCarran 
United States Senate 


Glad to convey my warmest greetings to United States Trade-Mark Associ- 
ation. You could not have selected a more appropriate or timely theme than 
Safeguarding The Trade-Mark System In A Mobilization Economy. We must 
definitely make sure that the present emergency is not used in any way to 
undermine our basic system of trade-marks and brand names which furnish a 
cornerstone of American free enterprise. We know however that we can count 
on your distinguished membership and on your officers to cooperate to the 
fullest possible extent with governmental authorities in meeting the challenge 
to America. Please be assured of my continued cooperation as chairman of the 
Senate Judiciary Subcommittee on Patents, Trade-Marks and Copyright Law. 

Kindest regards, 

ALEXANDER WILEY 
United States Senate 


May I extend greetings to you and the members of The United States Trade- 
Mark Association now holding its 73rd Annual Meeting. The Association’s 
objectives of promoting and furthering the public and business interests in the 
trade-mark and brand name system is a most worthy one and my committee 
appreciates the assistance you have rendered us in the past. Recalling with 
pleasure your previous meetings, I regret that my official duties preclude my 
being with you today. 

JosePH R. Bryson 
Member of Congress 


Cordial greetings and best wishes to your 73rd Annual Meeting. The con- 
tribution made to the American economy by trade-marks and brand names 
is most outstanding in a competitive enterprise system. The theme of your con- 
vention “Safeguarding the Trade-Mark System in a Mobilization Economy” is 
most appropriate. Brand names and trade-marks are notice to the world of 
both the high standards and character of industry which have created faith 
and confidence in the public mind. You are fortunate and honored in having 
an outstanding jurist and a splendid personality in the Honorable Joseph Jackson 
as your principal speaker. Please convey my personal greetings to him. 


JosepH P. O’Hara 
Member of Congress 





512 TRADE-MARK BULLETIN 41 T. M.R. 


COMMENTS ON THE SAFEGUARDING OF THE TRADE-MARK 
SYSTEM* 


Hon. Joseph R. Jackson** 


Certainly, I feel honored to have been invited to make the principal address 
at this gathering. In fact, any speaker to any kind of a gathering must feel 
honored even though perhaps he may have regretted the impulse that seized 
him when he accepted the invitation to speak. 

I wondered, subsequent to receiving my invitation from Mr. King, whether 
or not my pleasure at being so honored carried me away because it was a diffi- 
cult thing thereafter to do anything like justice to addressing such a dis- 
tinguished audience representing industry and its outstanding trade-mark 
lawyers. 

I appear before you today in my individual capacity as an American citizen 
and entirely divested of my judicial position. 

At the outset I wish to state that I am by blood, nature, and experience a 
confirmed individualist. This may be apparent to you as my remarks proceed. 

All day you have been discussing the subject of trade-marks and trade- 
names and the place they occupy in our economy. Of course, I do not know 
what conclusions, if any, you may have reached, or what course of action you 
may have agreed upon; but I do know that, as a guest speaker, I am put in the 
position of the slightly inebriated gentleman who lost his watch at midnight in 
downtown New York and shortly afterwards, while on his hands and knees 
searching for it at Times Square, was arrested by the officer on the beat. The 
gentleman gave as an explanation for his somewhat irregular behavior that 
there was more light there. Like that poor soul, I am pleased to engage myself 
this evening in searching for the answers to some questions relating to trade- 
marks on which so much light has been shed. 

The specific theme of this meeting—Safeguarding The Trade-Mark System 
in a Military Economy—is much broader than may at first be supposed, for 
when we speak of trade-marks and trade-names we are really talking about one 
aspect of business, particularly that part of business which is concerned with 
the marketing of both natural and manufactured trade-marked merchandise. 
Consequently, it would appear that the chief aim of this meeting is to consider 
how that part of business which is concerned with the sale of trade-marked 
articles can be integrated most effectively with the war effort. 

War necessitates disruptions in the ordinary affairs of the citizenry. Re- 
quiring as it does the mobilization not only of manpower but also of the nation’s 
resources, it is to be expected that many of the customary rights and privileges 
of the people must yield to its exigencies. By this I do not mean that any 
citizen ever should, or should be asked to, surrender any of his fundamental 
rights or be deprived of any of his acquired rights not actually necessary for 


*Paper delivered before the 73rd Annual Meeting of the United States Trade-Mark 
Association at the Biltmore Hotel, New York City, June 13, 1951. 
**Associate Judge, United States Court of Customs and Patent Appeals. 
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the conduct of a war. If any workable rule of conduct for public officials 
could be laid down applicable to matters of this kind, I would suggest that it 
should include an expression to the effect that it is incumbent upon every 
Government employee always to protect the citizen in his Constitutional rights 
and never to compel him to defend himself against any arbitrary, capricious, or 
unnecessary act of Government. To say the least, the adoption of some such 
rule, and adherence to it, would cause many of our contemporary problems to 
die aborning. 

My purpose here is to try to seek with you an answer to the question of 
whether it is necessary to do anything about trade-marks in so far as the 
war effort is concerned, and in so doing, to consider what has been proposed 
in the past with respect to them, and the possible effect on our political and 
industrial economy if any similar proposals are adopted. And that necessitates 
the desirability of some consideration of the nature of the thing we are dis- 
cussing—trade-marks. 


Trade-marks and trade-names are said to be merely the visible good will 
of business. The law of brand or trade-names is but a part of the broader 
law of unfair competition, the general purpose of which is to prevent one person 
from passing off his goods or his business as the goods or business of another. 
In view of what will be said later about war mobilization, the anti-trust laws 
and grade labeling, the objects of trade-marks should be kept in mind. 


Manufacturers use trade-marks and trade-names because they desire con- 
sumers to recognize and buy their products so as to perpetuate their manufactur- 
ing activities and to protect the good will of their business. Consumers, on 
the other hand, need trade-marks as a protection against spurious and falsely 
marked goods. The function of such marks is aptly expressed by Mr. Justice 
Frankfurter in these words: 
“The protection of trade-marks is the law’s recognition of the psychological 
function of symbols. If it is true that we live by symbols, it is no less true that we 
purchase goods by them. A trade-mark is a merchandising short-cut which induces 
a purchaser to select what he wants, or what he has been led to believe he wants. 
The owner of a mark exploits this human propensity by making every effort to 
impregnate the atmosphere of the market with the drawing power of a congenial 
symbol. Whatever the means employed, the end is the same—to convey through 
the mark, in the minds of the potential customers, the desirability of the commodity 
upon which it appears. Once this is attained, the trade-mark owner has something 
of value. If another poaches upon the commercial magnetism of the trade-mark 
he has created, the owner can obtain legal redress.” 


Coming now to the proposals which have been made with respect to trade- 
marks, two of the most common ones for aiding the war effort are to abolish 
them on the ground that their use violates the anti-trust laws, or, if they are 
not abolished, to require producers by the force of law to grade label their mer- 
chandise. Is there any sound reason for either of those proposals? 

Regarding the contention that the use of trade-marks violates the anti-trust 
laws, it appears to be generally conceded that since a trade-mark stands for 
reputation of merchandise and is nothing more than a word or symbol and, as 
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such, is limited to a segment of language, or to the art of design, and without 
form, shape, or tangible substance, it is no more capable of violating the anti- 
trust laws in and of themselves than a place name, or a man’s personal reputa- 
tion. But, it is argued, the use of trade-marks creates for the trade-marked 
articles a monopoly and immunity against the rigors of competition. Here, I 
think, is the nub of the contention. 


The argument seems to be that through judicious advertising such great 
consumer demand is built for the trade-marked articles that similar articles are 
unable to compete in the open market. Consequently, it is urged, trade-marks 
should be abolished so that all articles of like kind will be on an equal com- 
petitive footing. The argument appears specious. 


In the first place, inability to compete is not synonymous with immunity 
from competition. The mere fact that A is unable because of his inexperience 
or other reasons to compete with B does not mean that B is immunized from 
competition by A or by any one else. 


In the second place, the use of trade-marks legitimately employed provokes 
competition and does not destroy it. If the sale of Ivory soap, for example, is 
promoted through extensive advertising, other soap manufacturers, such as 
Camay, Woodbury, and Palmolive are likewise stimulated to increase their sales 
through extensive advertising. The same thing is true with respect to Wor- 
cestershire Sauce, A-I Sauce, Tobasco Sauce, and other sauces, as well as with 
respect to a host of other trade-marked articles. Competition of that kind 
illustrates the working of the American system of free competitive enterprise 
at its best. 


Perhaps what is meant is that strong, effective competition by responsible 
manufacturers who are willing to identify themselves with their products 
through the use of brand names, and who are willing to stand or fall on the 
quality of their merchandise, should be eliminated by prohibiting the use of 
such names so that the market can be flooded with merchandise of all kinds 
bearing no indication of the source of origin. 


The public could gain no confidence in the quality of merchandise pur- 
chased by it and marketed under any such plan because it would result in the 
hopeless intermingling of inferior with superior products of like kinds bearing 
no indication of their respective origins. Inevitably, the adoption of any such 
scheme would result in wholesale impositions upon the public by incompetent 
and unscrupulous producers and manufacturers on whom the responsibility for 
producing degraded articles could not be easily fixed. 

Adverting to the proposal for grade labeling, it is argued that to the extent 
possible every producer, regardless of whether he uses brand names, should be 
required by law to disclose information to purchasers regarding the quality of 
his product so as to enable them to compare other similar products competing 
for consumer preference. To this end, it has been proposed that the Government 
should conduct or sponsor technical researches to establish quality standards or 
specifications as to types, sizes, grades, colors, and packaging of commercial arti- 
cles, and that the producers or manufacturers of such articles should be required 
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to attach to them either informative labels containing the results of the researches, 
or grade labels, or Government certificates of quality, such certificates to be 
issued by some certifying agency duly authorized for that purpose. Prima facie, 
the proposal seems fairly plausible, but has been found in many instances to be 
inequitable and not for the best interests of the public: What has just been said 
has no application to such agencies as are concerned with drugs nor to such 
activities as meat and other food inspections. 

During the second World War strenuous efforts along those lines were made 
through a succession of Federal offices claiming to derive authority to do so 
from the Emergency Price Control Act of 1942. Those offices at various times 
established grades and prescribed grade labels for numerous commodities, such 
as meat, eggs, poultry, butter, canned fruits and vegetables, rubber heels, rayon 
hosiery, paper and other articles of commerce. The regulations and controls 
imposed on business by such means were numerous, unpopular, and extremely 
vexatious—and seriously braked the flow of commerce—so much so that in- 
terested and aroused producers and manufacturers without much difficulty per- 
suaded Congress to amend the Price Control Act and to enact other legislation 
making it abundantly clear that such labels must not be required and their use 
discontinued, thereby preserving the integrity of trade-marks and brand names. 

In justification of their activities, it was contended by Government officials 
that the establishment of standards of quality and grade labeling was necessary 
in order to fix prices and to carry out the then rationing program. Seemingly, 
it never occurred to them that, irrespective of how rationing and price controls 
may be justified in time of war, such practices have no place in our domestic 
economy during periods of peace; and that, even in time of war, if tests to 
determine the ingredients of articles were necessary in order to fix prices, or to 
issue rationing coupons, it did not follow that it was also necessary to compel 
the attachment of tags to such articles containing the results of the tests. Such 
results could be published apart from the merchandise. Anybody in New York, 
for example, can easily find out from the health office how much butter fat the 
milk sold by any of the local dairies contains without making the owners of the 
dairies liable for a jail sentence, for failure to attach a label to every bottle of 
milk sold by them containing that information. 

The scheme of grade labeling unquestionably is an effort to impose by law 
Government-promulgated quality standards, information and grade labeling of 
commodities, without regard to their origin, either as a substitute for trade- 
marks, which indicate origin and which protect that intangible quality known 
as good will, or as a diluent if used in conjunction with trade-marks. No better 
system, it seems to me, for promoting mediocrity and of insuring the sameness 
of product could be devised. Only one more step would be required for limiting 
choice of selection by compelling the acceptance of articles meeting the Gov- 
ernment standards. 

Furthermore, it is difficult to see any justification for the establishment of 
thousands of laboratories to determine the qualities of untold quantities of mer- 
chandise in order to enable the purchasing public to compare the qualities of 
such merchandise with prescribed standards as a guide for buying, when our 
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present system of merchandising involving the use of trade-marks and trade- 
names has more than proved itself to be adequate for all purposes. 


Under our system of Government, the ever increasing cooperation of indi- 
viduals has been fostered by competitive pressure on each business and indi- 
vidual to make better products and to serve more effectively. That system has 
more than demonstrated its worth in several wars as well as during periods of 
peace, and but for it, half the world would now be starving. History fails to 
reveal any other system anywhere, or at any time, which has approached its 
accomplishments, and I, for one, am unwilling to surrender any part of that 
system for any theory, especially one that has been soundly condemned after 
only a short trial. 


If the scheme for compulsory grade labeling has any merit, it would seem 
that it would have been voluntarily adopted by producers and manufacturers 
at some time during the past century without Government intervention. Cer- 
tainly, it would have come into extensive use since the second World War be- 
cause the public was made painfully aware of the scheme through the activities 
of the Office of Price Administration. Sellers are not loath to exploit their 
wares through advertising, and if grade labeling was calculated to promote sales 
in a competitive market, surely they would have seized on the plan with avidity. 
But it has not come to my attention that they did so, and their failure in this 
regard scarcely can be said to be an argument in favor of grade tagging, either 
as a substitute for or as a supplement to trade-marks. 


Another serious objection to the proposed grade labeling scheme is that 
under it the grades established would be minimum grades. There would be no 
pride of achievement in bettering them. Emphasis would be placed on medi- 
ocrity, and it would enable “chiselers” to invade competitive markets which 
were painstakingly built up over long periods of time and at great expense under 
trade-marks. 

Manifestly, the whole idea of informative or grade labeling is a species of 
the collectivist concept of government. It presupposes that the consumer, which 
includes everyone including the labelers, is incapable of choosing between the 
most common of competing articles of trade and commerce without the active 
guidance of a powerful and meddlesome bureaucracy. Since when, may I ask, 
have Americans become so inept and helpless that they must be told, like 
children, what is good or bad with respect to what they eat, wear, or otherwise 
use or consume? The question answers itself. 

This brings me to a brief discussion of the possible consequences of the 
adoption of proposals of this kind. 

Since trade-marks are a part of business, and business is the economic 
foundation of the nation and the community in which it functions as well as of 
all contemporary culture, and, as it serves as the energizing force from which 
all the utilitarian aspects of life derive meaning and vitality, it follows that any 
tampering with business through circumvention of our trade-mark laws would 
necessarily affect the economic life of our nation. 

Underlying the subject of trade-marks in their relation to a war.economy 
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seems to be the idea of a need for change. The notion appears to be that a 
condition of war warrants promiscuous upheavals in the economic structure 
of the nation—that our economic system of profit and loss, or of free competi- 
tive enterprise, is obsolete—and that property rights, including trade-marks, 
should be greatly curtailed or abolished under some form of planned economy, 
or social control, in order to mobilize the nation’s resources for insuring the 
successful prosecution of war. 


Judging by the clamor outdoors for planning and controlling our economic 
future, an uninformed person might be led to believe that there is not now nor 
never has been an economic plan for the United States. This belief, widely but 
falsely held, completely ignores the first principles of our American way of life. 


Our industrial economy is inseparably connected with our political economy. 
By political economy is meant all the science and art of Government. The plan 
that has coordinated the forces which have made America industrially great 
and that has developed the highest degree of material well-being that the world 
has ever seen, under any circumstance, at any time, was adopted nearly two 
centuries ago and involves the individualistic concept of Government. The plan 
is based on a fundamental principle which is so simple that sometimes we fail to 
appreciate its vast importance. The basic principle is that men should be free 
—free to think, believe, say, do, create, grow, sell, and buy whatever they please, 
consistent, of course, with the recognition of the rights of others. That prin- 
ciple is the keystone of each of the three fundamental features of our plan of 
Government, which plan constitutes the map of our system of Constitutional, 
Civil Liberty. Those features are: First, the limitation of the ordinary func- 
tions of Government through the means of a written Constitution. Second, our 
dual system of State and Federal Government. Third, the triple division of the 
ordinary functions of Government between legislative, executive, and judicial 
departments. 


The limitation of the ordinary functions of Government by means of a 
written Constitution is the primary principle of our political system and our 
chief safeguard for the preservation of our Civil Liberty. 

In this connection, it may be said that there have come to us from the early 
annals of our race only two concepts of organized society, which concepts may 
be found in the different classes or categories of governmental systems, such as 
autocracies, monarchies, and democracies. 


FIRST, THE INDIVIDUALISTIC CONCEPT, in which the individual 
possesses the greatest possible opportunity for the exercise of self-reliance, 
independence, and initiative, consistent with the rights of others, and which is 
characterized by the private ownership and use of property. Incorporated in 
this concept is the recognition of the principle that the prime objectives of 
Government, next to the necessity for self-preservation, is the administration of 
justice, the maintenance of equality of opportunity for all to develop according 
to their individual capacities, and the safe-guarding of individual freedom. 
Progress under such a system is through liberty and individual accomplishment. 


The United States of America was founded on that system. It was founded 
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on the principle of individualism, under which the goods and services required 
by the nation have been produced by private enterprise. The only alternative 
to this system is public enterprise, or governmental control of private enterprise 
by national economic planning, either of which, if allowed to dominate the 
economic life of the nation, will inevitably result in collectivism in all its aspects 
of human interest. 


SECOND, THE COLLECTIVE CONCEPT, in which the social group, 
acting through its governing medium, owns or controls all property and de- 
termines and controls the acts of each individual within it, the individual being 
subordinated to the group in every way. Production under such a system of 
government is attained through fear of starvation or punishment, and not 
through hope of gain. Nazism, Fascism, Communism and Socialism—all being 
variants of Absolutism—are built around this concept. 


These two systems of government—Individualism and Collectivism—are 
mutually antagonistic. They cannot exist in the same political group with re- 
spect to related activities. 


Unlike any system of Absolutism, one of the functions of our individualistic 
concept of Government is to protect private property. Any attack on trade- 
marks is an attack on private property generally, because trade-marks are a 
form of property. 


All too often proposals of the kind we are considering, when viewed in the 
abstract and as isolated instances, seem more or less innocuous; but when 
examined in connection with the many other similar proposals which have been 
made, it becomes increasingly clear that their acceptance would have far-reach- 
ing consequences. It is unfortunate that such schemes have to be repeatedly 
reexamined, and particularly by each succeeding generation. 

Experience shows that little or no difficulty is encountered in passing on 
from one generation to another much of the fruitful experience of mankind in 
the fields of physics and the mechanical, electrical, and chemical arts, with 
continued acceptance and application of such experience; yet, in the realms of 
the social, political, and economic sciences, mankind has succeeded in passing 
on only a small part of its experience, with little acceptance of it. Seemingly, 
each generation must learn anew the experiences of the generation which pre- 
ceded it in those fields, but this should not discourage us from repeatedly calling 
attention to the fundamentals involved. 

Permit me to say again that any attack on our trade-mark system is an 
attack on the institution of private property itself, and that any unwarranted 
attack on private property necessarily is an attack on our Civil Liberty. 

We should remember that mankind was not always free. Only a few cen- 
turies have elapsed since the ordinary man emerged from serfdom under a feudal 
system. Being subject to the whims and selfish interests of caste and class, in 
many countries, he was bound to the soil on which he was born, and in the cities 
was required to follow the occupation of his father. It was only a short while 
ago, as time is measured, that peoples throughout the civilized world regained 
their heritage of freedom from the usurpers, the feudalists, and the absolutists, 
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who would have kept them forever under the dominion of brute force. But 
their victory was nowhere complete, and today it is observable by all who will 
read that such victories as were gained are becoming lost by slow encroach- 
ments in some instances and suddenly by violence in others. 


It has been well said that “eternal vigilance is the price of freedom,” and 
we must realize that it is not so much from enemies without as from enemies 
within our citadel of freedom, who find it easy to mislead us because of our 
complacency and accustomed trustfulness, that future danger is to be most 
apprehended. While the necessities of war may warrant the temporary impo- 
sition of regulations, self limiting as to time, on our industrial economy and 
trade practices, it never justifies the unnecessary surrender by free men of any 
part of their conservative historic American freedom. 


Proposals of the kind we have discussed should be critically examined, but 
not in their narrow legalistic aspects. Rather they should be projected against 
the broad backdrop of our Civil Liberty in order that they may be viewed in 
their true perspectives and considered for their possible effect on the public 
WEAL. It takes patience and courage and sustained effort to preserve our 
Temple of Freedom. Unfortunately, like Sampson, we have it in our power to 
tear that Temple down and bury ourselves and our posterity in its ruins, and 
if what I have said here does nothing more than focus attention on the pro- 
posals discussed and other like proposals from the standpoint of their possible 
effect on our liberty, it may be that what I have said will not have been in vain. 


I close without offering any advice about trade-marks; but if I were giving 
any, I would say: Leave Them Alone! 
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THE PRIVY COUNCIL’S LATEST DECISION ON THE LAW OF 
INFRINGEMENT AND DESCRIPTIVE TRADE-MARKS* 


By Sherwood E. Silliman** 





On March 15, 1951, the Judicial Committee of the Privy Council delivered 
an interesting judgment in favor of Vick Chemical Company involving its trade- 
marks “Vicks VapoRub” and “VapoRub.” In Cecil de Cordova and others v. 
Vick Chemical Company, Privy Council Appeal No. 47 of 1948, it was held that 
“Karsote Vapour Rub” appearing on the label of a vaporizing ointment, infringed 
“Vicks VapoRub” and that in Jamaica, British West Indies, where the action 
arose, the words “vapour rub” are not descriptive of such ointment. It was held 
that the Lower Court did not abuse its discretion in refusing to strike the single 
word “Vaporub” from the register even though Vick Chemical Company had 
failed to get an order from the local court in 1941 deeming “Vaporub” to be 
distinctive. Finally, the Privy Council held that there had been passing-off. 

The decision is reported in full on page 560, of this issue of “The Trade- 
Mark Reporter.” It is submitted that the clarity of the opinion by Lord Rad- 
cliffe does justice to the King’s English, a phrase which has some relevancy in 
this connection since the Privy Council acts for His Majesty. 



























While the reading of the opinion discloses the important points involved, 
the Editor of the “Reporter” has asked me to comment on the litigation and 
give a more detailed recital of the facts. 


In 1924, Vick Chemical Company registered in Jamaica a label consisting 
of the words “Vicks VapoRub Salve” above a device consisting of a red triangle 
with the words “Vick Chemical Company” printed within the triangle, below 
which appears a statement concerning the nature of the product and the com- ) 
pany’s name and address. In 1941, the company registered in Jamaica the single j 
word “VapoRub.” q 
The Jamaica Trade-Marks Law (Chapter 272) follows the English trade- . 
mark law of 1905. Section 41 provides: 
“In all legal proceedings relating to a registered trade-mark the original regis- 
tration of such trade-mark shall after the expiration of seven years from the date 
of such ofiginal registration be taken to be valid in all respects unless such 


original registration was obtained by fraud, or unless the trade-mark offends against 
the provisions of section 10 of this Law.” 


It is apparent that in 1944 when this litigation commenced, the 1924 regis- 
tration was protected by Section 41, while the 1941 registration was open to 
attack. 

Vick Chemical Company brought an action in Jamaica to restrain Cecil 
de Cordova, the local agent of E. Griffiths Hughes Ltd., an English company, 
from infringing the aforementioned registered trade-marks and to restrain the 
_ ™® Delivered before the 73rd Annual Meeting of The United States Trade-Mark Associa- 
tion, The Biltmore Hotel, New York City, June 13, 1951. 3 


** General Counsel and Secretary of Vick Chemical Company and Director of U. S. 
Trade-Mark Association. 
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defendant from “passing-off” as a result of the similarity of “Vapour Rub” 
and “VapoRub” and “Karsote Vapour Rub” and “Vicks VapoRub.” The in- 
fringing article was a jar of vaporizing ointment similar to “Vicks VapoRub” 
on which prominently appeared on the label the words “Karsote Vapour Rub.” 
The defendant entered its denials and sought the rectification of the Register of 
Trade-Marks, under Section 35 of the trade-marks law, by removal of the single 
word mark registration and by expunging from the earlier label registration 
the word “VapoRub” or by adding to the entry of such trade-mark a disclaimer 
of any right to the exclusive use of the word “VapoRub.” 

The case was tried in Jamaica in 1947. While the Trial Court found against 
the Vick Chemical Company, it made important findings of fact. It held that 
with respect to the earlier label registration, the dominant part of the registra- 
tion is the words “Vicks VapoRub”; that the evidence established that for a 
period of ten years or more, the trade and the public used “Vicks VapoRub,” 
as indicating the ointment made by the plaintiff and that the words “Vicks” 
alone and “VapoRub” alone are used respectively as synonymous with “Vicks 
VapoRub” and that the earlier 1924 registration was a valid registration which 
could not be attacked under Section 41 quoted above. On the law, the Trial 
Court held that 

(a) “Karsote Vapour Rub” did not infringe “Vicks VapoRub” because 
“Vicks” and “Karsote” respectively distinguish the goods of one from the other ; 

(b) The single word “VapoRub” registration of 1941 should be stricken 
from the Register because it was not an invented word or a word “having no 
direct reference to the character or quality of the goods” and because the 
applicant had failed in 1941 to get an order from the Court deeming “VapoRub” 
to be distinctive ;1 

(c) The defendant failed on that part of its motion to expunge from the 
earlier registration of “Vicks VapoRub” the word “VapoRub” as that trade- 
mark was protected by Section 41 of the trade-marks law. 

The Trial Court commented : 

“It was conceded by both sides that the main determining factor in the infringement 

action was the view of the Court as to whether the word “VapoRub” was validly 


registered as a trade-mark in 1941, and the major portion of the trial and of the 
arguments was directed to this question.” 


While this comment is not entirely correct, there is no doubt that considerable 
emphasis in the argument before the Trial Court was placed upon the registra- 
tion of the single word “VapoRub.” 

Vick Chemical Company appealed to the Court of Appeal in Jamaica. 
Because of the technical nature of the arguments to sustain the validity of the 
single word registration and because of the findings of fact above referred to 
relating to the registration of “Vicks VapoRub,” it was decided to emphasize 
in the argument before the Court of Appeal the infringement of “Vicks Vapo- 

1. Under Section 8 of the Trade-Marks Law, the Registrar could have registered 
“VapoRub” only if it were an invented word or a word having no direct reference to the 
character or quality of the goods. If it did not fall within these classes, it would have 


to be registered as a distinctive mark which required an order of the Court deeming it to be 
distinctive. 
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Rub” by the use of “Karsote Vapour Rub.” We realized that this involved 
defending a composite trade-mark rather than a single word trade-mark. 
Nevertheless, it seemed that the essential equities of the case could be better 
developed in this way rather than having the initial argument be complicated 
by technical points concerning whether “VapoRub” was an invented word or a 
word having no direct reference to the character or quality of the goods or 
whether the Trial Court had a discretion to leave the single word mark on the 
register because the evidence submitted at the trial of the case in 1947 showed 
that the word “VapoRub” had become distinctive in 1941 when the application 
for registration was made. This strategy proved effective in the Court of Appeal 
and the Privy Council as both Courts found in favor of Vick Chemical Com- 
pany on all points with emphasis on the infringement of “Vicks VapoRub” by 
“Karsote Vapour Rub.” 


The opinion of the Privy Council is especially strong on the point of the 
infringement of a composite trade-mark by another composite trade-mark, 
where the infringer attempts to appropriate only a portion of such trade-mark. 
The leading English cases on this matter of appropriation of part of a com- 
posite trade-mark, prior to the decision in the Vicks case, involved “passing- 
off” through imitation or appropriation of unregistered trade-marks. The opinion 
of the Privy Council is believed to be the first case involving a decision by a 
high court in England on the question of appropriation of part of a composite 
registered trade-mark. The decision for this reason becomes an important one 
in the English case law. 


Throughout the litigation the defendants stressed that “VapoRub” either 
as part of “Vicks VapoRub” or used alone was descriptive relying heavily on 
Canadian Shredded Wheat Co., Lid. v. Kellog Co. of Canada Ltd. and Solomon 
Bassin? and Horlick’s Malted Milk Co. v. Summerskill,3 in which cases “Shredded 
Wheat” and “Malted Milk” were held to be descriptive. To support the argu- 
ment, the defendants introduced evidence that since the year 1929 in Great Britain, 
the words “vapour rub” have come to be used as a common term for an oint- 
ment having properties of the same kind as the plaintiff’s and defendant’s oint- 
ments, pointing out that in the “British Pharmaceutical Codex” of 1934 and in the 
1929 edition of the Pharmaceutical Formulae the words ‘“‘vapour rub” are used 
in a generic sense. The Privy Council disposed of this argument in a single 


sentence. 


“In this case it would be an abuse of language to place a fancy word such as 
‘VapoRub’ in the same descriptive class as such phrases as ‘malted milk’ or ‘shredded 


,” 


wheat’. 


The Court went on to say that the evidence showed that only a few copies 
of the aforementioned publications were to be found in Jamaica at the date 
of the action and that in Jamaica the particular part of their contents referring 
to vapour rub had not passed into the speech of doctors, druggists, dealers 
or the general public. The Privy Council reaffirmed the rule of law that what 





2. (Privy Council) 55 R. P. C. 125. 
3. (House of Lords) 86 L. J. 175. 
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happens with respect to a trade-mark in one country has no bearing in the 

country where the infringement action is brought, saying: 
“For the Jamaican Register is a source of title in its own right: and, in consider- 
ing any question that bears on registration in Jamaica or on the nature or extent 
of the monopoly in Jamaica that is granted by s. 39 of its Trade-Marks Law, it is 
usage within the territorial jurisdiction of its law-making authority that must be 
taken into account. What is not merely descriptive by Jamaican usage is not altered 
in character by what may well be the different usage of the United Kingdom. To 
say this is only to say what has been said more than once in Trade-Mark cases in 
this country: see, for instance, Re Reddaway & Co.’s application, 42 R. P. C. 229, 
397, 44 R. P. C. 27., Impex Electrical Ltd. v. Weinbaum, 44 R. P. C. 405.” 


Before closing, it might be of interest to summarize the practice and 
procedure before the Privy Council. The Judicial Committee of the Privy 
Council is the highest appeals court from British Colonial courts and the courts 
of Australia and New Zealand. It formerly heard appeals from the Dominion 
of Canada and India. When England established its system of colonial courts, 
the King represented ultimate justice and all appeals from the colonial courts 
were to His Majesty. The King had his Privy Council hear the appeals and 
make recommendations to him. This form is still maintained. The appeal 
runs to “His Majesty and his Privy Council.” The Judgment of the Privy 
Council in the Vick case ends by saying, “Their Lordships will humbly advise 
His Majesty that the appeal should be dismissed.” 

The jurisdiction of the Privy Council is as follows: 

(a) As a matter of right, appeals can be taken from any final judgment 
where the matter in dispute is of the value of £300 Sterling or upwards. 

(b) At the discretion of the Court, if the question involved in the appeal 
is one which by reason of great general or public importance ought to be sub- 
mitted to His Majesty for counsel and decision. 

The appeals are heard before the Privy Council on the Record, which is 
substantially the transcript of the proceedings in the lower courts, the same 
as in the United States. The Privy Council further has before it two short 
papers entitled “Case for the Appellants” and “Case for the Respondents.” 
These latter papers cannot be regarded as briefs, in the sense that we speak 
of briefs in the United States. These papers are brief summaries of the facts 
and the points of law to be argued. They serve to introduce the Privy Council 
to the case, but the Privy Council relies on the oral arguments. In the United 
States, the oral arguments are simply introductions to the briefs, and the 
emphasis is placed on the briefs. The oral argument in the Vick case extended 
over the better part of seven days. The barristers for each side cite the decisions 
on which they rely and their Lordships secure the volumes and examine the 
cited decisions while the barristers are discussing the point involved. Their 
Lordships make their own notes as the argument proceeds. 

The Council consists of five members. In the Vick case, four members of 
the Privy Council were Law Lords and one, Sir John Beaumont, was formerly 
a judge in India. Their Lordships do not wear gowns and wigs and sit at a 
table as a council rather than a court. On the other hand, the barristers wear 
gowns and wigs when addressing Their Lordships. The members of the 
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Privy Council generally are judges who have been elevated to Law Lords. 
Occasionally a barrister will be so honored. Lord Radcliffe, who wrote the 
opinion in the Vick case, was a barrister. Previous to his elevation, a barrister 
had not received such an honor for fifty years. 

Under the English practice, the loser in the litigation is charged the costs 
which include reasonable barristers’ fees. This makes it expensive to be the 
loser in a protracted litigation in the English courts and as a result tends to 
discourage unwarranted litigation. 

In Jamaica, N. W. Manley, K.C. instructed by Livingston, Alexander & 
Levy, solicitors, represented Vick Chemical Company in the Trial Court and 
in the Court of Appeal. Before the Privy Council, N. W. Manley, K.C., Geoffrey 
W. Tookey, K.C. and R. A. B. Shaw, instructed by Neve, Beck & Co., solicitors, 
represented Vick Chemical Company. This was Mr. Manley’s first case before 
the Privy Council. He led the case for Vick Chemical Company most ably in 
the argument before the Privy Council. 
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ANTITRUST AND INDUSTRIAL PROPERTY DUAL HIGHWAY 
TO INCREASE DEFENSE PRODUCTION* 


By Sigmund Timberg** 


In the occasional conflict between the government’s effort to enforce the 
antitrust laws and the endeavor of private businesses to protect industrial property, 
such as patents, copyrights, and trade-marks, the basic identity of the social 
and economic objective that underlies both activities has been obscured. The 
purpose of both antitrust enforcement and industrial property protection is to 
encourage production. That is a vital proposition to bear in mind in these trouble- 
some times, when the survival of Western civilization may well depend on the 
production potential of this country. 

It is no historical accident that the same American statesman who favored 
the inclusion of an anti-monopoly provision in our Bill of Rights! also endorsed 
the constitutional provision for patents and copyrights, drafted the Patent Law 
of 1793, and found time as Secretary of State to sit on the inter-Cabinet com- 
mittee that was the first federal agency to issue patents.2, Thomas Jefferson, an 
inventor and prolific writer in his own right, shared with his Hamiltonian rivals 
the view of patents as incentives to increased production, and of copyrights as 
a means of adding to the intellectual and artistic wealth of the community.® And, 
were he confronted with the tremendous expansion of marketing and distribution 
that has taken place since his time, he might conceivably see the trade-mark as 
a means of achieving the largest possible distribution of goods to the consuming 
public.* These are expansionists objectives. 

The monopoly that is conferred on the owner of a patent, is like the land 
grant monopoly given by the Homestead Acts to the pioneer settler. Instead of an 
exclusive right to utilize agricultural lands, the patent or owner is given the exclu- 


*Paper delivered before the 73rd Annual Meeting of the United States Trade-Mark 
Association, the Biltmore Hotel, New York City, June 13, 1951. 

** Member of New York State and United States Supreme Court Bars; Chief, Judgments 
and Judgment Enforcement Section, Antitrust Division, U. S. Department of Justice. 

1. Thomas Jefferson, Memorial Edition, Vol. VII, pp. 96-7. It is noteworthy that among 
the reasons advanced by George Mason and Elbridge Gerry for refusing to sign the Con- 
stitution, was the right conferred on the federal government to create “monopolies of trade 
— Farrand, The Records of the Federal Convention of 1787 (1934), Vol. II, 
pp. 636, 640. 

2. Hamilton, Patents and Free Enterprise, Monog. No. 31, Temporary National Economic 
Committee, Investigation of Concentration of Economic Power, 76th Cong., 3d Sess., pp. 25-6. 

. See, for example, Alexander Hamilton’s famous Report to Congress on Manufactures. 
Tench Coxe, Alexander Hamilton’s braintruster, also favored the idea of rewarding inventors 
but thought it should take the form of giving them choice western land, A View of the 
United States of America (Dublin 1795) 40-1 (see p. 377 for a list of the 18th century 
American inventions) ; Hutcheson, Tench Coxe, A Study in American Economic Development 
(1938) 84, 101. 

As Mr. Justice Miller said in Merrill v. Yeomans, 94 U. S. 568, 573 (1877), the patent 
system “is an organized system, with well-settled rules, supporting itself at once by its utility, 
and by the wealth which it creates and commands” (italics supplied). 

4. For Jefferson, who lived in the time of an infantile manufacturing industry, the pri- 
mary purpose of a trade-mark was to enable a purchaser to trace defective goods back to 
the manufacturers thereof, see American State Papers, Commerce and Navigation, VII, No. 9. 

5. One authority describes the homestead system as “the great American contribution to 
the law of property.” Felix S. Cohen, Americanizing the White Man (pamphlet published 
by Information Branch, United States Indian Service, Washington, D. C., 1948), p. 16. 
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sive right to exploit an industrial or intellectual area. And so, the patent monopoly 
is properly described as a “forward-looking” monopoly, for it is expected to add 
to the economic resources and wealth of our society. 

Run-of-the-mill commercial monopoly and restraint of trade, on the other 
hand, now as in the time of Thomas Jefferson, have restrictionist objectives.® 
Businessmen involved in antitrust violation characteristically do not look forward to 
the aggressive seizure of new commercial opportunities and possibilities ; they con- 
template rather the passive and uninspired enjoyment of the established economic 
status quo. The fruits of commercial monopoly and trade restraint are the limita- 
tion of production, the discouraging of consumption of commodities by fixing their 
prices too high, the cutting down of maximum distribution of product by 
allocation of territories and exclusion of competitors, and the physical deteriora- 
tion of articles of commerce.?’ A commercial monopoly is totally unlike a home- 
stead grant; it is analogous rather to those lands owned by churches or 
corporations which we lawyers have described as being in mortmain—in dead 
hand.8 The dead hand of illegal concentration and illegal trade restraint dulls 
the incentive of businessmen to develop new industrial areas and dampens the 
drive of inventors to tap the well-springs of scientific imagination,? just as 
corporate and absentee landlordism chills the tenant farmer’s enthusiasm for 
hard work and scientific farming.1° Competition, I firmly believe, is a stimulus 
both to industrial and technological effort and expenditure, and that is why the 
Sherman Act is the peacetime economic gospel of the land. 

The controlling objectives of a so-called arsenal economy are increased 
productivity, and the rapid expansion of industrial plant to further that pro- 
ductivity. These are the peacetime objectives, we have already seen, of both our 
system of industrial property, which tries to achieve them in a positive way, and 
of our antitrust laws, which furthers these objectives by striking down restraints 
of production and commerce. Accordingly, a whole-hearted defense effort should 
continue to feature steadfast support of the institutions of patent, copyright 
and trade-mark in their legitimate functioning, and an equally firm adherence 
to the antitrust laws. 

The continuing importance of the antitrust laws in the present defense economy 
was reaffirmed in a statement made on January 24 by Graham Morison, the head 
of the Antitrust Division, to the New York State Bar Association.4! In his 

6. Professor Oppenheim will pardon my expropriating the term he has used to describe 
certain critics of the patent system, and applying the term to antitrust violators. See Oppen- 
heim, The Public Interest in Legal Protection of Industrial and Intellectual Property, 40 
T. M. R. (1950) ; 32 J. Pat. Off. Soc. 903 (1950). 

7. It is one of the currently overlooked incidents of monopoly that it makes possible the 
deterioration of quality of a product. See U. S. v. Standard Oil Co., 221 U. S. 1, 52 (1911). 
(93s) Justice Brandeis’ dissent in Louis K. Liggett & Co. v. Lee, 288 U. S. 517, 548 

9. See Circuit Judge Learned Hand in U. S. v. Aluminum Co. of America, 148 F. 2d 416, 
427 (C. C. A. 2d 1945). 

10. “The whole economic history of rural America has been a struggle between the feudal 
land tenures of Europe, glorifying the absentee owner, the man on horseback, on the one 
hand, and on the other, the Indian land tenure, where land right is the fruit of use and 
occupancy.” Cohen, supra fn. 5 


11. Program of the Department of Justice, published in Commerce Clearing House, Inc., 
1951 Symposium on Business Practices under Federal Antitrust Laws, pp. 43 et seq. 
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talk, Mr. Morison laid down the strategic, courtroom and administrative con- 
siderations that will underlie the functioning of the antitrust program of the 
Department of Justice under current defense operations. I should like to give 
you the outlines of that program. 

First, as to the strategy and logistics of industry production. Every effort 
will be made to develop the productive potentialities of small and medium-size 
business, and not to repeat the World War II pattern of defense procurement, 
which resulted in such an undue concentration of economic power in the hands 
of the nation’s largest manufacturing companies.!2 Large manufacturing com- 
panies will naturally continue to be relied on for the magnificent and patriotic 
contributions of which they are capable, and at the present time may in fact 
be the only possible producers of certain important and highly complicated 
mechanical items and a few items involving basic and highly integrated processes. 
However, the nation will gain both productive and political strength and a 
measure of protection against possible air bombardment, by dispersing defense 
production among small and medium-sized facilities scattered geographically 
throughout the nation. 

Second, as to the judicial enforcement of the antitrust laws. There will 
continue to be energetic prosecution of pending antitrust cases, alert investigation 
of possible violations, prompt initiation and diligent prosecution of antitrust cases, 
and continuing surveillance of antitrust judgments already on the books.’* 
In fact, Mr. Morison pointed out that cases directed against “price fixing, limita- 
tion of production, withholding from the market, unauthorized market and 
customer allocation, tie-in sales, full-line forcing are of fundamental importance 
to the defense effort.”!4 Since so great a part of our international struggle is 
to preserve a world in which a free enterprise economy can continue to function, 
it would be anomalous if we did not do everything in our power to insure a 
free enterprise economy at home. The litigation activities of the Antitrust 
Division will therefore not abate, and only a clear-cut factual demonstration of 
a direct and substantial interference with the defense program—made to the 
Department of Justice, not, as in World War II, to defense agencies—will 
serve to suspend an antitrust action. 

Third, as to certain new administrative responsibilities that have devolved 
upon the Antitrust Division as a consequence of the Defense Production Act of 
1950 and certain Presidential directives thereunder.15 In general, these are 
intended to make the Antitrust Division serve as a watchdog of the competitive 
economy. 

To be more specific, the Division is authorized, in the first place, to consult 





12. The Attorney General, in his Report to the President and to the Congress of Dec. 7, 
1950, pointed out that, from 1940 to 1944, inclusive, more than 67% of the defense contracts 
were held by 100 of the nation’s largest manufacturing corporations, and that ten such 
corporations had over 30% of all defense contracts. 

13. Asa result of contempt proceedings brought by the Department in Boston within the 
last year, the Gamewell Company was recently fined $50,000, and two of its corporate 
officers sentenced to jail for a year and a day; execution of the jail sentence was suspended 
and the two officers placed on probation for a two-year period. See U. S. v. The Gamewell 
Co., 95 F. Supp. 9 (D. Mass. 1951); orders entered Feb. 14, 1951 and March 2, 1951. 

14. Supra fn. 11, at p. 47. 

15. Defense Production Act of 1950, 64 Stat. 798, 50 U. S. C. App. §§2061 ef seq. 
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with the Federal Trade Commission and pass on requests made by various 
defense agencies in support of voluntary agreements among industry and other 
groups. However, all of us have noted that the government is, to an increasing 
extent, taking over the functions of price control, the allocation of materials 
and commodities, and the award of business opportunities. As this happens, 
it of course becomes increasingly difficult for private parties to agree or combine 
to fix prices, divide territories or markets, or exclude competitors. Antitrust 
sin, like all human sin, has its roots in voluntary action by individuals, and in 
times of emergency government controls tend to replace voluntary action.1® Let 
it not be thought, however, that the defense agencies, as they assume such 
functions, will be unmindful of antitrust objectives. 


Thus, the Division will continue to work out, in cooperation with the defense 
agencies, methods of eliminating factors which injure small business and promote 
undue concentration of economic power, and will continue to submit to the 
Congress reports and surveys along the same lines. Crucial areas which the 
Division will thus examine, and on which it will report, will include not only 
the spreading of defense procurements, but also the expansion of plant capacity 
and facilities, allocations and priorities, and governmental fiscal and economic 
regulations. 


Now, don’t think that I mentioned the patent system earlier only for the 
sake of praising it for its academic perfections. World War II taught us that 
both the government’s award of research contracts, and privately imposed limita- 
tions on access to new technology, were promotions of undue concentration and 
undesirably impeded competition. During the five fiscal years 1940 to 1944 
inclusive, two-thirds of the billion dollars spent by the government on research 
went to the 68 largest manufacturing concerns, and one-third went to the largest 
ten.17 This, of course, intensified the existing concentration of industrial power 
and deprived independent and smaller businesses of that access to the develop- 
ment and industrial exploitation of technology which is one of the essentials 
both of an effective defense program and of a competitive national economy.!® 
We do not wish to duplicate that pattern now. 


Furthermore, there are certain restrictionist features in the patent system 
that may perhaps be justified as technical legal rights of the patentee in ordinary 
peaceful times, yet may lead, in times of national emergency, to results inconsistent 
with the national safety and interest. To avoid such undesirable results, these 
restrictionist features must be replaced by more public-minded policies. Thus, 


16. This is, in a sense, the converse of the proposition that concentration and trade 
restraint, if unchecked, can only lead to increased government regulation. See Senator 
O’Mahoney, Final Statement as Chairman of Temporary National Economic Committee 
(1941), p. 16; Point-Four, Cooperative Program for Aid in the Development of Economi- 
cally Undeveloped Areas (State Dept. Public., July 1949), p. 54. 

17. Economic Concentration and World War II, Rep. No. 6 of Smaller War Plants Cor- 
poration to Special Senate Committee to Study Problems of Small Business, 79th Cong., 2d 
Sess. (1946), p. 52. 

18. Subcommittee Report No. 8, National Science Foundation, Report on Science Regula- 
tion from Subcommittee on War Mobilization to Senate Committee on Military Affairs, 79th 
Cong., 2d Sess., 39-40 (1946) ; II. Investigation of Government Patent Practices and Policies, 
Report and Recommendation of the Attorney General to the President 291 (1947) ; Economic 
Concentration and World War II, supra fn. 17, at p. 53. 
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it may be the legal right of a patentee in peacetime not to use his invention, 
where such non-use is not unreasonable and there is no suggestion of wrongful 
purpose.'® Any manufacturer engaged in defense production, however, is entitled 
to use other peoples’ patents, regardless of whether the patentees wish to license 
him.?° Inventions in the field of atomic energy may either be removed entirely 
from the operation of the private patent system, subjected to governmental requisi- 
tioning, or made subject to licensing by the Atomic Energy Commission.?! 
Patent exclusivity and the bringing of infringement proceedings are legal pre- 
rogatives of the litigiously minded in peacetime. In an arsenal economy, however, 
the emphasis is on pooling patents and know-how and prosecuting technology 
in a spirit of cooperation rather than rivalry.22, As in normal times, though, 
patent pools are expected to be open, reasonable and non-discriminatory in 
operation.?* Disclosure of his invention is the obligation of the would-be patentee 
in peacetime ;*4 in an arsenal economy, the patent law itself provides for secrecy 


9995 


when disclosure would be “detrimental to the public safety or defense.”*5 Here 
again, this is likely to be particularly applicable to the field of atomic energy. 


It becomes peculiarly the duty of the loval patentee not to engage in any 
type of patent exploitation that tends to the curtailment of production or the 
raising of price levels that are already making the industrial and ultimate con- 
sumer groan. Where it is concerted action that has produced a production 
curtailment or an arbitrary price level, one may expect the Sherman Act to be 


19. It is well to bear in mind there are qualifications on the right of a patentee not to 
make use of his patent. Thus, even in Continental Paper Bag Co. v. Eastern Paper Bag Co., 
210 U. S. 405, 429 (1908), the Court stated that “* * * it is certainly disputable that the 
non-use was reasonable or that the rights of the public were involved. There was no ques- 
tion of a diminished supply or of increase of prices * * *.” 

The Supreme Court’s more recent decision in Special Equipment Co. v. Coe, 324 U. S. 
370 (1945), rev’g 144 F. 2d 497 (Ct. App. D. C. 1944) concerned only a protective patent 
taken out on a sub-combination of a machine in order to prevent others from appropriating 
the invention on the complete machine combination. As Justice Rutledge pointed out in his 
dissenting opinion, at p. 384, there was no evidence in the District Court as to the patentee’s 
intention not to use the patent or as to any wrongful purpose on his part. Compare also 
the rule of law that an inventor may forfeit rights in patents by delaying to take them out, 
and that an inventor who foregoes his right to keep the invention a secret must be vigilant 
to prosecute the patent claims, Kendall v. Winsor, 62 U. S. 322 (1859); Parks v. Booth, 
102 U. S. 96, 105 (1880); Woodbridge v. U. S., 261 U. S. 50 (1923). 

20. See 62 Stat. 942 (1948) as amended 63 Stat. 102 (1949); 28 U. S.C. A. Sec. 1498. 
Vitamin Technologists, Inc. v. The Wisconsin Alumni Assn., 146 F. 2d 941 (C. C. A. 6, 
1945), is an interesting illustration of how war conditions may activize an otherwise dormant 
patent picture. In that case, Judge Denman severely criticized the defendant, a public insti- 
tution located in a dairy product state, for refusing to license vitamin patents to irradiate 
oleomargarine. In addition to stressing the public interest in the prevention of rickets, he 
pointed out that European countries require such irradiation, and that the federal govern- 
ment had a direct interest in seeing to it that our wartime allies got the kind of oleomar- 
garine to which their people were accustomed. 

21. See Section 11(a) to (d) of Atomic Energy Act of 1946, 60 Stat. 755, 42 U. S.C. A. 
Sec. 1801 (Supp. 1946). 

22. Among the fields where technology was successfully exchanged among many com- 
panies during World War II was synthetic rubber and penicillin. II. Investigation of Govern- 
ment Patent Practices and Policies, Report and Recommendation of the Attorney General to 
the President 336-7, 355-6, 362-3. 

23. Standard Oil Co. (Ind.) v. U. S., 283 U. S. 163 (1931); U. S. v. General Instrument 
Corp., 87 F. Supp. 157 (D. N. J. 1949). 

24. See U. S. v. Bell Telephone Co., 167 U. S. 224, 249 (1897); U. S. v. Rubber Con- 
denser Corp., 289 U. S. 178, 186-7 (1933). 

25. 40 Stat. 394 (1917); 54 Stat. 710 (1940); 55 Stat. 657 (1941); 35 U. S. C. Sec. 42. 
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enforced to the hilt, not only because it is good social policy but also because 
it promotes the security of the United States. You will recall, for example, 
that World War II featured quite a few antitrust cases based on illegal patent 
license agreements which caused shortages of, and unduly high prices for, 
critical and strategic materials. Among the industries involved in these cases 
were tungsten carbide, magnesium, industrial diamonds, synthetic rubber, optical 
instruments, oil hydrogenation, synthetic quinine.2® You may be sure that the 
Sherman Act will, wherever appropriate, continue to be used to eliminate pro- 
duction bottlenecks of this type.*7 

This World War II use of the Sherman Act to strike down restrictions 
based on patents is merely a projection of the historic peacetime role of the 
Sherman Act in relation to patents. The rule was established in the dignified 
times of President Taft, not in the gay days of Thurman Arnold, that the 
patenting or copyrighting of an article was no defense to a Sherman Act charge 
of illegal production allocation, price-fixing, or exclusion of competitors?® or, 
for that matter, of resale price maintenance.*? It is also well established law 
that a patentee or copyright holder cannot use his patent or copyright to compel 
a licensee to buy unpatented materials from him,®° or to force a licensee not 


to manufacture competing lines.*! In fact, abuse of patents to achieve illicit 


26. See U. S. v. General Electric Co., 80 F. Supp. 989 (S. D. N. Y. 1948); DeBeers Mines 
v. U. S., 325 U. S. 212 (1945) ; consent judgments in U. S. v. Aluminum Co. of America, S. D. 
N. Y., Civil Action No. 18-31, April 15, 1942; U. S. v. Standard Oil Co. (New Jersey), 
D. N. J., Civil Action No. 2091, March 25, 1942; U. S. v. Bausch & Lomb Optical Co., 
S. D. N. Y., Civil Action 9-404, July 9, 1940; U. S. v. Merck & Co., Inc., D. N. J., Civil 
Action No. 3159, Oct. 6, 1945. 

In World War II the Bone Patents Committee and the Truman War Investigating Com- 
mittee both held meetings and made reports on critical shortages due to antitrust violations. 

27. Currently Senator Johnson’s Preparedness Subcommittee of the Senate Armed Services 

Committee is investigating similar shortages under the current defense program. 
_ 28. Standard Sanitary Mfg. Co. v. U. S., 226 U. S. 20 (1912). In this case, as conserva- 
tive a judge as Mr. Justice McKenna pointed out that: “Rights conferred by patents are 
indeed very definite and extensive, but they do not give any more than other rights an uni- 
versal license against positive prohibitions. The Sherman law is a limitation of rights, rights 
which may be pushed to evil consequences and therefore restrained” (p. 49). This is not 
a far cry from Jefferson’s views on the subject. In writing to a contemporary inventor, 
Thomas Jefferson said: “Nobody wishes more than I do that ingenuity should receive a 
liberal encouragement: nobody estimates higher the utility which society has derived from 
that displayed by yourself” (Memorial Ed., Vol. XI, page 202). However, if patents were 
illegally used to create an industrial monopoly, there seems to me to be little doubt where 
Jefferson would stand: “The saying there shall be no monopolies, lessens the incitements to 
ingenuity, which is spurred on by the hope of a monopoly for a limited time, as of fourteen 
years; but the benefit of even limited monopolies is too doubtful, to be opposed to that of 
their general suppression” (Memorial Ed., Vol. VII, 98). 

29. Bauer v. O’Donnell, 229 U. S. 1 (1913) (patent); Straus v. Victor Talking Machine 
Co., 243 U. S. 490 (1917) (patent) ; U. S. v. A. Schrader’s Son, 252 U. S. 85 (patent) ; Bobbs- 
Merrill v. Straus, 210 U. S. 339 (1908) (copyright) ; Boston Store v. American Graphophone 
Co., 245 U. S. 8 (1918) (copyright). 

30. Patent misuse involving illicit tie-ins was sustained as a defense to suits for direct 
infringement (Motion Picture Patents Co. v. The Universal Film Co., 243 U. S. 502 (1917) 
and for contributory infringement (Carbice Corp. of America v. The American Patents De- 
velopments Corp., 283 U. S. 27 (1931) ; Leitch Mfg. Co. v. Barber Co., 302 U. S. 458 (1937), 
before it was upheld as an affirmative offense in Sherman and Clayton Act proceedings 
(International Business Machines Corp. v. U. S., 298 U. S. 131 (1936) ; International Salt Co. 
v. U. S., 332 U. S. 392 (1948) ). 

31. National Lockwasher Co. v. George K. Garrett, Inc., 137 F. 2d 255 (C. C. A. 3, 
1943) ; McCullough v. Kammerer Corp., 166 F. 2d 759 (C. C. A. 9, 1948), cert. denied 335 
U. S. 813 (1948); Park-In Theatres, Inc. v. Paramount-Richards Theatre Co., 81 F. Supp. 
466 (D. Del. 1948). 
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commercial objectives has received earlier and more serious condemnation in 
pure patent infringement than in antitrust proceedings.*? 

If a patent is employed to violate the antitrust laws, it is small matter 
whether you call it a property right®* or a privilege*4—the violation is the critical 
factor, and the patentee runs the risk of losing the right to the patent’s exclusive 
use, if not losing its benefits altogether.*° Similar consequences would result 
if a trade-mark or copyright were to figure as part of an antitrust restraint.®® 


The antitrust laws, and the laws relating to industrial property, are twin 
institutional embodiments of the perennial American ideal—the conquest of new 
frontiers. I started out by saying that there was no fundamental conflict between 
these two sets of laws; let me conclude on the same note. Do not be misled 
by occasional Supreme Court splits that occur in let us say a Line Material®? or 
a Mercoid** case. In only a handful of the cases that have gone to the Supreme 
Court, has that court had any real difficulty in delineating the dividing line 
between the legal patent monopoly and the illegal commercial one. In none of these 
cases has that Court approved joint efforts by two or more patentees to fix 
prices,®® allocate markets,4° or restrict production. Viewed in the long range, 


32. See fn. 30. In patent infringement proceedings, once the defendant has established 
that a commercial condition or control was attached to the license of a patent that went 
beyond the scope of the patent grant, illegality is an automatic conclusion and the patentee 
is summarily denied relief. See, in addition to cases cited in fn. 30, Morton Salt Co. v. 
Suppiger, 314 U. S. 488 (1942); Roberts, J., dissenting in Mercoid Corp. v. Mid-Continent 
Investment Co., 320 U. S. 661 at 674; Note, Patent Abuses and Antitrust: The Per Se Rule, 
64 Harv. L. Rev. 626 (1951). These consequences are more rigorous than would obtain in 
Sherman and Clayton Act cases involving patent abuse, where unreasonableness and sub- 
stantiality have to be found before a violation is made out. See Wood, The Tangle of 
Mercoid Case Implications, 13 The George Washington Law Review, 61, 66, 81 (1944). 

33. Mr. Justice Douglas in Transparent Wrap Machine Corp. v. Stokes & Smith Co., 
329 U. S. 637, 643 (1947). 

34. Mr. Justice Douglas dissenting with Justices Black and Murphy, in Special Equip- 
ment Co. v. Coe, supra fn. 19 at p. 382. 

35. U.S. v. Hartford-Empire, 46 F. Supp. 541 (N. D. Ohio 1942), aff’d 323 U. S. 386 
(1945); U. S. v. National Lead Co., 63 F. Supp. 513 (S. D. N. Y. 1945), aff’d 332 U. S. 
319 (1947); U. S. v. U. S. Gypsum, 340 U. S. 76 (1950). 

36. The key statutory provision relating to trade-marks is Sec. 33(b)(7) of the Lanham 
Trade-mark Act, making antitrust violation a defense to a trade-mark infringement pro- 
ceeding. There has been some disagreement as to the scope of this provision, but the 
author’s views on this point are the same as those of Profs. Handler and Derenberg and 
appear to be supported by legislative history and logic, see Handler, Trade-marks and the 
Antitrust Laws, 38 T. M. R. 387 (1948) ; Timberg, Trade-marks, Monopoly and the Restraint 
of Competition, 14 Law and Contemporary Problems 322 (1949); U. S. v. Timken Roller 
Bearing Co., 83 F. Supp. 284 (N. D. Ohio E. D. 1949), aff'd, (by Sup. Ct. June 4, 1951. 
T. M. R., Vol. XLI, No. 6, p. ....). California Fruit Growers’ Exchange v. Sunkist Baking Co., 
166 F. (2d) 971 (C. C. A. 7, 1948). 

As an example of copyrights subject to compulsory licensing, see Consent Judgment in 
U. S. v. American Society of Composers, Authors and Publishers, V. C. C. H. Trade Reg. 
Rep. (9th Ed.) 962,595 (S. D. N. Y. 1950). For general background discussion, see Lock- 
hart, Violation of the Antitrust Laws as a Defense in Civil Actions, 31 Minn. L. Rev. 502 
(1947). 

37. U.S. v. Line Material Co., 333 U. S. 287 (1948). 

38. Mercoid Corp. v. Mid-Continent Investment Co., 320 U. S. 661 (1944). 

39. The case of U. S. v. General Electric Co., 272 U. S. 476 (1926) involved the price- 
fixing activity of only a single patentee. U. S. v. Line Material Co. supra fn. 37, casts doubt 
on all jointly contrived restrictions in patent licenses. 

40. There was likewise no finding of combination in Bement v. National Harrow Co., 186 
U. S. 70 (1902); only one contract was before the Court. Nor do joint licensing efforts 
occur in the cases usually relied on in support of field of use limitations on patents, Rubber 
Co. v. Goodyear, 9 Wall. 788 (1870); General Talking Pictures v. Western Electric Co., 305 
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differences such as occurred in the Line Materials and Mercoid cases are merely 
disagreements as to alternative methods of bringing about the fuller development 
of inventive inspiration, differences that perhaps receive attention in legal 
literature disproportionate to their actual economic impact.*! There have been 
no divided courts as to substantive law where clear-cut violations of the funda- 
mental objectives of the Sherman or Clayton Acts by patent instrumentalities 
were involved; there have only been occasional disagreements as to the scope 
of the relief that is appropriate. This is well illustrated, I think, by the unanimity 
of the Supreme Court on the substantive aspects of the Bathtub, 4? Masonite,** 
Gypsum,*4 Paramount,*5 Ethyl Gasoline,4® National Lead,*? International Salt,** 
International Business Machines,*® and even Hartford-Empire®® cases. 


The United States has absorbed its last remaining geographical frontier, 
but there remains for our society an endless frontier of industrial resourcefulness, 
inventive ingenuity and consumer satisfaction, if we will only abide by the 
institutions that have made possible for us a competitive economy and have given 
us the stimulus to invent and create. If I were to choose a symbol of the American 
economic and intellectual ideal, I would go back to the race which gave us the 
beginnings of Western science and commerce, and choose the figure of Ulysses, 
the great Greek Navigator of the Unknown. Some of you may recall this 
perennial traveller, who had the wiliness and negotiating acumen of the proverbial 
Yankee trader. When he returned from a prolonged business trip (some his- 
torians have named it the Trojan War), he found a cartel of unimaginative and 
unheroic neighboring nobles sponging off his possessions and courting his wife. 
With his son and two of his employees, he broke up this cartel by the dispositive 
device of transfixing them with arrows. Now, I do not for a moment suggest 


U. S. 124 (1938). A limited patent license that was part of an express or implied agreement 
to limit the scope of competition between two competitors would, however, raise antitrust 
ay see: Automatic Radio Mfg. Co. v. Hazeltine Research, Inc., 339 U. S. 827, 836 

41. Thus, firms which derive their revenues primarily from the sales of unpatented sup- 
plies and articles suffer relatively little hardship from allowing the unrestricted use of 
process or method patents that can only be practiced by the small contractor or ultimate 
consumer. Wood, supra fn. 32 at p. 84. Such firms are tending to regard patents as serving 
a protective rather than an aggressive purpose, and hence would be little affected by the 
implications of the Mercoid case. 

Similarly, both the Bement case of 1902 and the General Electric case of 1926, involved 
basic product patents embracing in substance the patented article and not a mere component of 
an unpatented assembly. By the time of Line Matérial, however, articles substantially covered 
by basic patents had become much more of an industrial rarity. Therefore, even if the 
price-fixing permitted by the General Electric case had been extended to a patent cross- 
licensing situation such as existed in Line Material, such an extension would have had little 
commercial applicability. See U. S. v. General Electric Co. (Carboloy case), 80 F. Supp. 
989 (S. D. N. Y. 1948). 

42. U.S. v. Standard Sanitary Co., supra fn. 28. 

43. U.S. v. Masonite, 316 U. S. 265 (1942). 

44. U.S. v. U. S. Gypsum Co., 333 U. S. 364 (1948). In the recent appeal on the relief 
features of the case, the Court was quite united, with only Mr. Justice Black disagreeing on 
a few minor issues, supra fn. 35. 

45. U.S. v. Paramount Pictures, Inc., 334 U. S. 131 (1948). 

46. Ethyl Gasoline Corp. v. U. S., 309 U. S. 436 (1940). 

47. U.S.v. National Lead Co., supra fn. 35. 

48. International Salt Co. v. U. S., — fn. 30. 

49. International Business Machines Corp. v. U. S., supra fn. 30. 

50. Hartford-Empire Co. v. U. S., supra fn. 35. 
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that modern cartelists be shot at sunrise, and I can well understand the views of 
those who might regard Ulysses as a reckless plunger and an over-speculative 
type, who never knew when to retire. I should like, however, to give you 
Tennyson’s poetic appreciation of the spirit of the man, and ask you whether 
it can serve as a symbol of that spirit of free inquiry and free development 
which the defense program is seeking to preserve :— 


“T am a part of all that I have met; 

Yet all experience is an arch wherethro’ 

Gleams that untravell’d world, whose margin fades 
For ever and for ever when I move. 

How dull it is to pause, to make an end, 

To rust unburnish’d, not to shine in use! 

As tho’ to breathe were life.” 


It should be easier for us than for the aging Ulysses to be 


“strong in will 
To strive, to seek, to find, and not to yield. . . 
+ / + 
and to “follow knowledge like a sinking star, 
Beyond the utmost bound of human thought.” 





If we lose this free spirit during the defense effort, we may not be able to 
recapture it afterwards. 
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TRADE-MARK PROTECTION BEGINS WITH THE DESIGN* 


James Harley Nash** 


It is indeed a great pleasure for me to have the honor of participating in the 
annual meeting of this distinguished organization of which I have the honor of 
being a member, an organization that I have known and respected so sincerely 
over these many years. 

In writing to me a few months ago, your executive Vice-President, Henry 
B. King, said, 

“The Association has never had a talk on your specialty nor anything relating to it.” 

I must say that statement was a surprise to me, because I have known so 
many of your members*quite intimately, and have talked with them so frequently 
about our common interests :—trade-marks and brand name identification and 
their protection. 

We certainly do have “interests in common.” I concentrate primarily on de- 
signing trade-marks and packages. You are concerned about laws that protect 
trade-marks and brand names that manufacturers adopt and promote. 

Sometimes I think of the volumes of opinions that have been written about 
trade-mark protection, the sessions that have been held, the cases that have been 
tried, the laws that have resulted from your long deliberations. Then I think my 
approach to the problem is a pretty simple one, although practical and straight- 
forward. And yet, we both have our place on the team that works for the manu- 
facturer in the development and protection of his trade-mark and brand name. 

I maintain that every package must have a GOOD TRADE-MARK brand 
name or design and, by “good,” I mean a trade-mark that is so distinctive and so 
different, that on sight it instantly identifies the company or product: and it 
should be so individual that no one could possibly mistake it for any other 
trade-mark. 

Over the years I have developed what I think is a pretty good yardstick for 
sizing up an existing trade-mark or for creating a new one. This yardstick quite 
simply sets forth principles which I believe you will thoroughly approve. The 
measure of this yardstick will be found in an Evaluation Chart which we drew 
up for the use of our clients and prospective clients. 


This test will show whether the design of your clients’ packages helps or hinders 
your advertising and sales efforts: 


1. Does the package carry a distinctive, strong, “working” trade- 
mark: YES NO 
—a trade-mark that is quickly identified ? 00.0.0... eeeeeeeeeeeeeeeeneeee Oo Oo 
—easily remembered? O © 
One key to strong advertising is outstanding brand identification. 
A good trade-mark gives this. 
*Paper delivered before the 73rd Annual Meeting of the United States Trade-Mark 
Association at the Biltmore Hotel, New York City, June 13, 1951. 


**Designer of Trade-Marks and Packages, Associate Member, The United States Trade- 
Mark Association. 
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Is it a trade-mark that reproduces well YES NO 
cl: A UU INT iritcsdiasiieita eibiindiaiciniitaaicnnnicstiniheaiintinnntinininenes CT 
—keeps its identifying character in black and white ads’.................. CT 
—is still strong when reduced in size for small ads ?...............:000000 CU] 
—stands out sharp and clear on television ?.........ccccscsesseeeeeeeeeneees CT 


An effective trade-mark is one that can be used well in any adver- 
tising, in magazine color, newspaper black and white advertising, 
radio, television, car cards, and posters. And in any size from 
24-sheet billboards to stamp-size stickers. 


Does the trade-mark have an individual shape? 

—NOT a circle, square, triangle—commonly used and overworked. 
Known trade-marks to which manufacturers cling can be restyled 
without losing character, to provide the benefits of an effective 
modern trade-mark—an essential in today’s competitive market. 


Is the package as a whole an “eye catcher” on grocer’s shelf! 
These days there are many competing products reaching for cus- 
tomer’s dollar. Increase in self service, too, demands packages 
that “sell on their own.” 


Does the package as a whole have recognition value ? 
After customer sees it in advertising she should be able to recog- 
nize it on sight on grocer’s shelf. Package design should be the 
link between advertising and product at point of sale. 


Can the package be easily described in radio commercials ’?............ 
That calls for character of design that makes it possible for cus- 
tomer to recognize package in store from brief description given 
on radio. 


Does the package as a whole suggest quality of contents? 0 
In the customer's mind, quality appearance by inference denotes 
quality product; helps justify price, thereby lessening sales re- 
sistance . . . important in today’s highly competitive market. 


If there is a single “NO” among your answers, then the package is a weak link 
between your advertising efforts and increased sales. At Jim Nash Studios we 
specialize in designing, or redesigning, packages that soon become a strong con- 
necting link because they have bold brand identification, attention-getting sales 
appeal and memory value. 

You will find, of course, that our approach is not the legal one like yours, 
for our job is quite different. Our job is to know what attracts people, what 
interests people and what they will remember well. 

But, when a Jim Nash design is finally submitted, we always urge the client 
to consult his legal counsel. And if you have looked at Jim Nash designs with 
an eye to defending the good will of your client, I believe that you have found 
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that they are highly individual trade-marks and therefore readily protected 
by law. 

And so I am particularly glad to have this opportunity of talking to you 
today. Perhaps from this meeting may come a better understanding of how we 
can work together to strengthen the entire trade-mark picture, which, of course, 
is my objective, and certainly the objective of your association. Our meeting 
together is particularly important now, for during the past twenty years the trade- 
mark business has been swept forward by the force of what some people have 
termed “a revolution in merchandising.” This “revolution in merchandising” has 
given rise to new concepts of trade-marks; new concepts of their importance to 
business in general; of their value in merchandising and advertising, and finally, 
of their use as tools in winning customers and making sales. 

This situation has been brought about by four well known significant events 
in the business world: 

(1) The great increase in the number and variety of products that are pack- 
aged; (2) The swift trend toward self-service stores for consumer goods; 
(3) The modern trends in merchandising which to be fully efficient require a 
direct and positive tie-in, a connecting link between packages on the shelf and other 
sales promotion, merchandising and advertising; (4) The recognition that in a 
business which depends on volume sales, the trade-mark is so vitally important 
that it soon becomes one of the most valuable financial assets of a company. 

These four factors are well known to anyone in general business; they are 
looked upon as stimulants to sales. But I wonder how many people have recog- 
nized that without the effective working trade-mark, the protected trade-mark, 
no one of these factors would be the bonanza that it is considered today by every 
sales-minded business executive? 

Let me explain what I mean by talking about each of these points: 


1. The great increase in the number and variety of products that are 
packaged : 


Packaged products are popular because they are convenient—as 
well as for many other reasons. But the primary objective of the 
manufacturer in packaging his product is to make sales. How can 
he be sure of sales, of quick identification, of multiple repeat sales, 
without a distinctive, strong, working trade-mark for every package, 
a trade-mark that can be quickly recognized, easily remembered ? 


The swift trend toward self-service stores for consumer goods: 
In the self-service store, the package is literally its own salesman. 
How can a package sell itself unless it has a trade-mark that is an 
“eyecatcher” to anyone entering the store; or unless it identifies a 
known product in which the customer has confidence? 
The modern trends in merchandising which to be fully efficient require a 
direct and positive tie-in, a connecting link between packages on the shelf 
and other sales promotion, merchandising and advertising : 
In planning sales campaigns, much thought is given to point-of-sale 
material. In self service stores where volume sales are made there 
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is little space for special signs, banners and posters. But, what dif- 
ference does that make? What better point-of-sale promotion could 
there be than the package itself? What better connecting link than 
a trade-mark that has been used in the advertising, in all the mer- 
chandising and sales promotion and that is instantly recognized by 
the customer when she comes into the store and sees it right on the 
package itself? 

Did it ever occur to you that a good trade-mark (that is an efficient 
trade-mark) must be one that can be easily and clearly described on 
the radio? 

You notice trade-marks used on television. How many do you rec- 
ognize? How many are so distinguishable that they readily identify 
the product or the company that makes the product? 


4. The recognition that in a business which depends on volume sales, 
the trade-mark is so vitally important that it soon becomes one of the 
most valuable financial assets of a company: 

A trade-mark that helps to expedite volume sales must be kept up-to- 
date to meet the needs of present day merchandising. It must be “in 
tune with the times’”—in other words, as modern as the company’s 
advertising. This does not mean that a trade-mark needs to be 
drastically changed. It may have to be changed slightly to be kept 
up to date. On the other hand, when a trade-mark has become com- 
pletely outmoded, if a company has the courage to make a drastic 
change, our experience has shown the new mark will quickly trans- 
plant the old and sales will increase; and that its new trade-mark 
is well on the way to being a more valuable financial asset. A com- 
pany owning a well-known trade-mark logically rates it as one of its 
greatest financial assets. Therefore a trade-mark should have con- 
tinued attention and the considered thinking of top management. 


’ 


As a result of this “revolution in merchandising,” these four factors must be 
considered in every campaign to sell consumer goods in today’s competitive mar- 
ket—if you want to obtain maximum results. The trade-mark enables a manufac- 
turer to center all promotion at one local point. The trade-mark actually provides 
the connecting link between merchandising, advertising, sales promotion and the 
package on the shelf—and the product. The trade-mark is the factor that really 
“clicks” in the customer’s mind—moves packages off the shelf. 

You probably didn’t know that I think of myself as a salesman, that I am 
primarily interested in making that cash register ring. Perhaps that’s all the 
more reason why you, as legal counsel, may want to know what I do and how I do 
it. So here it is: 

In my original design of a trade-mark, / pay practically no attention to color. 
3ut I do pay strict attention to the shape of the trade-mark. I avoid such shapes 
as circles, squares, ovals or triangles—in fact any conventional shape. And I do 
this because these shapes have been so commonly used and overworked, that they 
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no longer provide any individuality and distinction. What chance do you stand 
to protect a corporation’s trade-mark against infringement if its trade-mark 
simply keeps anonymous company with half a hundred other users? 


Vision may be impaired or the view limited—but if the shape of the trade- 
mark itself has individuality, even if seen in silhouette, then you can be confident, 
it will be identified—no matter where you use it. 


Now to get back to color—I like color; I like good color and good combina- 
tions of color. But a trade-mark should not be dependent on color for its identi- 
fication. It must be good in color—any color. But it must also be strong in black 
and white. Its design should be of such character that it retains its identity in 
black and white newspaper ads, in four color magazine advertising, on an electric 
sign on Broadway or on a postage size sticker. I take this stand in regard to 
color because there should be no limitations to the uses to which a trade-mark 
must be put—lI take this stand also because there is no monopoly on any one color 
or combinations of color, such as red, white and blue. The decision in the 
Campbell v. Armour emphasized this point. I quote the Courts’ decision: 

“what the plaintiff is asking for, then, is a right to the exclusive use of red on its 


labels . . . if the company thus monopolizes red in all of its shades, the next orange, 
and the next yellow, obviously the list of colors would soon run out.” 


If we just keep in mind the relative importance of shape and color in de- 
signing a trade-mark, we will come out with a trade-mark that is a sound working 
trade-mark, that reproduces well, that has an individual shape, that is an eye- 
catcher on the merchant’s shelf, and gentlemen, I leave it to you, easily protected. 

In his letter to me, Henry King suggested that I might like to talk about 
some problems relating to package and trade-mark designing. 


I seldom talk about problems, because actually we don’t have very many. 
We are in the very happy position of being able to give our clients greater recog- 
nition of his trade-mark; to increase his sales; also to increase the value of money 
spent for advertising at no additional cost; and the truth of the matter is that 
once a good trade-mark or design is adopted, we are able to increase the effective- 
ness of all advertising and promotions in which the costs are fixed or constant; 
and finally we strengthen financial position—and so we usually have a very 
happy relationship with our clients. 


However, when you think about all of the hundreds of companies in this 
country, there is an astonishingly small percentage that have effective, up-to-date, 
working trade-marks. The trade-marks of too many companies are anything but 
good and I think the problem with executives in top-management is three-fold: 


They lack the courage to adopt a bold distinctive trade-mark, stick to it 
and promote it to the hilt; or they lack the courage to change out-moded 
trade-marks either by modernizing them or discarding them altogether for a 
new hard working trade-mark ; or they fail to see the necessity of using and 
promoting to the fullest extent the trade-mark that they have adopted; to 
use it as the all-important link between advertising, merchandising and sales 
—from day to day and year to year. 
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This timorous attitude—actually, this lack of foresight—means that these 
manufacturers are passing up a great sales tool; that they are getting a smaller 
sales volume than would otherwise be the case; that they are not taking advan- 
tage of the opportunity to increase the worth of their companies as it appears on 
the financial report. 

With your close relations to management, with your understanding of the 
importance of trade-marks, with your realization of how a good trade-mark 
can strengthen the entire sales and financial picture, maybe I might appeal to 
you to do a little missionary work. If any of your clients are among those that 
need this kind of prodding . . . well, I suggest that you do prod them for their 
own good—until they take action. For, the more distinctive the design, the 
more they use the trade-mark, the easier it is for you to perform your function 
of protecting it for the company. 

Gentlemen, it has been a pleasure to talk to you; it has been an inspiration 
to sit down for a while and give thought to the preparation of this talk—be- 
cause it has made me realize anew that there is a great organization and good 
friends backing up the very program I believe in and advocate, the work which 
is of such great interest to me. May you have continued success and great sat- 
isfactions as you move ahead during the coming years. 
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TRADE-MARK POLICY FOR MANAGEMENT* 
By Abraham S. Greenberg** 


How Mucu Is a TrRADE-MARK WorTH? 


When the American Tobacco Company was dissolved by the U. S. Supreme 
Court in 1911, the value of all its trade-marks “Sweet Caporal,” “Climax” and 
“Old Judge” were estimated at over $45,000,000 out of total assets of 
$227,000,000. In 1918 the American Safety Razor Corp. took over the assets 
and trade-marks of two competitors, and paid $3,000,000 for the “Gem” mark 
and $4,350,000 for the “Ever-Ready” mark. When Dodge Brothers was pur- 
chased, $78,000,000 was said to have been paid for good-will. The Postum 
Company is supposed to have paid $43,000,000 for “Maxwell House” coffee. 
Most of this was for the name. It is, also, said that one famous baking powder 
company considers its name worth about $1,500,000 a letter. Adolf Zukor some 
years ago is said to have quoted the value of the name “Paramount” as worth 
$15,000,000. Recently the California Fruit Growers Exchange, owners of the 
trade-mark “Sunkist” for oranges and citrus fruit, paid $1,250,000 for the 
exclusive rights in that trade-mark to California Packing Corporation (which, 
also, owns the “Del Monte” trade-mark and other marks) which had been 
using “Sunkist” for dried fruits and some canned vegetables. In announcing 


the agreement, it was pointed out that the Exchange had spent more than 
$55,000,000 in advertising since 1903. Management obviously has a large stake 
in trade-marks. 


BUSINESS AND TRADE-MARKS 


It is interesting to compare a trade-mark with such business values as 
patents, copyrights, trade secrets, “know-how,” the skill, experience and repu- 
tation of personnel. Patents and copyrights are property rights which arise 
out of a grant by the government. Most of the assets of a business enterprise 
have a vitality and power of their own which permit them to function inde- 
pendent of the business. A trade-mark, however, is a property right which 
comes into existence only through active use by its owner as a distinctive mark 
in connection with a given product. Once separated from the article or business 
to which it refers, the trade-mark becomes meaningless and will perish as 
a designation. 


TRADE-MARK MANAGEMENT PRINCIPLES 


Modern management principles applied to the conduct of business in general 
are equally applicable to the maintenance of trade symbols of the business. Such 
trade-mark management principles have been set forth in detail in the pages 


*Paper delivered in conjunction with an illustrated lecture at the 73rd Annual Meeting 
of the United States Trade-Mark Association at The Biltmore Hotel, New York City, 
June 13, 1951. 

**Trade-Mark Attorney of Radio Corporation of America; Member of New York and 
D. C. Bars; Director of U. S. Trade-Mark Association; Contributing Editor of Trade- 


Mark Reporter. 
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of this Reporter last February 1950.1 It will suffice for the purposes of this 
article to summarize these principles: 


A—Trade-Mark Management By a Central Authority. 
1—Directive for Authority from Head of Firm or Corporate President. 
2—Trade-mark policy should be written; either long or short. 
3—The trade-mark Administrator should be one person. 
4—Close Liaison should be maintained with Advertising, Sales and 
Legal Departments. 


B—Control the Number of Trade-Marks. 
1—Restrict the business to one or two basic marks. 
2—Resist the tendency to add new trade-marks by :— 
a) Calling them promotion names or model names. 
b) Dominating new names by the basic marks. 


C—Protect Trade-Marks constantly both in the U. S. A. and in Foreign 
Markets. 
1—Avoid tendency towards generic use of trade-marks. 
2—Always tie in your firm name, and use a trade-mark notice, in all 
“ads.” 
3—Constant vigilance in seeing that trade-marks are honestly used by 
dealers, distributors and users of your branded products. 


4—Constant vigilance both here and abroad in stopping misuse of 
trade-marks by infringers. 

5—Whether in the U. S. A. or abroad, a trade-mark must never be 
permitted to lose its significance as an indication of origin. 


D—Keep adequate trade-mark records. 
1—Collect advertisements arranged by trade-mark and year of use. 
2—Collect illustrative foreign advertisements by country and trade- 


mark. 
3—Collect records to prove foreign trade-mark use by country and 


trade-mark. 
4—Invoices should be monitored for expanding domestic and foreign 


trade-mark registration coverage. 
5—Maintain a collection of catalogues back to first issued. 


E—Capitalize on Trade-Marks. 
1—Dramatize trade-marks in house organs, stockholders’ reports and 
other company-controlled media. 
2—Visual education techniques (slides, movies and television) are 
uniquely applicable to trade-mark presentations for all elements of 
the business organization. 


1. “Trade-Mark Management” by A. S. Greenberg; 40 T. M. R. 95 (Feb. 1950); 
reprinted in Oct. 1950 Journal of Patent Office Society. 





TRADE-MARK BULLETIN 41 T.M.R. 


CAPITALIZING ON TRADE-MARKS 


The supreme test of faith of management in a business is this:—Do you 
capitalize to the fullest on your brand names? Trade symbols can be, and 
should be, integrated into the advertising, sales promotion and engineering 
research activities of the firm. The remainder of this article will discuss this 
very important trade-mark management principle. 

One should not fail to take advantage of the public good-will for the trade- 
mark or trade character which would assure not only readership but acceptance. 
Your best customers are your own employees, stockholders, dealers and their 
employees. Remember: Your trade-marks are your silent salesmen! 


What is meant by “dramatizing trade-marks”? Company-controlled media 
of all types should be taken advantage of to glorify and dramatize the trade 
symbols of the firm. House organs, stockholder reports, advertisements are 
examples of such media. 


For some reason many companies when they have an important public 
policy message, such as an annual report, completely disassociate it from their 
trade-marks. Instead, they present dull facts and figures couched in legalistic 
and financial language. In this way they lose an opportunity to strengthen 
their trade-marks as representing an institution which has the public’s interest 
at heart. Tell in terms of your trade-marks, the stories of the institutions 
behind them. Explain to the public the product improvements made over the 
years, and the reductions in price which have been possible because of the 
demand stimulated. Stress what is done constantly to improve the product for 
which your trade-mark stands. 


Tell your own people (employees, dealers and stockholders) how many 
people select your brands, and what this means in terms of employment, high 
wages, fair earnings to stockholders and stability of operations. Describe to the 
dealer what advertised brands mean to him in terms of rapid turnover, greater 
store traffic and reduced need for sales effort and expense. 


ILLUSTRATIONS OF TRADE-MARK DRAMATIZATION 


The house organ is eminently adapted to feature interesting historical and 
background narratives of trade-marks. There is a story behind any business’ 
trade-mark which the employees, dealers, stockholders and public will want to 
read.2, This Reporter has featured such background stores, and they should 
be consulted for illustrative technique.* Besides the historical narrative type 
of trade-mark presentation for a house organ, there is a form of trade-mark 
“ad” presentation which ties in more intimately with advertising and sales. 


An interesting example of this presentation is found in connection with 
the “Johnny Walker” picture trade-mark for whiskey.* In this type of trade- 


2. “The Public Accepts” by I. E. Lambert. Published in 1941 by Univ. of New Mexico 
Press, Albuquerque, New Mexico. 

3. “Trade-Marks with a Heritage” by A. S. Greenberg, 36 T. M. R. 62 (April 1946). 
ma 4. ; Famous Scot in U. S. Is Old Trade-Mark.” Jan. 19, 1951 issue of “Printers’ 

,” p. 37. 
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mark dramatization, a series of advertisements are arranged in chronological 
order to illustrate the evolution of the trade-mark throughout the years. This 
type of trade-mark story is most effective where the life of a trade-mark 
covers several generations. 


A stockholder’s report seems a prosaic and dull place for trade-marks. Yet 
some companies have utilized a blank page, which may occur in such a report, 
to display in colorful artistry the trade-marks and their products or services. 
Companies whose stockholders number in the many thousands will find such 
normally blank space on advertising windfall. 


However, the formal advertisement in a newspaper or magazine serves prob- 
ably as the most desirable and practical way to combine the legal aspects of trade- 
marks with sound advertising technique. For example, during the latter part of 
1922 Radio Corporation of America announced a new trade-mark to the public. 
The announcement was in the form of widespread advertisements which promi- 
nently featured the trade-mark.® Yet there was a careful integration with engi- 
neering research, advertising and sales promotion. 

This was done by displaying the “RCA” trade-mark at the top of the adver- 
tisement, and the headline “To Protect The Dealer And The Public” was 
employed. 

It was explained in the body of the copy that the new symbol was more 
than a trade-mark ; it was a guarantee that the apparatus displaying the symbol 
was the result of research conducted by foremost scientists and engineers. It, 
also, emphasized that the symbol “RCA” would be widely advertised through- 
out the country. That initial emphasis on the trade-mark has been maintained 
to this very day. Current institutional advertising of RCA prominently empha- 
sizes the “RCA” trade-mark in the same spirit of the initial announcements. 

Another excellent example of a “trade-mark advertisement” is found on 
page 14 of the New York Herald Tribune for Wednesday, April 11, 1951. In 
this full page advertisement, also one of RCA, the famous picture trade-mark 
of the familiar alert black-and-white terrier “Nipper” listening to a horn phono- 
graph, is reproduced in magnified size. The headline reads “For Half A Cen- 
tury, Mascot of the Greatest Artists, Symbol of the Greatest Music.” The copy 
nicely integrates the trade-mark with the products, and terminates : 


“We salute the scientists and engineers who are constantly achieving new heights 
of richness and realism in recorded music.” 


VisuaL EpucaTION TECHNIQUE APPLICABLE TO TRADE-MARKS 


Visual education techniques are readily applied to the subject of trade- 
marks. For example, one business firm engaged in servicing of marine 
apparatus produced a sound movie film which employed its service mark as 
the central theme of the film. The narrator in the film presented the service 
mark at the beginning of the film, explained what the service mark signified, 


5. “The Radio Industry, The Story of Its Development.” Lectures to Harvard Gradu- 
ate School of Business Administration (A. W. Shaw Co., 1928), p. 266. 

The Coca-Cola Company in its well-known “Coke”-“Coca-Cola” advertisements has 
used the same technique. 
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and then presented various instances at sea where the service was provided at 
the time when it was most needed. Obviously such a film is readily presented on 
television as well. Indeed, in the field of television there have been numerous 
instances of trade-mark dramatization. Picture trade-marks, which lend them- 
selves admirably to the function, have been animated with excellent effect. 


However, the trade-mark story of a firm may be presented in a series of 
simple projector slides. Proper choice of material can result in a series of slides 
which is readily presented to all units of a business firm, be they stockholder 
or engineering, salesman or office worker. The goal of such a trade-mark slide 
talk should be to emphasize that: 


“Trade-Marks Are Your Silent Salesmen” 


Such a basic theme emphasizes the perpetual selling and advertising functions 
of a trade-mark. Ideally a talk of this type should do the following: 


1. Provide a brief history of trade-marks. 

2. Present specific historical background of the firm’s trade-mark or trade- 
marks. 
Illustrate cases where the advertising and selling campaigns relied 
heavily on the firm’s trade-marks. 
Present the trade-marks in order of importance. 
Emphasize in a dramatic manner that trade-marks are an indestructible 
asset of a business. 
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PART II 


SCHWEGMANN BROTHERS ET AL. v. CALVERT DISTILLERS 
CORPORATION 


SCHWEGMANN BROTHERS ET AL. v. SEAGRAM DISTILLERS 
CORPORATION 


Nos. 442 and 443—U. S. Supreme Court—May 21, 1951 


SHERMAN Act—RESALE Pric—E MAINTENANCE—GENERAL 

Fixing minimum prices, like other types of price fixing, is illegal per se. 

Fact that state authorizes price fixing does not give immunity to interstate price 
fixing scheme, absent approval by Congress. 

Miller-Tydings Act, amending Sherman Act, expressly continues prohibitions of 
Sherman Act against horizontal price fixing by those in competition with each other 
at same functional level. 

All that are exempted by Miller-Tydings Act are consensual agreements prescribing 
minimum prices for resale of trade-marked articles; and price fixing by compulsion is 
not covered. 


Farr Trap—E Laws—Score or Prorection—GENERAL 


Courts—StatuTory INTERPRETATION—GENERAL 
Elimination of price competition at retail level may lawfully result if a distributor 
successfully negotiates individual vertical agreements with all of his retailers. 
Legislative history of Miller-Tydings Act held to support construction that Miller- 
Tydings Act exempts, from operation of the Sherman Act, only contracts or agreements 
prescribing minimum resale prices for trade-marked articles when such contracts or 
agreements are permitted by local law, and that Miller-Tydings Act does not sanction 
coercion of persons refusing to sign agreements. 


On writs of certiorari to the United States Court of Appeals for the Fifth 
Circuit. 

Suits by Calvert Distillers Corporation and Seagram Distillers Corporation 
to enjoin sale of their goods by Schwegmann Brothers et al. at prices less than 
fair trade contract prices. Judgments enjoining defendants from price cutting 
reversed. 

Saul Stone and John Minor Wisdom (Paul O. H. Pigman with them on the 
brief) for petitioners. 
Monte M. Lemann (Ezra Cornell, Thomas Kiernan, Edgar E. Barton, J. Blanc 

Monroe and Walter J. Southon, Jr., with him on the brief) for respondents. 
Herbert A. Bergson filed brief on behalf of American Booksellers Association, 

Inc., at al., as amici curiae. 

Harry F. Stambaugh and Robert E. Woodside, Attorneys-General, filed brief on 
behalf of the Commonwealth of Pennsylvania as amicus curiae. 

C. Ellis Henican, Philip E. James and Murray F. Cleveland filed brief on behalf 
of Louisiana State Pharmaceutical Association as amicus curiae. 

Samuel I. Rosenman, Godfrey Goldmark, Herman S. Waller and Robert Lowen- 
stein filed brief on behalf of the National Association of Retail Druggists et 
al., as amicus curiae. 
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Philip B. Perlman, Solicitor General, H. G. Morison, Assistant Attorney-Gen- 
eral, Robert L. Sterm, Charles H. Weston, J. Roger Wollenberg and Joe F. 
Nowlin filed brief on behalf of the United States as amicus curiae. 

Present: Vinson, C. J.; BLack, REED, FRANKFURTER, DouGLas, JACKSON, BurR- 
TON, CLaRK and Minton, JJ. 

Mr. Justice DouGtas delivered the opinion of the court: 


Respondents, Maryland and Delaware corporations, are distributors of gin 
and whiskey. They sell their products to wholesalers in Louisiana, who in turn 
sell to retailers. Respondents have a price-fixing scheme whereby they try to 
maintain uniform retail prices for their products. They endeavor to make retail- 
ers sign price-fixing contracts under which the buyers promise to sell at not less 
than the prices stated in respondents’ schedules. They have, indeed, succeeded 
in getting over one hundred Louisiana retailers to sign these agreements. Peti- 
tioner, a retailer in New Orleans, refused to agree to the price-fixing scheme 
and sold respondents’ products at a cut-rate price. Respondents thereupon 
brought this suit in the District Court by reason of diversity of citizenship to 
enjoin petitioner from selling the products at less than the minimum prices fixed 
by their schedules. 

It is clear from our decisions under the Sherman Act (26 Stat., 209) that 
this interstate marketing arrangement would be illegal; that it would be en- 
joined; that it would draw civil and criminal penalties, and that no court 
would enforce it. Fixing minimum prices, like other types of price fixing, 
is illegal per se (United States v. Socony-Vacuum Oil Co., 310 U. S., 150; 
Kiefer-Stewart Co. v. Seagram & Sons, 340 U. S., 211). Resale price mainte- 
nance was, indeed, struck down in Dr. Miles Medical Co. v. Park & Sons Co. 
(220 U. S. 373). The fact that a state authorizes the price fixing does not, of 
course, give immunity to the scheme, absent approval by Congress. 

Respondents, however, seek to find legality for this marketing arrangement 
in the Miller-Tydings Act, enacted in 1937 as an amendment to section 1 of the 
Sherman Act (50 Stat., 693, 15 U. S. C., sec. 1). That amendment provides 
in material part that “nothing herein contained shall render illegal, contracts or 
agreements prescribing minimum prices for the resale” of specified commodities 
when “contracts or agreements of that description are lawful as applied to intra- 
state transactions” under local law. (Italics added.) 

Louisiana has such a law (La. Gen. Stat., secs. 9809.1 et seq.). It permits 
a “contract” for the sale or resale of a commodity to provide that the buyer will 
not resell “except at the price stipulated by [the] vendor.” The Louisiana 
statute goes further. It not only allows a distributor and retail to make a “con- 
tract” fixing the resale price, but once there is a price-fixing “contract,” known 
to a seller, with any retailer in the state, it also condemns as unfair competition 
a sale at less than the price stipulated even though the seller is not a party to 

1. Resale price maintenance is allowed only as respects commodities which bear, or the 
label or container of which bear, the trade-mark, brand, or name of the producer or dis- 
tributor and which are in free and open competition with commodities of the same general 
class produced or distributed by others. Excluded are agreements between manufacturers, 


between producers, between wholesalers, between brokers, between factors, between retailers 
or between persons, firms or corporations in competition with each other. 
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the “contract.”? In other words, the Louisiana statute enforces price fixing 
not only against parties to a “contract” but also against nonsigners. So far as 
Louisiana law is concerned price fixing can be enforced against all retailers 
once any single retailer agrees with a distributor on the resale price. And the 
argument is that the Miller-Tydings Act permits the same range of price fixing. 

The argument is phrased as follows: The present action is outlawed by 
the Sherman Act—the Miller-Tydings Act apart—only if it is a contract, com- 
bination, or conspiracy in restraint of trade. But if a contract or agreement 
is the vice, then by the terms of the Miller-Tydings Act that contract or agree- 
ment is immunized, provided it is immunized by state law. The same is true if 
the vice is a conspiracy, since a conspiracy presupposes an agreement. That 
was in essence the view of the Court of Appeals, which affirmed by a divided 
vote a judgment of a District Court enjoining petitioner from price cutting 
(184 F., 2d, 11). 

The argument at first blush has appeal. But we think it offends the stat- 
utory scheme. 

We note to begin with that there are critical differences between Louisiana’s 
law and the Miller-Tydings Act. The latter exempts only “contracts or agree- 
ments prescribing minimum prices for the resale.” On the other hand, the 
Louisiana law sanctions the fixing of maximum as well as minimum prices, for 
it exempts any provision that the buyer will not resell “at the price stipulated 
by the vendor.” We start then with a federal act which does not, as respon- 
dents suggest, turn over to the states the handling of the whole problem of 
resale price maintenance on this type of commodity. What is granted is a lim- 
ited immunity—a limitation that is further emphasized by the inclusion in the 
state law and the exclusion from the federal law of the nonsigner provision. 
The omission of the nonsigner provision from the federal law is fatal to re- 
spondents’ position unless we are to perform a distinct legislative function by 
reading into the act a provision that was meticulously omitted from it. 

A refusal to read the nonsigner provision into the Miller-Tydings Act 
make sense if we are to take the words of the statute in their normal and 
customary meaning. The act sanctions only “contracts or agreements.” If a 
distributor and one or more retailers want to agree, combine, or conspire to 
fix a minimum price, they can do so if state law permits. Their contract, com- 
bination, or conspiracy—hitherto illegal—is made lawful. They can fix mini- 
mum prices pursuant to their contract or agreement with impunity. When they 
seek, however, to impose price fixing on persons who have not contracted or 
agreed to the scheme the situation is vastly different. That is not price fixing 
by contract or agreement; that is price fixing my compulsion. That is not fol- 
lowing the path of consensual agreement; that is resort to coercion. 

Much argument is made to import into the contracts which respondents 
make with retailers a provision that the parties may force nonsigners into line. 





2. The nonsigner clause in the Louisiana act reads as follows: “Wilfully and knowingly 
advertising, offering for sale or selling any commodity at less than the price stipulated in any 
contract entered into pursuant to the provision of Section 1 of this Act, whether the person 
so advertising, offering for sale or selling ts or ts not a party to such contract, is unfair 
competition and is actionable at the suit of any person damaged thereby.” 
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It is said that state law attaches that condition to every such contract and that 
therefore the Miller-Tydings Act exempts it from the Sherman Act. Such a 
condition, if implied, creates an agreement respecting not sales made under the 
contract but other sales. Yet all that are exempted by the Miller-Tydings Act 
are “contracts or agreements prescribing minimum prices for the resale” of the 
articles purchased, not “contracts or agreements” respecting the practices of 
noncontracting competitors of the contracting retailers. 


It should be noted in this connection that the Miller-Tydings Act expressly 
continues the prohibitions of the Sherman Act against “horizontal” price fixing by 
those in competition with each other at the same functional level.* Therefore, 
when a state compels retailers to follow a parallel price policy it demands private 
conduct, which the Sherman Act forbids (see Parker v. Brown, 317 U. S., 341, 
350). Elimination of price competition at the retail level may, of course, lawfully 
result if a distributor successfully negotiates individual “vertical” agreements 
with all his retailers. But when retailers are forced to abandon price competition 
they are driven into a compact in violation of the spirit of the proviso which 
forbids “horizontal” price fixing. A real sanction can be given the prohibitions 
of the proviso only if the price maintenance power granted a distributor is limited 
to voluntary engagements. Otherwise, the exception swallows the proviso and 
destroys its practical effectiveness. 

The contrary conclusion would have a vast and devastating effect on Sher- 
man Act policies. If it were adopted, once a distributor executed a contract 
with a single retailer setting the minimum resale price for a commodity in the 
state all other retailers could be forced into line. Had Congress desired to 
eliminate the consensual element from the arrangement and to permit blanket- 
ing a state with resale price fixing if only one retailer wanted it, we feel that 
different measures would have been adopted—either a nonsigner provision 
would have been included or resale price fixing would have been authorized 
without more. Certainly the words used connote a voluntary scheme. Con- 
tracts or agreements convey the idea of a co-operative arrangement, not a 
program whereby recalcitrants are dragged in by the heels and compelled to 
submit to price fixing. 

The history of the act supports this construction. The efforts to override the 
rule of Dr. Miles Medical Co. v. Park & Sons Co. supra were long and persistent. 
Many bills had been introduced on this subject before Senator Tydings intro- 
duced his. Thus in 1929, in the Seventy-first Congress, the Capper-Kelly fair 
trade bill was offered. It had no nonsigner provision. It merely permitted 
resale price maintenance as respects specified classes of commodities by declar- 
ing that no such “contract relating to the sale or resale” shall be unlawful. As 
stated in the House Report, that bill merely legalized an agreement “that the 


3. “Provided further, That the preceding proviso shall not make lawful any contract 
or agreement, providing for the establishment or maintenance of minimum resale prices on 
any commodity herein involved, between manufacturers, or between producers, or between 
wholesalers, * * * or between retailers, or between persons, firms, or corporations in compe- 
tition with each other.” 15 U. S. C., sec. 1. 

4. S. 240, 71st Cong., Ist Sess.; H. R. 11, 71st Cong., Ist Sess. See H. R. Rep. No. 
536, 71st Cong., 2d Sess. 
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vendee will not resell the commodity specified in the contract except at a stipu- 
lated price.”> That bill became the model for the California act passed in 1931 
—the first state act permitting resale price maintenance.6 The California act 
contained no nonsigner clause. Neither did the Capper-Kelly bill that was 
introduced in the Seventy-second Congress.?7 So far as material here it was 
identical with its predecessor. 

The Capper-Kelly bill did not pass. And by the time the next bill was intro- 
duced—three years later—the California act had been changed by the addition 
of the nonsigner provision. That was in 1933. Yet when in 1936 Senator 
Tydings introduced his first bill in the Seventy-fourth Congress? he followed 
substantially the Capper-Kelly bills and wrote no nonsigner provision into it. 
His bill merely legalized “contracts or agreements prescribing minimum prices 
or other conditions for the resale” of a commodity. By this date several addi- 
tional states had resale price maintenance laws with nonsigner provisions.’° 
Even though the state laws were the models for the federal bills, the nonsigner 
provision was never added. That was true of the bill introduced in the Sev- 
enty-fifth Congress as well as the subsequent one. They all followed in this 
respect the pattern of the Capper-Kelly bill as it appeared before the first 
nonsigner provision was written into state law. The “contract” concept utilized 
by Capper-Kelly before there was a nonsigner provision in state law was thus 
continued even after the nonsigner provision appeared. The inference, there- 
fore, is strong that there was continuity between the first Tydings bill and the 
preceding Capper-Kelly bills. The Tydings bills built on the same foundation ; 
they were no more concerned with nonsigner provisions than were their prede- 
cessors. In view of this history we can only conclude that if the draftsman 
intended that the nonsigning retailer was to be coerced, it was strange, indeed, 
that he omitted the one clear provision that would have accomplished that 
result. 

An argument is made from the reports and debates to the effect that “con- 
tracts or agreements” nevertheless includes the nonsigner provisions of state 
law. The Senate Report on the first Tydings bill, after stating that the Califor- 
nia law authorized a distributor “to make a contract that the purchaser will not 
resell” except at the stipulated price, said that the proposed federal law “does 
no more than to remove federal obstacles to the enforcement of contracts which 
the states themselves have declared lawful.”!! The Senate Report on the second 
Tydings bill, which was introduced in the Seventy-fifth Congress, did little more 


5. H.R. Rep. No. 536, 71st Cong., 2d Sess., p. 2. 

6. Cal. Stat., 1931, chap. 278. The California act was sometimes known as “the Junior 
Capper-Kelly.” See Grether, Price Control Under Fair Trade Legislation (1939), p. 54. 

7. S. 97, 72d Cong., Ist Sess.; H. R. 11, 72d Cong., Ist Sess. 

8. Cal. Stat., 1933, chap. 260: The California law is now found in Business & Profes- 
sions Code, part 2, chap. 3, sec. 16904. 

9. S. 3822, 74th Cong., 2d Sess., 80th Cong. Rec., 1007. 

10. See Ill. Laws 1935, p. 1436; Iowa Laws 1935, chap. 106; Md. Laws 1935, chap. 212, 
sec. 2; N. J. Laws 1935, chap. 58, sec. 2; N. Y. Laws 1935, chap. 976, sec. 2; Ore. Laws 1935, 
chap. 295, sec. 2; Pa. Laws 1935, No. 115, sec. 2; Wash. Laws 1935, chap. 177, sec. 4; Wis. 
Laws 1935, chap. 52. 

11. S. Rep. No. 2053, 74th Cong., 2d Sess., 2. 
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than reprint the earlier report.1* The House Report, heavily relied on here, 
gave a more extended analysis.14 

The House Report referred to the state fair trade acts as authorizing the 
maintenance of resale prices by contract and as providing that “third persons 
with notice are bound by the terms of such a contract regardless of whether 
they are parties to it,” and the report also stated that the objective of the act 
was to permit the public policy of the states having such acts to operate with 
respect to interstate contracts for the sale of goods.14 This report is the strong- 
est statement for respondents’ position which is found in the legislative history. 
The bill which that report indorsed, however, did not pass. The bill which be- 
came the law was attached by the Senate Committee on the District of Columbia 
as a rider to the District of Columbia revenue bill. In that form it was debated 
and passed. 

It is true that the House Report quoted above!® was referred to when the 
Senate amendment to the revenue measure was before the House!® And one 
Congressman in the debate said that the nonsigner provision of state laws was 
validated by the federal law. 

But we do not take these remarks at face value. In the first place the House 
Report, while referring to the nonsigner provision when describing a typical 
state fair trade act, is so drafted that the voluntary contract is the core of the 
argument for the bill. Hence, the general statement in the report states that 
the sole objective of the act was “to permit the public policy of States having 
‘fair trade acts’ to operate with respect to interstate contracts for resale of goods” ; 
and the fair-trade acts are referred to as legalizing “the maintenance, by contract, 
of resale prices of branded or trade-marked goods.’’!” (Italics added.) 


In the second place, the remarks relied on were not only about a bill on 
which no vote was taken; they were about a bill which sanctioned “contracts or 
agreements” prescribing not only “minimum prices” but “other conditions” as 
well. The words “other conditions” were dropped from the amendment that was 
made to the revenue bill. Why they were deleted does not appear. It is said 
that they have no relevance to the present problem, since we are dealing here 
with “minimum prices” not with “other conditions.” But that answer does not 
quite hold. The question is the amount of state law embraced in the words 
“contracts or agreements.” It might well be argued that one of the “conditions” 
attaching to a contract fixing a minimum price would be the liability of a non- 
signer. We do no more than stir the doubt, for the doubt alone is enough to 
make us skeptical of the full implications of the old report as applied to a new 
and different bill. 

We look for more definite clues, and we find the following statement made 
on the floor by Senator Tydings: ‘What does the amendment do? It permits 
a man who manufactures an article to state the minimum resale price of the 





. S. Rep. No. 257, 75th Cong., Ist Sess. 
13. H.R. Rep. No. 382, 75th Cong., Ist Sess. 
14. ry p. 2. 


16. See, e. g., the statement of Rep. Dirksen, a House conferee, in 81 Cong. Rec., 8138. 
17. H.R. Rep. No. 382, supra, note 1 
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article in a contract with the man who buys it for ultimate resale to the public 
* * *,"18 Not once did Senator Tydings refer to the nonsigner provisions of 
state law. Not once did he suggest that the amendment would affect anyone but 
the retailer who signs the contract. We search the words of the sponsors for a 
clear indication that coercive as well as voluntary schemes or arrangements 
are permissible. We find none.!® What we do find is the expression of fear in 
‘ the minority report of the Senate Committee that the nonsigner provisions of 
% the state laws would be made effective if the law passed.2® These fears 
were presented in the Senate debate by Senator King in opposition to the amend- 
ment.*! But the Senate Report emphasizes the “permissive” nature of the state 
laws, ** not once pointing to their coercive features. 











The fears and doubts of the opposition are no authoritative guide to the 
construction of legislation. It is the sponsors that we look to when the meaning 
of the statutory words is in doubt. And when we read what the sponsors wrote 
and said about the amendment we cannot find that the distributors were to have 
the right to use not only a contract to fix retail prices but a club as well. The 
words they used—‘“contracts or agreements”—suggest just the contrary. 


It should be remembered that it was the state laws that the federal law was 
designed to accommodate. Federal regulation was to give way to state regula- 
tion. When state regulation provided for resale price maintenance by both 
those who contracted and those who did not, and the federal regulation was 
relaxed only as respects “contracts or agreements,” the inference is strong that 
Congress left the non-contracting group to be governed by pre-existing law. 
In other words, since Congress was writing a law to meet the specifications of 
" state law it would seem that if the nonsigner provision as well as the “contract” 
provision of state law were to be written into federal law, the pattern of the 
legislation would have been different. 

We could conclude that Congress carved out the vast exception from the 
Sherman Act now claimed only if we were willing to assume that it took a 
devious route and yet failed to make its purpose plain. 
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Reversed. 
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Mr. Justice Jackson, whom Mr. Justice Minton joins, concurring. 
I agree with the court’s judgment and with its opinion in so far as it 

rests upon the language of the Miller-Tydings Act. But it does not appear 
vi that there is either necessity or propriety in going back of it into legislative 
history. 








18. 81 Cong. Rec., 7495. 
19. H. R. Rep. No. 1413, 75th Cong., Ist Sess., 10 (the Conference Report of the 
4 House) merely stated: “This amendment provides for an amendment to the antitrust Jaws 
: under which contracts and agreements stipulating minimum resale prices of certain com- 
modities, and which are similar to contracts and agreements which are lawful as applied to 
intrastate commerce, are not to be regarded as being illegal under the antitrust laws.” 
. SS. Rep. No. 879, 75th Cong., Ist Sess. 
21. 81 Cong. Rec., 7491. And see S. Rep. No. 879, Part 2, 75th Cong., Ist Sess. 
22. S. Rep. No. 879, supra, note 20, p. 6. 
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Resort to legislative history is only justified where the face of the act is 
inescapably ambiguous, and then I think we should not go beyond com- 
mittee reports, which presumably are well considered and carefully prepared. 
I cannot deny that I have sometimes offended against that rule. But to select 
casual statements from floor debates, not always distinguished for candor or 
accuracy, as a basis for making up our minds what law Congress intended to 
enact is to substitute ourselves for the Congress in one of its important func- 
tions. The constitution, in requiring three readings of an act in each House 
before final enactment intended, I take it, to make sure that Congress knew 
what it was passing and passed what it wanted, and that what it enacted was 
formally reduced to writing. It is the business of Congress to sum up its own 
debates in its legislation. Moreover, it is only the words of the bill that have 
presidential approval, where that approval is given. It is not to be supposed 
that in signing a bill the President indorses the whole Congressional Record. 
For us to undertake to reconstruct an enactment from legislative history is 
merely to involve the court in political controversies which are quite proper in 
the enactment of a bill, but should have no place in its interpretation. 

Moreover, there are practical reasons why we should accept whenever pos- 
sible the meaning which an enactment reveals on its face. Laws are intended 
for all of our people to live by, and the people go to law offices to learn what 
their rights under those laws are. Here is a controversy which affects every 
little merchant in many states. Aside from a few offices in the larger cities, the 
materials of legislative history are not available to the lawyer who can afford 
neither the cost of acquisition, the cost of housing, or the cost of repeatedly 
examining the whole congressional history. Moreover, if he could, he would 
not know any way of anticipating what would impress enough members of the 
court to be controlling. To accept legislative debates to modify statutory pro- 
visions is to make the law inaccessible to a large part of the country. 

By and large, I think our function was well stated by Mr. Justice Holmes: 
“We do not inquire what the legislator meant; we ask only what the statute 
means” (Holmes, Collected Legal Papers, 207; see also Soon Hing v. Crowley, 
113 U. S., 703, 710-711). And I can think of no better example of legislative 
history that is unedifying and unilluminating than that of the act before us. 


Mr. Justice Frankfurter, whom Mr. Justice Black and Mr. Justice Burton 
join, dissenting. 

In 1890, Congress passed the Sherman Law, which declared illegal “[e]very 
contract, combination in the form of trust or otherwise, or conspiracy, in 
restraint of trade or commerce among the several states, or with foreign na- 
tions” (Act of July 2, 1890, sec. 1, 26 Stat., 209, 15 U. S. C.,, Sec. 1). In 1937 
Congress passed the Miller-Tydings Amendment. This excepted from the Sher- 
man Law “contracts or agreements” prescribing minimum prices for the resale 
of trade-marked commodities where such contracts or agreements were valid 
under state statute or policy (Act of August 17, 1937, Title VIII, 50 Stat., 673, 
693, 15 U. S. C., sec. 1). It would appear that in so far as the Sherman Law 
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made maintenance of minimum resale prices illegal, the Miller-Tydings Amend- 
ment made it legal to the extent that state law legalized it. “Contracts or agree- 
ments” immunized by the Miller-Tydings Amendment surely cannot have a 
narrower scope than “contract, combination * * * or conspiracy” in the Sher- 
man Law. The Miller-Tydings Amendment is an amendment to section 1 of the 
Sherman Law. The category of contract cannot be given different content in 
the very same section of the same act, and every combination or conspiracy 
implies an agreement. 

The setting of the Miller-Tydings Amendment and its legislative history 

remove any lingering doubts. The depression following 1929 gave impetus to 
the movement for legislation which would allow the fixing of minimum resale 
prices. In 1931 California passed a statute allowing a manufacturer to establish 
resale prices binding only upon retailers who voluntarily entered into a contract 
with him. This proved completely ineffective, and in 1933 California amended 
her statute to provide that such a contract established a minimum price binding 
upon any person who had notice of the contract (Grether, Experience in Cali- 
fornia with Fair Trade Legislation Restricting Price Cutting, 24 Calif. L. Rev., 
640, 644, 1936). This amendment was the so-called “non-signer” clause which, 
in effect, allowed a manufacturer or wholesaler to fix a minimum resale price 
for his product. Every “fair trade” law thereafter passed by any state contained 
this “non-signer” clause. By the close of 1936 14 states had passed such laws. 
’ In 1937, 28 more states passed them. Today, 45 out of 48 states have “fair 
| trade” laws (see F. T. C., Report on Resale Price Maintenance, December 15, 
4 1945, XXVII). 
A substantial obstacle remained in the path of the “fair trade” movement. 
In 1911 we had decided Dr. Miles Medical Co. v. Park & Sons Co. (220 U. S., 
373). There, in a suit brought against a “non-signer,” we held that an agree- 
ment to maintain resale prices was a “contract * * * in restraint of trade” which 
was contrary to the Sherman Act. To remove this block, the Miller-Tydings 
Amendment was enacted. It is said, however, that thereby Congress meant only 
to remove the bar of the Sherman Act from agreements between the manufac- 
turer and retailer; that Congress did not mean to make valid the “non-signer” 
clause which formed an integral part of each of the forty-two state statutes in 
effect when the amendment was passed. 

The Miller-Tydings Amendment was passed as a rider to a revenue bill for 
the District of Columbia. The Senate Committee which attached the rider referred 
the Senate to S. Rep. No. 2053, 74th Cong., 2d Sess.28 The House Conference 
Report (H. R. Rep. No. 1413, 75th Cong., Ist Sess.) contains only five lines 
concerning the rider. But the rider was not a new measure. It came as no 
surprise to the House, which already had before it practically the same language 
in the Miller Bill, reported favorably by the Committee on the Judiciary (H. R. 
Rep. No. 382, 75th Cong., Ist Sess.). Both the House and Senate, therefore, 
had before them reports dealing with the substance of the Miller-Tydings 
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j 23. The Senate Report on the District of Columbia Revenue Bill, S. Rep. No. 879, 75th 
} Cong., Ist Sess., quoted S. Rep. No. 2053, 74th Cong., 2d Sess. See S. Rep. No. 257, 75th 
} Cong., Ist Sess., which also quotes the text of the earlier report. 
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Amendment. These reports speak for themselves, and I attach them as appendices 
to this opinion. Every state act referred to in these reports contained a “‘non- 
signer” provision. I cannot see how, in view of these reports, we can conclude 
that Congress meant the “non-signer” provisions to be invalid under the Sherman 
Act—unless, that is, we are to depart from the respect we have accorded authorita- 
tive legislative history in scores of cases during the last decade (see cases collected 
in Commissioner v. Estate of Church, 335 U. S., 632, 687, Appendix A). In many 
of these cases the purpose of Congress was far less clearly revealed than here.*4 
It has never been questioned in this court that committee reports, as well as 
statements by those in charge of a bill or of a report, are authoritative elucida- 
tions of the scope of a measure. 


It is suggested that we go to the words of the sponsors of the Miller- 
Tydings Amendment. We have done so. Their words confirm the plain mean- 
ing of the words of the statute and of the congressional reports. Senator Tydings 
made the following statement: “What we have attempted to do is what 42 
States have already written on their statute books. It is simply to back up 
those acts, that is all; to have a code of fair trade practices written not by a 
national board such as the N. R. A. but by each State, so that the people may go 
to the State legislature and correct immediately any abuses that may develop” 
(81 Cong. Rec., 7496). 

Representative Dirksen made a statement to the House as a member of its 
Conference Committee. He referred to the case of Old Dearborn Co. v. Seagram 
Corp’n (299 U. S., 183), in which this court had held that the “non-signer” 
provision of the Illinois fair trade” statute did not violate the Due Process 
Clause. Mr. Dirksen continued: “A question then arose as to whether or not 
the maintenance of such resale prices under a State fair trade act might not be 
in violation of the Sherman Anti-Trust Act of 1890 in so far as these transac- 
tions sprang from a contract in interstate commerce. This question was pre- 
sented to the House Judiciary Committee and there determined by the reporting 
of the Miller bill. It was essentially nothing more than an enabling act which 


24. The intricate verbal arguments used to support the court’s decision do not affect 
the clarity of the statute and its legislative history. (1) It is said that the proviso to the 
Miller-Tydings Amendment makes to inapplicable to “non-signer” clauses in state acts. But 
the proviso only made explicit that the amendment applied only to vertical agreements and 
did not make legal horizontal agreements, for example, those between retailers or between 

manufacturers. ‘See statements of Senator Tydings, 81 Cong. Rec., 7487, 7496. The wording 
of the proviso, in fact, follows closely a statement of what the Senate Committee thought 
was implicit in the state acts. See S. Rep. No. 2053, 74th Cong., 2d Sess., 2. (2) The fact 
that the 1931 California statute used wording similar to the Miller- Tydings Amendment and 
was later amended to refer to nonsigners is beside the mark. The words of the 1933 amend- 

ment to the California statute make clear that it was not, like the Miller-Tydings Amendment, 
designed to remove the bar of an antitrust act. It was enacted to give an affirmative right to 
recover from nonsigners, something the Miller-Tydings Amendment does not purport to do. 
In such a statute specific language referring to nonsigners would of course have to be used. 
(3) It is said that H. R. Rep. No. 382, 75th Cong., Ist Sess., refers to a bill containing the 
phrase “other conditions.” The words “other conditions” when used in conjunction with a 
phrase referring to minimum prices could scarcely mean anything except “conditions other 
than minimum prices.” We are here concerned with minimum prices. (4) “Permissive” was 
used in the Senate Report not to refer to retailers but to manufacturers. “[The State acts] 
merely authorize a manufacturer or producer to enter into contracts for the maintenance of 
his price, but they do not compel him to do so. In other words, they are merely permissive.’ 


S. Rep. No. 2053, 74th Cong., 2d Sess., 2. 
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placed the stamp of approval upon price maintenance transactions under state 
acts, notwithstanding the Sherman Act of 1890” (81 Cong. Rec., 8138). 

Every one of the 42 state acts which the Miller-Tydings Amendment was to 
“back up”’—the acts on which the Miller-Tydings Amendment was to place a 
“stamp of approval”—contained a “non-signer” provision. As demonstrated by 
experience in California, the state acts would have been futile without the “non- 
signer” clause. The court now holds that the Miller-Tydings Amendment does 
not cover these “non-signer” provisions. Not only is the view of the court 
contrary to the words of the statute and to the legislative history. It is also in 
conflict with the interpretation given the Miller-Tydings Act by the Federal 
Trade Commission,?° by the Department of Justice,2® and by practically all 
persons adversely affected by the “fair trade” laws.27 The “fair trade” laws 
may well be unsound as a matter of economics. Perhaps Congress should not 
pass an important measure dealing with an extraneous subject as a rider to a 
revenue bill, with the coercive influence it exerts in avoiding a veto; perhaps 
it should restrict legislation to a single relevant subject, as required by the 
constitutions of three-fourths of the state. These are matters beyond the court’s 
concern. Where both the words of a statute and its legislative history clearly 
indicate the purpose of Congress, it should be respected. We should not sub- 
stitute our own notion of what Congress should have done. 


APPENDIX 


House Report No. 382, 75tH Conc., lst Sess. 


The Committee on the Judiciary, to whom was referred the bill (H. R. 
1611) to amend the act entitled “An act to protect trade and commerce against 
unlawful restraints and monopolies,” approved July 2, 1890, after consideration, 
reports the same favorably to the House with an amendment with the recom- 
mendation that as amended the bill do pass. 

The committee amendment is as follows: Strike out all after the enacting 
clause and insert in lieu thereof the following: 

That section 1 of this act entitled “An Act to protect trade and commerce 
against unlawful restraints and monopolies,” approved July 2, 1890 (U. S. Code, 
title 15, sec. 1), be amended to read as follows: 

“Section 1. Every contract, combination in the form of trust or otherwise, or 
conspiracy in restraint of trade or commerce among the several States, or with 


foreign nations, is hereby declared to be illegal. Every person who shall make any 
such contract or engage in any such combination or conspiracy, shall be deemed 


25. See letter addressed to the President by the chairman of the Federal Trade Com- 
mission, S. Doc. No. 58, 75th Cong., Ist Sess., pp. 2-3. See also F. T. C., Report on Resale 
Price Maintenance (December 13, 1945) LXII. 

26. The Department of Justice appears to have instituted no prosecutions because of 
enforcement of “fair trade” acts against nonsigners. The Assistant Attorney-General who 
played an important part in enforcement of the antitrust laws called for repeal of the Miller- 
Tydings Amendment because it made legal the nonsigner provisions of the State “fair trade” 
acts. Statement of Mr. Thurman Arnold, T. N. E. C. Hearings, pp. 18162-18165. 

27. The contention that the “nonsigner” provisions are not within the Miller-Tydings 
Amendment appears to have been made in only two reported cases since the Amendment was 
passed in 1937. Calamia v. Goldsmith Bros., Inc., 299 N. Y., 636, 795; Pepsodent Co. vy. 
Krauss Co., 56 F. Supp., 922. In both, the argument was rejected. 
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guilty of a misdemeanor, and, on conviction thereof, shall be punished by fine not 
exceeding $5,000, or by imprisonment not exceeding one year, or by both said 
punishments, in the discretion of the court. Nothing herein contained shall render 
illegal, contracts or agreements prescribing minimum prices or other conditions for 
the resale of a commodity which bears, or the label or container of which bears, 
the trade-mark, brand, or name of the producer or distributor of such commodity 
and which is in free and open competition with commodities of the same general 
class produced or distributed by others, when such contracts or agreements are law- 
ful as applied to intrastate transactions, under any statute, law, or public policy 
now or hereafter in effect in any State, Territory, or the District of Columbia in 
which such resale is made, or to which the commodity is to be transported for such 
resale, and the making of such contracts or agreements shall not be an unfair 
method of competition under section 5, as amended and supplemented, of the Act’ 
entitled ‘An Act to create a Federal Trade Commission, to define its powers and 
duties, and for other purposes,’ approved September 26, 1914 (U. S. Code, title 15, 
sec, 45).” 
GENERAL STATEMENT 


The sole objective of this proposed legislation is to permit the public policy 
of states having “fair trade acts’’ to operate with respect to interstate contracts 
for the resale of goods within those states. The fair-trade acts referred to 
legalize the maintenance, by contract, of resale prices of branded or trade- 
marked goods which are in free competition with other goods of the same 
general class. 

To accomplish this end the reported bill amends section 1 of the Sherman 


Antitrust Act, which declares every contract in restraint of trade illegal. The 
amendment adds a sentence to the section, in the nature of a limitation, to the 
effect, in substance, that nothing therein contained shall render illegal contracts 
prescribing minimum prices or other conditions for resale of branded or trade- 
marked goods when such contracts are lawful as to intrastate transactions under 
the state law of the state in which the resale is to be made; and that the making 
of such contracts shall not be an unfair method of competition under section 5 
of the Federal Trade Commission Act. 

In view of the decision of the Supreme Court in Dr. Miles Medical Co. v. 
Park & Sons Co. (220 U. S., 373) and other cases, it is doubtful, at least, that 
such contracts are now valid in interstate commerce. 


STATE Farr TRADE Acts 


State fair trade acts typically provide, first, that .ontracts may lawfully be 
made which provide for maintenance by contract of resale prices of branded or 
trade-marked competitive goods. Second, that third parties with notice are 
bound by the terms of such a contract regardless of whether they are parties to it. 

The pertinent provisions of the Illinois act, recently held constitutional by 
the Supreme Court in the case of Old Dearborn Distributing Co. v. Seagram- 
Distillers Corp’n, decided December 7, 1936, read as follows: 

Section 1. No contract relating to the sale or resale of a commodity which 
bears, or the label or content of which bears, the trade-mark, brand, or name of 
the producer or owner of such commodity and which is in fair and open compe- 
tition with commodities of the same general class produced by others shall be 
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deemed in violation of any law of the State of Illinois by reason of any of the 
following provisions which may be contained in such contract: 

(1) That the buyer will not resell such commodity except at the price 
stipulated by the vendor. 

(2) That the producer or vendee of a commodity require upon the sale of 
such commodity to another that such purchaser agree that he will not, in turn, 
resell except at the price stipulated by such producer or vendee. 

Such provisions in any contract shall be deemed to contain or imply condi- 
tions that such commodity may be resold without reference to such agreement 
in the following cases: 

(1) In closing out the owner’s stock for the purpose of discontinuing de- 
livery of any such commodity: Provided, however, that such stock is first offered 
to the manufacturer of such stock at the original invoice price, at least ten (10) 
days before such stock shall be offered for sale to the public. 

(2) When the goods are damaged or deteriorated in quality, and notice is 
given to the public thereof. 

(3) By any officer acting under the orders of any court. 


Sec. 2. Wilfully and knowingly advertising, offiering for sale, or selling 
any commodity at less than the price stipulated in any contract entered into 
pursuant to the provisions of section 1 of this act, whether the person so ad- 
vertising, offering for sale, or selling is or is not a party to such contract, is 
unfair competition and is actionable at the suit of any person damaged thereby. 

The following states, the committee is advised, have adopted fair trade acts: 
California, Washington, Oregon, Montana, Wyoming, Arizona, New Mexico, 
Utah, North Dakota, South Dakota, Kansas, Louisiana, Arkansas, Iowa, Wis- 
consin, Illinois, Kentucky, Tennessee, Indiana, Ohio, Georgia, Virginia, West 
Virginia, Pennsylvania, Maryland, New York, New Jersey and Rhode Island. 

The committee is advised that in addition one house of each of the fol- 
lowing states have passed a fair trade bill: South Carolina, North Carolina, 
Idaho, Colorado and Oklahoma. 

The committee is further advised that bills are pending in the Legislatures 
of Nevada, Michigan, Minnesota, Texas, Mississippi, Delaware, Missouri, Con- 
necticut, Massachusetts, New Hampshire and Maine, and that only one state, 
Vermont, has definitely rejected legislation of this character. 





Economic ASPECTS 


The anticipated economic effects of the legislation here proposed were pre- 
sented both by proponents and opponents of the bill in the hearings held by the 
subcommittee of the Committee on the Judiciary in charge of the bill. On the 
one hand it is urged that predatory price cutting is a weapon of monopolistic 
large distributors to crush small businessmen. On the other hand, it is con- 
tended that price-maintenance legislation tends unduly to enhance the price of 
goods to the consumer. To this argument it is answered that the free play of 
competition between products of different manufacturers of the same general 
class will prevent such a result. 
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However, in the opinion of the committee, those arguments are more prop- 
erly addressed to the state legislatures considering the enactment of fair trade 
acts. It is the Legislature’s responsibility to fix the public policy of the state. 
This legislation merely seeks to help effectuate a public policy so fixed in a 
state. It has no application to any state which does not see fit to enact a fair 
trade act. 

In this connection the committee invites attention to the following para- 
graph of the opinion of the Supreme Court, heretofore referred to, upholding 
the constitutionality of the Illinois act, the court speaking through Mr. Justice 
Sutherland : 

“There is a great body of fact and opinion tending to show that price cutting 
by retail dealers is not only injurious to the good will and business of the producer 
and distributor of identified goods, but injurious to the general public as well. The 
evidence to that effect is voluminous; but it would serve no useful purpose to re- 
view the evidence or to enlarge further upon the subject. True, there is evidence, 
opinion, and argument to the contrary; but it does not concern us to determine 
where the weight lies. We need say no more than that the question may be regarded 

as fairly open to differences of opinion. The legislation here in question proceeds 

upon the former and not the latter view, and the legislative determination in that 

respect, in the circumstances here disclosed, is conclusive so far as this court is 
concerned. Where the question of what the facts establish is a fairly debatable one 

we accept and carry into effect the opinion of the Legislature (Radice v. New York, 

264 U. S., 292, 294; Zahn v. Board of Public Works, 274 U. S., 325, 328, and cases 

cited.)” 

EFFECTUATION OF STATE Pustic Poricy 

Your committee respectfully submit that sound public policy on the part 
of the Federal Government lies in the direction of lending assistance to the 
states to effectuate their own public policy with regard to their internal affairs. 
It is submitted that this is especially true where such assistance, as in this 
instance, consists of removing a handicap resulting from the surrender of the 
power over interstate commerce by the states to the Federal Government. 


SENATE Report No. 2053, 74TH ConGrEss, 2ND SESSION 


The Committee on the Judiciary, having had under consideration the bill 
(S. 3822) to amend the act entitled “An act to protect trade and commerce 
against unlawful restraints and monopolies,” approved July 2, 1890, report the 
same back with the recommendation that the bill do pass. 

In 1933 a law was enacted by the State of California authorizing a man- 
ufacturer or producer of a commodity which bears his trade-mark, brand, or 
name, and which is sold in free and open competition with commodities of the 
same general class produced by others, to make a contract that the purchaser 
will not resell such commodity except at the price stipulated by the manufac- 
turer or producer. 

The purpose of the California act, as expressed in its title, was to protect 
trade-mark owners, distributors and the general public against injurious and 
uneconomic practices in the distribution of articles of standard quality under a 
trade-mark, brand, or name, and the particular practice against which it was 
directed was the so-called “loss-leader selling.” 
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Since the passage of the California act similar legislation has been enacted 
in 12 other states, namely, New York, Illinois, Pennsylvania, New Jersey, 
Oregon, Washington, Wisconsin, Iowa, Maryland, Ohio, Virginia and Rhode 
Island (the last three since the introduction of the proposed bill.) 

In still other states contracts stipulating minimum resale prices are valid 
at common law. 

In the states where such contracts are lawful it has been found that loss- 
leader selling of identified merchandise sold under competitive conditions oper- 
ates as a fraud on the consumer, destroys the producer’s good will in his trade- 
mark, and is used by the large merchant to eliminate his small independent 
competitor. 

In recommending the passage of S. 3822 the committee, while fully recog- 
nizing the evils of loss-leader selling, is not required to determine the effective- 
ness of the device adopted by the states to eliminate the same. 

It is sufficient that this type of selling unquestionably has had a disastrous 
effect upon the small independent retailer, thereby tending to create monopoly, 
and that a large number of states have found that its evil effects can be miti- 
gated, if not eliminated, by legalizing contracts stipulating minimum resale 
prices. 

The Congress is not called upon to pass upon the effectiveness of the 
remedy, but it should not put obstacles in the way of efforts of the individual 
states to make the remedy effective. 

Though there is no specific adjudication on the subject, it is believed that 
contracts stipulating minimum resale prices, even when they are made or are to 
be performed in a state where such contracts are lawful, may violate the Sherman 
Act whenever the goods sold under the contract move in interstate commerce. 

Consequently, many manufacturers not domiciled in the state of the vendee 
are unwilling to run the risk of violating the federal law, and the effectiveness 
of the state fair trade laws is thereby seriously impaired. 

S. 3822 removes the doubt as to the applicability of the Sherman Act by 
expressly legalizing such contracts where legal under the laws of the state where 
made or where they are to be performed. 

Moreover, the proposed bill declares such contracts shall not be an unfair 
method of competition under the Federal Trade Commission Law. 

The language of the bill, in describing the class of commodities to which 
it is applicable, follows closely the language of the state acts, and the scope of 
the bill is therefore carefully limited to commodities “in free and open compe- 
tition with commodities of the same general class produced by others.” 

The state acts are in no sense general price-fixing acts. They merely 
authorize a manufacturer or producer to enter into contracts for the mainte- 
nance of his price, but they do not compel him to do so. In other words, they 
are merely permissive. 

They do not authorize horizontal contracts, that is to say, contracts or 
agreements between manufacturers, between producers, or between wholesalers, 
or between retailers as to the sale or resale price of any commodity. 
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They apply only to commodities which are in free and open competition 
with commodities of the same general class produced by others, and they there- 
fore do not in any sense restrain trade or competition. In fact, they legalize a 
device which is intended to increase competition and prevent monopoly. 

But most important, from the standpoint of the Congress, the proposed 
bill merely permits the individual states to function, without federal restraint, 
within their proper sphere, and does not commit the Congress to a national 
policy on the subject matter of the state laws. 

In other words, the bill does no more to remove federal obstacles to the 
enforcement of contracts which the states themselves have declared lawful. 


CECIL de CORDOVA ET AL. v. VICK CHEMICAL COMPANY 
No. 47/1948—Privy Council—March 15, 1951 


JaMAIcA TRADE-MAarkK LAwW—INFRINGEMENT—BaSIs OF RELIEF 
If a word forming part of a registered mark has come to be used to identify the 
goods of the owner of the mark, it is infringement of mark itself to use that word as 
mark or part of mark of another. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Side by side comparison of marks is not the test of likelihood of confusion. 
TRADE-M ARKS—DISTINCTIVENESS—GENERAL 
Distinctiveness is a question of fact and there is no absolute incompatibility between 
what is descriptive and what is distinctive. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Irrespective of usage in United Kingdom, usage within territorial jurisdiction of 
its law-making authority governs in determining questions of registrability or nature 
and extent of trade-mark rights in Jamaica. 
JaMAIcA TRADE-MAarK LAw—REGISTRABILITY—GENERAL 
“VapoRub” held not an “invented word” within meaning of Jamaica trade-mark law. 
“VapoRub” held “adapted to distinguish” and discretion exercised by Court of 
Appeal in refusing to expunge, because of omission of formalities, held proper. 
TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
On facts of record “VapoRub” held not merely descriptive but to have come to be 
used in Jamaica as distinctive name of plaintiff’s product. 
On facts of record “Vicks” alone and “VapoRub” alone held synonymous with 
“Vicks VapoRub” and in common use by trade and public in Jamaica as identifying 
plaintiff’s product. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Karsote Vapour Rub” held an infringment of plaintiff’s registered trade-marks 
“VapoRub” and composite mark consisting of “Vicks VapoRub Salve,” triangle device 
and “Vicks Chemical Company,” used on similar goods in Jamaica. 
Use of “Karsote” prefaced to “Vapour Rub” held insufficient to avoid confusion. 


Appeal from the Court of Appeal for Jamaica. 
Trade-mark infringement suit by Vick Chemical Company against Cecil 
de Cordova and others. Defendants appeal from judgment for plaintiff granting 
injunction and dismissing defendant’s motion to expunge plaintiff’s registration. 
Appeal dismissed with costs. 
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CECIL de CORDOVA vy. VICK CHEMICAL 


Before the Judicial Committee of the Privy Council. 
Present: Lord Simonds, Lord Morton of Henryton, Lord MacDermott, 
Lord Radcliffe and Sir John Beaumont. 


Lorp RADCLIFFE: 


In this consolidated appeal the appellants seek to obtain reversal of an 
Order of the Court of Appeal in Jamaica dated the 12th January, 1948 and the 
restoration of an Order which was made at the trial of the action by Savary, J. 
on the 14th February, 1947. The substance of the dispute between the parties 
concerns two Trade-Marks registered in the name of the respondents and bear- 
ing the numbers 1852 and 3707, respectively, in class 3 of the Jamaican Register 
of Trade-Marks. 


Their Lordships have come to the conclusion that the appeal must fail on 
all points. The effect of the decision of the Court of Appeal was to hold the 
appellants liable for infringing the respondents’ Trade-Marks 1852 and 3707 
by the sale in Jamaica of certain jars of ointment styled “Karsote Vapour 
Rub” and for passing off these goods as the goods of the respondents. This 
involved the maintenance on the Register of the latter of the two marks and 
the consequent dismissal of the appellants’ motion to expunge it. In view of 
the conclusion that their Lordships have come to it is not necessary to enter 
upon any detailed recital of the facts or a review of the evidence. This is fully 
dealt with in the careful judgments of the trial judge and of the Court of Appeal 
in Jamaica and no material conflict has appeared between the respective findings 
of fact in the two Courts. Indeed the facts are not in dispute: the difference that 
has arisen is as to the legal consequences that should be attributed to those facts. 
Their Lordships will confine themselves to indicating what are the grounds upon 
which they have decided this appeal. 


The primary issue is, what is the status of the word “VapoRub”? This 
word forms a part of Trade-Mark 1852 and is the whole of Trade-Mark 3707. 
There is no doubt how it originated. Before 1911 there was no such word, 
although the kind of ointment which it has been used to denote has been known 
for centuries. The British Pharmaceutical Codex of 1934 gives a description of 
such ointments in the following words: “Vapour rubs are preparations of 
menthol with other volatile substances in a basis of soft paraffin, and are applied 
to the chest for their local action and on account of their value when inhaled” ; 
and this may be taken as a sufficient description of the substance, although 
something must be said later as to the circumstances in which it came about 
that the British Pharmaceutical Codex was, by 1934, referring to “Vapour rubs” 
as a generic title. In 1911, a Mr. Richardson, an American druggist, coined the 
word “Vaporub” to form the trade appellation of one of these medicated oint- 
ments which he had then been manufacturing for some years. Thus the oint- 
ment was not a new substance, but the name that he gave to it was a new name. 
In 1915 the word “Vaporub” was registered as a trade-mark in the United States 
of America, and it has since been registered (denoted by the symbols “Vapo- 
Rub” or “Vaporub”) in fifty different countries, of which twenty are English 
speaking countries and include England, Canada and New Zealand. 
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The respondents registered Trade-Mark 1852 in Jamaica in the year 1924. 
It consists of the words “Vicks VapoRub Salve,” a device consisting of a tri- 
angle with the words “Vicks Chemical Company” printed on the sides, and other 
subsidiary words below the triangle. In the year 1941 the respondents regis- 
tered in Jamaica Trade-Mark 3707, which consists of the single word “Vapo- 
Rub.” 

The Court of Appeal have held the appellants liable for infringing both 
these trade-marks. It is not disputed that, if Trade-Mark 3707 is validly on the 
Register and is not now to be expunged, the appellants’ actions have infringed 
it; for what they have been doing since the year 1942 is to import from Eng- 
land and market in Jamaica a medicated ointment of the “Vapour rub” type 
which bears on the jar, as a trade name, the words “Karsote Vapour Rub.” But 
the appellants’ case is that Trade-Mark 3707 was not capable of being registered 
in 1941 and ought to be expunged from the Register now, and that, unless they 
can be found guilty of infringing Trade-Mark 1852, which they say that they 
have never infringed, there is no case against them under the Jamaican Trade- 
Marks Law (Chapter 272). It will be convenient to deal first with the questions 
relating to Trade-Mark 1852. 

Their Lordships consider that the Court of Appeal were right in holding 
that the appellants had infringed Trade-Mark 1852. They have not used the 
mark itself on the goods that they have sold. But a mark is infringed by another 
trader if, even without using the whole of it upon or in connection with his 
goods, he uses one or more of its essential features. The identification of an 
essential feature depends partly on the Court’s own judgment and partly on the 
burden of the evidence that is placed before it. A trade-mark is undoubtedly a 
visual device; but it is well-established law that the ascertainment of an essential 
feature is not to be by ocular test alone. Since words can form part, or indeed 
the whole, of a mark, it is impossible to exclude consideration of the sound or 
significance of those words. Thus it has long been accepted that, if a word 
forming part of a mark has come in trade to be used to identify the goods of 
the owner of the mark, it is an infringement of the mark itself to use that word 
as the mark or part of the mark of another trader. For confusion is likely to 
result. It is sufficient to refer to the words of Lord Cranworth, L. C. in Seirxo v. 
Provezende, L. R., 1 Ch. App. 192 at 197: 

“If the goods of a manufacturer have, from the mark or device he has used, 
become known in the market by a particular name, I think that the adoption by a 
rival trader of any mark which will cause his goods to bear the same name in the 
market, may be as much a violation of the rights of that rival as the actual copy 
of his device.” 


Decisions to the same effect are to be found in Ford v. Foster, 7 Ch. App. 
611, Orr Ewing & Co. v. Johnston & Co., 13 Ch. D. 434, Saville Perfumery Ltd. 
v. June Perfect, Ltd., 58 R. P. C. 147. The likelihood of confusion or deception 
in such cases is not disproved by placing the two marks side by side and dem- 
onstrating how small is the chance of error in any customer who places his order 
for goods with both the marks clearly before him. For orders are not placed, 
or are often not placed, under such conditions. It is more useful to observe 
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that is most persons the eye is not an accurate recorder of visual detail, and 
that marks are remembered rather by general impressions or by some signifi- 
cant detail than by any photographic recollection of the whole. 

Tried by these tests the importance of “VapoRub” in Trade-Mark 1852 
becomes plain. Quite apart from what is shown by the oral evidence, it is 
itself a fancy word, coined originally to serve as the trade appellation of the 
respondents’ product. There was an inherent likelihood that in course of time 
it would come to be used in the market as a distinctive name or one of the 
distinctive names of that product. And that is what the evidence shows to have 
happened in Jamaica. Both Courts in Jamaica have agreed in their findings 
that “Vicks VapoRub” and “VapoRub” are there synonymous terms. Mr. 
Justice Savary says in one passage of his judgment: 

“The evidence, which was not contradicted or seriously challenged, established 
that for a period of 10 years or more the trade and the public used the expression 
‘Vicks VapoRub’ as indicating the salve or ointment made by the plaintiffs, and that 
the words ‘Vicks’ alone and ‘VapoRub’ alone are used respectively as synonmous 
with “Vicks VapoRub.’ I must confess that but for the unchallenged evidence I 
would have had difficulty in concluding that the word ‘VapoRub’ as meaning ‘Vicks 
VapoRub’ was in common use by the public.” 


In the light of these considerations their Lordships think that “VapoRub” 
must be treated as an essential feature, or, to use an alternative phrase, a mate- 
rial or substantial element, of Trade-Mark 1852, and that the appellants have 
infringed the mark by selling their ointment under the designation “Karsote 
Vapour Rub” ; for the word “Karsote” prefaced to “Vapour Rub” is quite insuf- 
ficient in itself to dissolve the confusion that is bound to arise from associating 
the appellants’ goods with a word so distinctive as ‘““Vapour Rub.” 


What the appellants have sought to establish is that the word “VapoRub” 
in the respondents’ mark is merely descriptive. To say that it is descriptive would 
not be enough, for, as Fletcher Moulton, L. J. pointed out in Re Joseph Crosfield 
& Sons Ltd., 1910, 1 Ch. 130 at 145, there is no absolute incompatibility between 
what is descriptive and what is distinctive. A descriptive word, such as “sheen,” 
can be recognized in law as distinctive if the evidence clearly shows that it is 
distinctive in fact. See e.g., Re J. & P. Coats Application, 53 R. P. C. 355. But 
if a word or words are merely descriptive, in the sense that “cellular cloth” 
or “malted milk” or “shredded wheat” were said to be merely descriptive in the 
well-known cases in which their significance was the subject of judicial deci- 
sion, then it would follow that the use of such words by one trader in his mark 
could not amount to an infringement of the mark of another trader, even if 
the words formed a part of that mark. For no Court could conclude that they 
amounted to one of its essential features and thus sanction just that encroach- 
ment on the common of the English language which the law has always refused 
to permit. 

In this case it would be an abuse of language to place a fancy word such 
as “VapoRub” in the same descriptive class as such phrases as “malted milk” 
or “shredded wheat.” This much can be said, that the word has a descriptive 
element; for it is a compound of two ordinary English words which were 
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chosen for the purpose of suggesting to the reader leading characteristics of 
the substance sold. But the word itself is no description of a substance except 
to those persons to whom the term “a vapour rub” would be an intelligible use 
of words. And the evidence shows that those persons were not to be found 
in Jamaica at the relevant date. The affidavits filed on behalf of the appellants 
in support of their Motion to rectify the Register disclose quite clearly that 
they did in fact suppose “vapour rub” to be a merely descriptive term in the 
market, and that they based this supposition on their experience of the market 
conditions of the United Kingdom for some years back. It would be out of 
place in these proceedings to express any concluded view as to what the situa- 
tion in the United Kingdom may have come to be. Such evidence as is avail- 
able seems to show that since the year 1929 the word “Vapour Rub” has come 
to be used in that field as a common term for any ointment having properties 
of the same kind as those of the appellants’ and the respondents’ ointments. 
But the reason why the respondents have taken no steps to try to prevent this 
happening is peculiar to the United Kingdom and what they have done and 
what they have not done have to be seen in the light of the provisions of the 
Medicines Stamp Duty Act of this country. If the evidence showed that the 
United Kingdom usage had spread to Jamaica, certainly that would tend to 
establish that the term “vaporub” had become merely descriptive in the 
Island and therefore could not be treated as an essential feature of the respond- 
ents’ mark. The evidence, however, is to the contrary. The most that can be 
said is that such publications as the British Pharmaceutical Codex of 1934 and 
the 1929 Edition of Pharmaceutical Formulae treat “vapour rub” as a generic 
term and that one or more copies of these publications were to be found in 
Jamaica at the date of the action. Merely to find these books in Jamaica is not 
enough if, as is evidently the case, this particular part of their contents has not 
passed into the speech of doctors, or of druggists, or of dealers, or of the gen- 
eral public. For the Jamaican Register is a source of title in its own right: 
and, in considering any question that bears on registration in Jamaica or on 
the nature or extent of the monopoly in Jamaica that is granted by s. 39 of its 
Trade-Marks Law, it is usage within the territorial jurisdiction of its law-making 
authority that must be taken into account. What is not merely descriptive by 
Jamaican usage is not altered in character by what may well be the different 
usage of the United Kingdom. To say this is only to say what has been said 
more than once in Trade-Mark cases in this country: see, for instance, Re Red- 
daway & Co.’s application, 42 R. P. C. 229, 397, 44 R. P. C. 27, Impex Elec- 
trical Ltd. v. Weinbaum, 44 R. P. C. 405. 

In these circumstances the appellants cannot find any protection in the 
provisions of s. 44 of the Trade-Marks Law. That section declares that no 
registration under the-Law shall interfere with any bona fide use by a person 
of his own name or place of business or that of any of his predecessors in 
business, or the use by any person of any bona fide description of the character 
or quality of his goods. There is nothing in the section to suggest that it is 
directed specifically, if it is directed at all, towards protecting use by a person 
of a name or place of business or description by way of a trade mark. How- 
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ever that may be, it seems plain on the facts of this case that “Vapour Rub” 
cannot be regarded in Jamaica as a “bona fide description” of the char- 
acter or quality of the appellants’ goods. Perhaps the matter can be put most 
simply in this way: when the words “Vapour Rub” appear on the jars of oint- 
ment sold by the appellants they do not present themselves in Jamaica as a 
description of the character or quality of the substance which is sold but as 
the name of a substance which everyone regards as a product of the respond- 
ents’ manufacture. If the makers of the goods which the appellants are selling 
desire to inform their customers that the properties of their ointment are such 
that, if it is rubbed on the chest or throat, it will give off a healing vapour 
which can be inhaled through the mouth or nose, there is nothing to prevent 
them from doing so. But that would be something different from what they 
have done hitherto. 

It is necessary now to turn to Trade-Mark 3707. When the respondents 
secured the registration of this mark in 1941 they stated in their application that 
they did not claim registration under the special provisions of clause (5) of s. 8 
of the Trade-Marks Law. Consequently no order of the Court permitting such 
registration was ever obtained. In the absence of such an order the word 
“VapoRub” could only be eligible for registration under clause (3) as “an 
invented word or invented words,” or under clause (4) as “a word or words 
having no direct reference to the character or quality of the goods.” Was it 
qualified for registration under either of these heads? Both the Courts in Jamaica 
have held that it was not eligible under clause (4). Counsel for the respondents 
did not challenge this interpretation before their Lordships’ Board and their 
Lordships accept it as correct. Both Courts in Jamaica also held that ‘““VapoRub” 
was not an invented word within the meaning of clause (3), and this point was 
argued before their Lordships. It is, in their opinion, a difficult one. If “Vapo- 
Rub” is not within the range of “invented words” it is at any rate only just out- 
side. In both Courts the point was regarded as virtually determined by what 
appears in the speeches of Lord Herschell and Lord Shand in the Solio case, 1898, 
A. C. 571. No doubt all that was said in that case as to the meaning of “invented 
word” in the Trade-Marks Acts is to be treated as authoritative guidance: but 
it is well to remember that the general construction of that phrase was not what 
was directly in issue in the Solio decision. What the House of Lords actually 
decided was that clauses (d) and (e) of subsection (1) of s. 64 of the Patents, 
Designs, and Trade-Marks Act, 1883, as amended, were independent of each 
other and an “invented word” was not the less invented because it contained a 
reference to the character or quality of the goods it was to be applied to. To 
extract from that decision any final and general interpretation of the phrase 
‘invented word” would require a synthesis of the views of the five members of 
the House who took part in the disposal of the appeal, and they did not all 
express themselves in exactly the same way. Perhaps the best standing inter- 
pretation is contained in the words of Mr. Justice Parker in Philippart v. William 
Whiteley Ltd., 1908, 2 Ch. 274 at 279: 


“To be an invented word within the meaning of the Act a word must not only be 
newly coined, in the sense of not being already current in the English language, but 
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must be such as not to convey any meaning, or, at any rate, any obvious meaning, 
to ordinary Englishmen. It must be a word having no meaning or no obvious 
meaning until one has been assigned to it.” 


If this test is applied to the Jamaican conditions of 1941 it is true to say 
that the history of “VapoRub” showed it to be a word newly coined about the 
year 1911. But it was coined by putting together two ordinary words of the 
English language: and it is only common sense to infer that the word pro- 
duced by this combination was intended, not to conceal, but actually to suggest 
the nature of the substance that it was to be applied to. Can that word be said 
to have had any obvious meaning? Taking into account the fact that it was 
coined as an appellation for an ointment of a particular kind and that the 
properties of such an ointment were already widely known, their Lordships 
think that Savary, J. and the Court of Appeal were right in refusing to treat it 
as an invented word and in regarding it as covered by Lord Herschell’s propo- 
sition in the Solio case supra at p. 581: “I do not think the combination of two 
English words is an invented word, even although the combination may not 
have been in use before.” 

Where the Courts below have differed is that, whereas the trial Judge held 
that, if “VapoRub” was not within Clauses (3) and (4) of s. 8 of the Trades- 
Marks Law, he had no power to expunge it from the Register, since a pre- 
liminary Order under Clause (5) had never been asked for or obtained, 
the Court of Appeal held that they had a discretion under s. 35 of the Law to 
decline to expunge the mark from the Register, even if it could only have got 
there in the first place under the sanction of an Order that was never made, 
provided that they satisfied themselves that registration would have been 
effected in 1941 under the provisions of Clause (5), given the making of the 
necessary preliminary Order. Accordingly, they reversed the Order of Savary, 
J. which had expunged Trade-Mark 3707 from the Register and dismissed the 
appellants’ motion to rectify. 

Their Lordships agree with the Court of Appeal in holding that the learned 
trial Judge was in error in thinking that it was not open to him to overlook the 
defect in the respondents’ registered title. Consequently, the discretion which, if 
exercised on proper principles, would not have been open to review had never 
been exercised at all, and the Court of Appeal were entitled to enter upon the 
matter and make their own order. There are not a few instances to be found 
in cases in this country in which the Court has declined to direct the removal 
of a mark from the Register even though some statutory requirement necessary 
to the validity of its entry has not been complied with. In the case of W. N. 
Sharpe, Ltd. v. Solomon Brothers, Ltd., 31 R. P. C. 441, to which reference is 
made in the judgment of the Court of Appeal, Mr. Justice Warrington actu- 
ally dealt with a case which raised the same point as that now under considera- 
tion and exercised his discretion by making no order for the removal of the 
mark. The decision itself is not one of any great authority, since his order was 
reversed on appeal on the ground that the mark in question was not in any 
event distinctive. Also, it is fair to add that all cases of this kind depend on 
their individual facts and the exercise of individual discretion appropriate to 
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them. It is obvious that there is a considerable range of difference between the 
sorts of defect that may exist, just as the circumstances attending one failure 
may be very different from the circumstances attending another. Their Lord- 
ships do not think that it can be overlooked that the course which has been 
taken by the Court of Appeal amounts to what is in effect a substantial depar- 
ture from the statutory scheme which was to govern the registration of Trade- 
Marks under s. 8 (5). It amounts to deciding in 1948, on evidence adduced in 
1946, inter partes, and without the assistance of the Registrar’s judgment a 
question which, if the law had been carried out, would have been decided in 
1941, in the face of objections, if any, advanced by any interested party and 
with the assistance of a decision by the Registrar, the official entrusted by the 
statute with the general responsibility for the maintenance of the Register. 
Their Lordships do not express any opinion as to the course that they would 
have taken had they regarded the discretion under s. 35 as exercisable by them 
on this appeal. In their view it would be contrary to principle to interfere with 
the discretion which the Court of Appeal has exercised unless it should appear 
that some misconception of law has vitiated the decision that was come to. And 
that does not appear. On the contrary, there is nothing to suggest that the 
considerations alluded to were not present to the minds of the members of that 
Court or that, having them in mind, they were not at liberty to conclude that 
the case was sufficiently clear to make it a reasonable certainty that registration 
under s. 8 (5) would have been obtained in 1941. For that is what is involved 
in the decision to leave Trade-Mark 3707 on the Register now. The Court 
expressed its conclusion that the word “VapoRub” was in itself adapted to 
distinguish the respondents’ goods, apart from the circumstance that, by 1941, 
user had rendered it in fact distinctive; and from what has been said above, it 
will be clear that Their Lordships find no fault with the conclusion that 
“VapoRub” was “adapted to distinguish” for the purposes of the Act, and that 
the formalities that were omitted in 1941 were formalities and no more. 

There remain two points to be mentioned. Firstly, a defense under s. 44 
is no more available in respect of an infringement of Trade-Mark 3707 than 
of an infringement of Trade-Mark 1852. The reasons are the same. Secondly, 
the Order made by the Court of Appeal evidently involved the view that the 


- appellants had been guilty of passing off as well as of infringement, although 


the point is not dealt with separately in their Judgment. Their Lordships con- 
sider that there has been passing-off. For all the accepted differences between 
the two causes of action, the significance of the word “Vaporub” in the Jamaican 
market is a dominating element in the consideration of either: and it appears 
to Their Lordships that its significance was such that the appellants did not 
effectively distinguish their goods from those of the respondents by the use 
of the word “Karsote” or by the manner of the “get-up” of their jars. Nor is 
it of sufficient assistance to them that the respondents sold their jars in indi- 
vidual containers, while the appellants’ jars were intended for delivery without 
outer covering. 

Their Lordships will humbly advise His Majesty that the appeal should 
be dismissed. The appellants must pay the respondents’ costs of the appeal. 
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SCHWARTZ ET AL. v. TELEVISION CENTER, INC. ET AL. 
No. 10813—C. A. D. C.—May 17, 1951 


UnFair CoMPETITION—BASIS OF RELIEF—GENERAL 

Two elements must be present to constitute unfair competition in respect to a trade 

name, viz., the name must have acquired a secondary meaning identifying plaintiff; and 
defendant must have unfairly used the name or a simulation of it. 


TrapvE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
Some words or phrases, though descriptive, are capable of appropriation as trade 
name by first user. 
On facts of record, plaintiff held to have failed to sustain burden of proving acqui- 
sition of secondary meaning in “Television Center.” 


TraveE NaMes—Worps INCAPABLE OF ExcLuUSIVE APPROPRIATION—DESCRIPTIVENESS 
On facts of record, “Electrical Center is Television Center,” held a purely descriptive 
term connoting that the store, Electrical Center, is the center for television needs, and 
as such is incapable of exclusive appropriation as a trade name. 

Appeal from District of Columbia. 

Unfair competition suit by Albert A. Schwartz, trading as Electrical Center 
and Television Center, against Television Center, Inc., Bernard B. Weiner, 
David H. Pincus, and Benjamin Wagner. Plaintiff appeals from dismissal of 
complaint and award of nominal damages to defendants. Affirmed. 

Harry Friedman, of Washington, D. C., for plaintiff-appellant. 
Albert Brick, of Washington, D. C., for appellees. 

Before CLARK, PRETTYMAN and WASHINGTON, Circuit Judges: 
CuarK, C. J.: 

This is an appeal from the United States District Court for the District of 
Columbia; that court dissolved the preliminary restraining order which had 
been granted to the appellant, dismissed appellant’s complaint, and awarded the 
appellee the sum of $200 as nominal damages. 

The appellant, Schwartz, filed his complaint charging the appellees herein 
with having engaged in unfair competition by the appropriation of appellant’s 
trade name. Damages and an injunction were requested “to prevent unfair com- 
petition and unfair use of trade name.”” A temporary injunction restraining the 
appellees from the the use of the name “Television Center” was issued. Appellees 
answered and counterclaimed for damages for having been prevented from 
opening their place of business as a result of the temporary injunction, and for 
appropriation of the trade name “Television Center” by the appellant. 

A preliminary restraining order was then issued, and the case was heard on 
the merits by Judge Goldsborough who dissolved the injunction, dismissed the 
complaint, and awarded the appellees nominal damages. From that judgment 
this appeal was taken. 

The appellant’s complaint seeks an injunction to prevent unfair competition 
by the appropriation of the trade name “Television Center.” This Court has 
held, McGraw-Hill Pub. Co. v. American Aviation Associates, 73 App. D. C. 
131, 117 F. 2d 293 [30 T. M. R. 113] (1940). 


“To constitute unfair competition in respect to a trade name, two elements must be 
present. The name must have acquired a secondary meaning or significance that 
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identifies the plaintiff; the defendant must have unfairly used the name or a simula- 

tion of it against the plaintiff.” 

We quite agree with the lower court that the appellant “did not use 
said words (Television Center) in such a manner as to acquire a secondary 
meaning, but used same only in a subordinate manner, and such use was not 
consistent, continuous nor exclusive over a sufficient period of time to create a 
secondary meaning to the general public.” The main reliance upon which 
appellant bases his claim is the use of the term “Electrical Center is Television 
Center.” To this Court that term connotates that the store, Electrical Center, 
is the center for television needs. To pretend that it is other than a purely 
descriptive term is beyond the realm of reality. 

The general rule is that descriptive words are not capable of exclusive 
appropriation as trade names. 52 Am. Jur. 546, Trade-Marks, Trade Names, 
etc., §63. As the appellant contends, the rule of law applicable to trade names 
has recognized that some words or phrases although descriptive are capable 
of appropriation by the first user. This exception has never been applied, how- 
ever, when the forms of the advertisements varied so as not to present a lasting 
impression in the minds of the public; the use of the trade name was not exclusive 
by the first user but on the contrary was openly employed by others; and had 
only been used for about a year and a half intermittently by the first user, the 
appellant. The appellant simply has not shown the degree of correlation between 
the alleged trade name and his business that has formed the basis for relief in 
other cases. McGraw-Hill Pub. Co. v. American Aviation Associates, supra. 


As H. D. Nims says in his volume on unfair competition, “Secondary 
meaning is association, nothing more. It exists only in the minds of those of the 
public who have seen or known or have heard of a brand of goods by some 


name or sign and have associated the two in their minds.” Nims, Unfair Com- 
petition, § 37 (3 ed. 1936). Consequently, we feel that appellant has failed to 
sustain the burden of proof that a secondary meaning had attached to the trade 


name so as to identify him. 
Affirmed. 


KATZ DRUG COMPANY v. KATZ 
No. 14205—C. A. 8—May 8, 1951 


Unrarir ComMPETITION—EvipENCE—GENERAL 
Defendant’s course of conduct held to refute inference that he had intended to 
engage in unfair competition with plaintiff. 
Unrarr CoMPETITION—BASIS OF RELIEF—FORESTALLING 
Infringement of trade name and unfair competition may be enjoined where it is 
resorted to in order to forestall or unfairly profit from naturally expected expansion of 
established business into new market areas where its reputation has preceded it. 
TrapvE NAMES—LIKELIHOOD OF CoNFUSION—GENERAL 
Defendant’s neighborhood drug store held so dissimilar to plaintiff’s retail super 
drug stores that confusion has been negligible. 


TraADE-MARKS AND TRADE NAMES—ACQUISITION OF RIGHTS—GENERAL 
There is no such thing as property in a trade-mark except as right appurtenant to 
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established business or trade in connection with which the mark is used. 

Plaintiff’s contention that because its trade name has had secondary meaning in 
Kansas City, it should be held to have the same meaning throughout the State of 
Missouri, held without merit. 


Trave NaMEs—Score oF Prorection—GENERAL 

Injunction to protect exclusive enjoinment of trade name must be limited in regard 
to territory. 

On facts of record, plaintiff held not entitled to injunction against use of family 
name in St. Louis by one having the same family name who applied it to neighborhood 
drug store in St. Louis before plaintiff established a store or acquired secondary mean- 
ing in St. Louis. 

On facts of record, plaintiff having priority in the State but being a second comer 
in local market, held not entitled to require defendant to use full name instead of 
surname. 


UNFAIR CoMPETITION—EvIDENCE—GENERAL 
On facts of record, past transactions and prior suit between the parties held irrele- 
vant to question of plaintiff’s right to injunction here. 


Courts—EFFEcT OF JUDGMENT—GENERAL 
Dismissal of complaint here settled no more than that, on the facts as they appeared 
at the trial, plaintiff was not entitled to injunction. 


TRADE NAMES—SECONDARY MEANING—TERRITORIAL RIGHTS 
Judgment of trial court held to recognize fully that plaintiff’s trade name has now 
acquired secondary meaning in St. Louis identifying super drug stores operated there 
by plaintiff except in the local neighborhood of the store operated by defendant. 


Appeal from Eastern District of Missouri. 


Unfair competition suit by Katz Drug Company against Meyer Katz. 
Plaintiff appeals from dismissal of complaint. Affirmed. 


Paul R. Stinson, of Kansas City, Mo. (Thomas S. McPheeters, Sr., Thomas S. 
McPheeters, Jr., Bryan, Cave, McPheeters & McRoberts, and Lawrence R. 
Brown, of St. Louis, Mo., and Stinson, Mag, Thomson, McEvers & Fizzell, 
of Kansas City, Mo., on the brief) for appellant. 


Roy A. Lieder (Joseph J. Gravely on the brief) of St. Louis, Mo., for appellee. 
Before SANBORN, WooprouGH and JOHNSEN, Circuit Judges. 
Wooprouc3H, C. J.: 


Katz Drug Company, a Delaware Corporation owning and operating a chain 
of departmentalized retail stores referred to as super drug stores under the 
name “Katz” and “Katz Drugs” and “Katz Drug Stores” used by it spelled out 
in words and symbolized in pictures of cats continuously since 1914, brought 
this unfair competition action in 1946 against Meyer Katz of St. Louis, Missouri, 
to enjoin him from operating his neighborhood drug store in St. Louis, Missouri, 
under the name Katz Drugs or Katz Drug Store. The plaintiff started and 
built up its business in Kansas City, Missouri, and later opened and operated 
stores in Kansas City, Kansas, St. Joseph, Missouri, Des Moines and Sioux City, 
Iowa, and Oklahoma City, Oklahoma. It opened its first store in St. Louis 
in November, 1936. The defendant alleged that he established his neighborhood 
drug store business in St. Louis under his own name of Katz early in 1933 
and continued with full right to do so and he denied that he was guilty of 
unfair competition and that plaintiff was entitled to injunction against him. 
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On the trial of the action the court found the unfair competition issue against 
the plaintiff and dismissed its complaint at plaintiff’s costs. The court concluded 
that the defendant Meyer Katz had established his neighborhood drug store 
in St. Louis in 1933 under the name of Katz and Katz Drugs, using a picture 
of a cat or cats, nearly four years before the plaintiff corporation started oper- 
ating its first super drug store and using the name and cat pictures in connec- 
tion therewith in St. Louis late in 1936. That the plaintiff extended its chain 
of stores into St. Louis from its original operation in Kansas City, Missouri, 
with full knowledge of defendant’s established neighborhood drug store busi- 
ness and his use in that business of his surname Katz and the cat pictures. It 
further appeared to the court that the defendant Meyer Katz had established 
his neighborhood drug store business under his own surname of Katz in good 
faith in natural course soon after he had become a qualified pharmacist, with- 
out knowledge of the plaintiff’s use of the name and except that the defendant 
has used and continues to use his own surname Katz accompanied by pictures 
of cats in his neighborhood drug store business he has not attempted to obtain 
money or other advantage from the plaintiff or to palm off his goods as those 
of plaintiff or to ride on plaintiff’s reputation. There is no evidence that he 
has obtained any of plaintiff’s business or customers. Although the court recog- 
nized that some confusion results from the simultaneous operation in St. Louis 
of the several Katz super drug stores and the little Katz neighborhood drug 
store, it did not find that the plaintiff sustained any substantial damages or that 
any loss of business by it was imminent, and plaintiff did not make claim to 
any. It appeared to the court that in the year 1933 the defendant Meyer Katz 
was within his rights in then establishing and carrying on his neighborhood 
drug store under his own name of Katz spelled out in letters and also symbol- 
ized in pictures of cats; that at that time the plaintiff had not established a 
secondary meaning for its trade name and symbols in the trade area of St. 
Louis; that its trade name was not then known to the St. Louis public nor 
identified by it with any super drug stores of the plaintiff. The court held that 
the subsequent establishment of the atz super drug stores in St. Louis during 
and following 1936 and the very great expenditures in advertising them and 
identifying them by words and symbolic cat pictures with the Katz name did 
not operate to extinguish the defendant’s right to his business and trade name 
established before the plaintiff opened any stores in St. Louis, nor to confer 
upon the plaintiff a right to an injunction against the defendant’s continued 
operation of his business as established in St. Louis under the Katz name. The 
opinion of the court containing its findings, conclusions and direction for judg- 
ment dismissing the complaint of the plaintiff is reported in full, 89 F. Supp. 
528 [40 T. M. R. 573]. Katz Drug Company, the Delaware corporation, appeals 
to reverse the judgment which was entered in accordance with the opinion. 

It contends here, as it did in the trial court, that “in truth and fact” in March, 
1933, when Meyer Katz established his drug store in St. Louis under the name 
Katz Drugs and Katz Drug Store, using pictures of cats, St. Louis was already 
“within the normal field of plaintiff's expansion” and therefore the plaintiff 
was already in St. Louis, notwithstanding it had no stores or retail business 













572 TRADE-MARK REPORTER 


there, and so was first and prior to Meyer Katz in the use and right to the use 
of the name Katz and symbolic cats to identify a drug store business in St. Louis. 

In its holding to the contrary that plaintiff's trade name had no secondary 
meaning in St. Louis in 1933 and that plaintiff was not entitled to the injunction 
it prayed for, the court recognized that the law applicable was that of Missouri 
but as it found no Missouri state decision controlling the particular facts it 
rested decision on consideration of the federal cases, including those in the 
Supreme Court and in this court. It distinguished and considered inapplicable 
all of those cases cited and relied on by the plaintiff in which injunction was 
granted against appropriators of trade names who had acted in bad faith 
in making the appropriation. There was no bad faith nor “any design inimical 
to the interest of the plaintiff” in the adoption by Meyer Katz of his surname 
as the trade name of his drug store business in St. Louis. As the court 
found on sufficient evicence, the defendant could not have taken any benefit of 
reputation or good will of plaintiff in St. Louis in 1933 because at that time 
the plaintiff had not opened a store or done any sustantial advertising or 
selling in St. Louis. According to his testimony defendant knew nothing of 
plaintiff or the trade name it used in the markets where it traded more than 
two hundred and fifty miles away from St. Louis. He worked his way in his youth 
to acquire his education as a pharmacist and when he became qualified and set 
up his own neighborhood drug store business in St. Louis, he put his own name 
on it as he had long intended to do. That course of conduct on his part refuted 
the inference that he had any intention to engage in unfair competition with 
plaintiff. 

The court also fully recognized the principle that infringement of trade 
name and unfair competition may be enjoined where it is resorted to to fore- 
stall or unfairly profit from anticipated and naturally to be expected expansion 
of an established business into new market areas where its reputation and trade 
name have preceded it. It analyzed and discussed the cases in which protection 
has been granted against such unfair competition, but the court observed that 
[40 T. M. R. 580] “the concept of a market area into which a given business 
may normally expand is difficult at best” and on the particular facts and circum- 
stances of this case it concluded that in 1933 St. Louis was not in fact a market 
area within the normal course of the expansion of the business of the plaintiff, 
located as that business was at a long distance from St. Louis, and that defendant 
in St. Louis neither knew nor had reason to anticipate such an expansion and 
that there was no evidence that the plaintiff in 1933 had any reputation (in 
St. Louis) of which defendant, or anyone, could have taken the benefit by 
adopting the plaintiff's name there, and that no sufficient grounds existed for 
issuance of an injunction against defendant. 

The plaintiff cited in the trial court, as it does here, the recent case of Food 
Fair Stores v. Food Fair, 83 F. Supp. 445 [38 T. M. R. 1085], 177 F. 2d 177 
[39 T. M. R. 894], which arose in the District of Massachusetts. There the 
dispute concerned the use of a trade name for retail super markets and injunction 
issued against defendant’s use of plaintiff’s trade name for a retail super market 
in Brookline, Massachusetts, notwithstanding that defendant adopted the name 


41 T.M.R. 
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KATZ DRUG COMPANY v. KATZ 


before plaintiff opened any of its stores in the State of Massachusetts. The 
two opinions in that case contain comprehensive discussion and citation of 
authority on the modern law of unfair competition, and the opinions and cases 
cited were considered by the trial court in reaching its decision in this case 
without any expression of disagreement as to the law laid down. But different 
results were reached because the cases were different as to the controlling 
principle, notwithstanding the coincidence of some of the facts. In the Food 
Fair case the court below categorically found on adequate evidence that [38 
T. M. R. 1089] “Asa result of plaintiffs’ use the combination ‘Food Fair’ has now 
acquired a secondary meaning sufficient to deserve protection as a trade name. 
It signifies local retail super markets operated by plaintiff and this identification 
is made not only by persons residing outside Massachusetts but by an appreciable 
number of persons within Massachusetts.” But in the present case the court 
hearing the evidence was convinced that the Katz name had not acquired 
secondary meaning in St. Louis when defendant applied it to his drug store. 

The name Katz involved in this case is a family name and was not selected 
and appropriated as was the combination “Food Fair.” Furthermore, the 
defendant in the Food Fair case after appropriating the trade name in issue, 
applied it to a store of the same general character and apparently patterned 
after the stores operated by the plaintiff, while defendant’s neighborhood 
drug store in this case is so dissimilar from any of the retail super drug stores 
of the plaintiff that, as a practical matter, such confusion as does arise between 
them has been negligible. No one going into the neighborhood retail store of 
Meyer Katz thinks he is in one of the super drug stores identified with the 
plaintiff and its trade name. As conceded in argument, injury or damage to 
the plaintiff is potential rather than actual. 

It appeared to the trial court that although the cases of Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403, United Drug Co. v. Theodore Rectanus Co., 248 
U. S. 90, and Sweet Sixteen Co. v. Sweet “16” Shop, 8 Cir., 15 F. 2d 920, do not 
present the particular state of facts found to exist in this case, they do furnish a 
guide to the law to be applied. They settle in this circuit that there is no such 
thing as property in a trade mark except as a right appurtenant to an established 
business or trade with which the mark is employed and that as stated by the trial 
court [40 T. M. R. 584], “An injunction (to protect exclusive enjoyment of 
trade name) must be limited in regard to territory.” See Cook Chemical Co. v. 
Cook Paint & Varnish Co., 185 F. 2d 365 [41 T. M. R. 143]. 

We do not find that the trial court was in error in refusing to award 
injunction to the plaintiff against the use of its family name trade name in St. 
Louis by one having the same family name who applied it to a very different 
kind of store established in a neighborhood of St. Louis long before the plain- 
tiff opened any store in St. Louis and established therein the trade with which 
its mark is employed. 

The appellant’s contention that because its trade name has had secondary 
meaning in Kansas City, Missouri, it should be held to have the same meaning 
throughout the state of Missouri and therefore in the St. Louis area, appears 
to be without merit. It is in conflict with the concept of property in a trade 
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name being exclusively a right appurtenant to an established business or trade 
with which the mark is employed. The exception appears to be the cases that 
rest on state statutes conferring state-wide protection. See e.g. ABC Stores, Inc. 
v. T. S. Richey Co., Tex. Com. App., 280 S. W. 177. 

Appellant also contends that as matters stand between plaintiff with its 
very great investment in its St. Louis stores and in the trade name applied to 
them on the one hand, and the defendant Meyer Katz with his comparatively 
little neighborhood drug store on the other, it would be equitable to require 
defendant to use his name of Meyer Katz instead of “Katz.” Confusion would 
thus be avoided and the expense would be small. Indeed, the plaintiff offers 
to bear it. But we do not hold that the trial court was in error in refusing to 
compel the defendant to take such action. 

The appellant in conceding as it must that Meyer Katz has not caused nor 
immediately threatened any substantial damage to plaintiff has stressed that his 
conduct constitutes a present nuisance and potential menace so as to justify 
the issuance of injunction against him. In this connection the record shows that 
at some time after the defendant Meyer Katz had established his neighborhood 
drug store business under the Katz name and after the plaintiff’s intended 
expansion into St. Louis had been publicized in the newspapers, the defendant 
entered into a contract for the use of his name for a proposed chain of drug 
stores in St. Louis, and over the period between April 6, 1934, when that con- 
tract was signed, and 1936, he and associates opened and operated several such 
stores pursuant to the contract under the Katz name. The plaintiff herein 
brought a suit in 1934 for injunction against the defendant herein and his 
associates in the enterprise alleging unfair competition. But that suit was 
dismissed at plaintiff’s costs without prejudice and at the time of the trial of the 
present action against Meyer Katz in November and December of 1948, he 
had only the one neighborhood store, now at Delmar and Union Avenue, and 
no one had any right derived from him to use the name of Katz in any business. 
He testified that he had not discussed borrowing money from anybody and had 
no plans for expanding his store. In that situation, the past transactions and the 
suit based on the contract of 1934 were not relevant and threw no light on the 
question as to the plaintiff’s right to injunction in this case. The court was 
not in error in so treating them. 

On the whole record we think that the findings which the trial court made of 
the facts which it inferred from the evidence justified the refusal of the injunc- 
tion and the dismissal of the plaintiff’s action. Being convinced that the de- 
fendant had not trespassed upon a trade name that had acquired a secondary 
meaning in St. Louis at the time defendant established his little business there 
and that defendant’s use of his own name in that area was rightful and without 
“any design inimical to the interest of the plaintiff,” the court carefully dis- 
criminated and distinguished the case from those in which a different state of 
facts called for a different judgment. The findings were not clearly erroneous 
and may not be disregarded here. 

The denial of the injunction and dismissal of plaintiff’s action settled no 
more than that on the facts as they appeared to the court at the trial and 
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were found by the court, the plaintiff was not shown to be entitled to injunction. 
But there is nothing in the trial court’s opinion and judgment to imply that the 
plaintiff would not be entitled to injunction upon a showing of facts subsequently 
occurring to justify its issuance. The judgment fully recognizes that the plain- 
tiff’s trade name has now acquired secondary meaning in St. Louis and means 
the super drug stores operated by it in St. Louis, excepting in the local neighbor- 
hood of Meyer Katz’s store and there defendant should not be enjoined from 
using it as he was shown to be using it for his neighborhood store. 


Affirmed. 





LANDSTROM ET AL. v. THORPE ET AL. 
No. 14224—C. A. 8—May 4, 1951 


TrRADE-MarkK Act oF 1946—REMEDIES—SECTION 38 


TRADE-MARKS—FRAUDULENT REGISTRATION—-GENERAL 
Section 38 of 1946 Act held to mean that any person who procures registration of 
trade-mark by false declaration is liable in civil action in federal court to any person 
injured for any damages resulting from use of the mark while falsely registered and 
not as result of false declaration only. 


Courts——] URISDICTION—GENERAL 
Federal court held to have jurisdiction of common law claim for unfair competition 
joined with suit between citizens of same state, under 1946 Act, for damages resulting 
from wrongful registration of trade-mark. 


Trave Lise_—Basis oF ReELIEF—GENERAL 
Defendants’ letter sent to jewelry dealers held not libelous or defamatory per se; 
and in such cases right of action exists only when, as necessary and proximate conse- 
quence, special damage ensued. 


Courts—ConF.Lict oF LAws—APPLICABLE Law 
Federal law held controlling in suit between citizens of same state, under 1946 Act, 
for damages resulting from wrongful registration of trade-mark and for unfair com- 
petition. 
Trapve-Mark Act oF 1946—Remepres—Sections 35 anp 38 


TRADE-MARKS—FRAUDULENT REGISTRATION—SCOPE OF RELIEF 
Remedy under Section 38 of 1946 Act for wrongful registration of trade-mark 
differs materially from that under Section 35 for infringement of registered mark. 
Exemplary damages held not recoverable in suit for damages resulting from wrong- 
ful registration of trade-mark under Section 38 of 1946 Act. 


UnFair CoMPETITION—EvIDENCE—GENERAL 
It was proper to show by plaintiffs’ salesmen that they learned from their customers 
that such customers had received or seen defendants’ letter and refused to renew their 
orders, and that plaintiffs’ salesmen met with sales resistance from those who read it. 
Impressions made by defendants’ letter on minds of third persons not jewelry deal- 
ers, held incompetent. 
TrRADE-MARKS—FRAUDULENT REGISTRATION—-DAMAGES 
Plaintiffs’ expenses and attorneys’ fees in Patent Office proceedings to cancel defend- 
ants’ wrongful registration, held not recoverable as damages in suit under Section 38 of 
1946 Act. 
Courts—PLEADING AND Practice—Morions For Directep VERDICT 
Upon defendants’ motion for directed verdict trial court was required to view evi- 
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dence and all inferences reasonably to be drawn therefrom in light most favorable to 
plaintiffs. 


UNFAIR COMPETITION—PLEADING AND PracticE—SpectAL DAMAGES 
Special damages only may be recovered in unfair competition suit and must always 
be claimed explicitly and particulars must be given in the pleadings. 
On facts of record, allegations of complaint held insufficient and plaintiffs given 
opportunity to amend and to prove special damages on new trial. 


Appeal from District of South Dakota. 


Suit under 1946 Act for damages from wrongful registration and for unfair 
competition by Frank L. Thorpe, Lenah Thorpe, Charles W. Waters, and Louise 
T. Waters, copartners doing business as F. L. Thorpe & Co. against Ivan E. 
Landstrom, Mary E. Landstrom, A. E. Dahl, Jack Devereaux, and Burgess 
Dean, copartners doing business as Black Hills Jewelry Mfg. Co. Defendants 
appeal from judgment for plaintiffs. Reversed. 

Julius Skaug, of Mobridge, S. D. (H. F. Fellows, of Pierre, S. D., and Pat 

Morrison, of Mobridge, S. D., on the brief) for appellants. 

R. E. Driscoll, Jr., of Pierre, S. D., and Holton Davenport, of Sioux Falls, S. D., 
for appellees. 

Before GARDNER, Chief Judge, and Tuomas and Rupnick, Circuit Judges. 

Tuomas, C. J.: 

This is an appeal by the defendants from a judgment for the plaintiffs en- 
tered upon the verdict of a jury for $15,000 actual damage and $10,000 ex- 
emplary damage. The complaint was in one count. Damages were demanded for 
wrongful registration of the trade-mark “Black Hills Gold,” and for unfair com- 
petition. Defendants’ motion for a directed verdict was overruled. 

The plaintiffs are doing business as a partnership under the firm name of 
F. L. Thorpe & Co. The defendants are also a partnership under the name Black 
Hills Jewelry Co. All the parties were and are citizens of the state of South 
Dakota. 

For several years prior to this litigation and until the present time the par- 
ties hereto and others in the Black Hills region of South Dakota have manufac- 
tured and sold in interstate commerce and locally jewelry made of gold pro- 
duced in the Black Hills and elsewhere under trade names such as Black Hills 
Gold, Black Hills Native Gold, Black Hills Jewelry, Black Hills Gold Jewelry, 
and others. 

On March 4, 1947, the defendant Ivan E. Landstrom procured the registra- 
tion of the trade-mark “Black Hills Gold,” having on February 13, 1946, executed 
and filed in the Department of Commerce, United States Patent Office, a “Dec- 
laration” reading: 

“Ivan E. Landstrom, being duly sworn, deposes and says that he is the applicant 
named in the foregoing statement; that he believes said statement is true; that he 
believes himself to be the owner of the trade-mark sought to be registered; that no 
other person, firm, corporation, or association, to the best of his knowledge and 
belief, has the right to use said trade-mark in the United States, either in the identi- 
cal form or in any such near resemblance thereto as might be calculated to deceive; 


that said trade-mark is used by him in commerce among the several states of the 
United States: * * *.” 
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On September 9, 1947, defendants sent a letter to 438 of their customers, 109 
of whom were also customers of the plaintiffs, reading in essential part: 
“Gentlemen : 

“It is with a great deal of pleasure that we inform you at this time that the 
name ‘Black Hills Gold’ is now a registered trade-mark bearing number 428039 in 
the United States Patent Office. 

“From now on every piece of jewelry manufactured by our firm will bear the 
trade-mark ‘Black Hills Gold’ and will be easily identifiable by you. * * * Although 
there are several firms making merchandise similar to ours, we are the only rightful 
users of the name ‘Black Hills Gold,’ and any other dealer marking his product with 
this trade-mark will be punishable according to law.” 


Thereafter, in October, 1947, the plaintiffs made application for the cancel- 
lation of the registration of the trade-mark on the ground that plaintiffs had 
used the trade-mark in their business since 1919; that plaintiffs had used it in 
interstate commerce since 1932; that their business had been affected by de- 
fendants’ use of the trade-mark. The Commissioner of Patents ordered the can- 
cellation of the registration on April 4, 1949, on the ground that the Declaration, 
supra, filed by Ivan E. Landstrom was false and fraudulent. This suit followed. 

Jurisdiction is predicated upon 15 U.S.C. A. §§ 1120-1121, and 28 U. S.C. A. 
§ 1338(b). 

In their amended complaint the plaintiffs, after setting out in detail! the fore- 
going facts, alleged that such facts were all a part of a wrongful scheme by 
fraudulent methods to disrupt the business of the plaintiffs and thereby wrong- 
fully to acquire their business; that the first step in such scheme was the 
wrongful and fraudulent securing of the registration of the trade-mark “Black 
Hills Gold” in the Patent Office; that the second step was the extensive adver- 
tising campaign of the defendants including the letter of September 9, 1947, 
supra ; and that the third step consisted of the circulation throughout the jewelry 
trade of propaganda similar to the letter of September 9th. 

Damages were demanded (1) in the sum of $5,000 for expenses incurred in 
procuring the cancellation of the registration of defendants’ trade-mark in the 
United States Patent Office ; (2) $100,000 for injury to the plaintiffs’ business and 
reputation in the jewelry business and the burden of their efforts to counteract 
defendants’ wrongful propaganda ; and (3) for $50,000 exemplary damages. 

The defendants admitted that they constituted a partnership doing business 
under the name Black Hills Jewelry Mfg. Co.; alleged that the complaint fails to 
state a claim upon which relief can be granted; and denied all other allegations 
of the complaint. 

On appeal the defendants contend (1) that the court did not have jurisdic- 
tion, (2) that the court erred in certain instructions to the jury, (3) in the 
admission of evidence, (4) in denying defendants’ motion to strike plaintiffs’ 
claim for attorney fees, and (5) in denying defendants’ motions for a directed 
verdict. 

This is a non-diversity case, and the defendants contend that the district 
court did not have jurisdiction in such a case “because the complaint alleges upon 
two separate unrelated claims, (1) for damages for wrongful registration of a 
trade-mark based upon 15 U. S. C. A. § 1120, and (2) a claim for damages for 
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unfair competition based upon disparagement of title, a common law tort not 
actionable under federal law, * * *” except in diversity cases. 
The statutes involved are: 


“15 U. S. C. A. 1120: Any person who shall procure registration in the Patent 
Office of a mark by a false or fraudulent declaration or representation, oral or in 
writing, or by any false means, shall be liable in a civil action by any person injured 
thereby for any damages sustained in consequence thereof. 

“15 U. S. C. A. 1121: The district and territorial courts of the United States 
shall have original jurisdiction, the circuit courts of appeal of the United States 
and the United States Court of Appeals for the District of Columbia shall have 
appellate jurisdiction, of all actions arising under this chapter, without regard to the 
amount in controversy or to diversity or lack of diversity of the citizenship of the 


parties. 

“28 U. S. C. A. 1338 (b): “The district courts shall have original jurisdic- 
tion of any civil action asserting a claim of unfair competition when joined with a 
substantial and related claim under the copyright, patent or trade-mark laws.” 


Defendants concede that the complaint sets out a cause of action for damages 
“sustained in consequence” of the wrongful registration of the trade-mark “Black 
Hills Gold” under § 1120, supra, and that the proof is substantially as alleged 
in so far as such proof may affect jurisdiction, but that the claims for damages 
to plaintiffs’ business and reputation and for exemplary damages constitute a 
claim for unfair competition wholly unrelated to the claim for wrongful regis- 
tration; in short, that such alleged damages were not “sustained in consequence” 
of the wrongful registration, but that the proof is directed to the effect of the 
letter of September 9, 1947, sent by the defendants to their customers including 
109 of plaintiffs’ customers. 

The merit of this contention depends upon the proper construction and appli- 
cation of §§ 1120 and 1338(b), supra. 

We think that § 1120 means that any person who procures registration of 
a trade-mark by false declaration is liable in a civil action in the federal court 
to any person injured by the trade-mark “for any damages sustained in conse- 
quence thereof,” that is, resulting from the use of the “mark” while falsely 
registered, and not an injury resulting from the false declaration solely. Web- 
ster’s New International Dictionary defines “consequence” as “That which fol- 
lows something on which it depends; * * * Chain of causes and effects; * * * 
relation of an effect to a cause.” In 15 C. J. S., page 982, it is said: “When an 
event is followed in natural sequence by a result which it is adapted to produce, 
or aid in producing, that result is a consequence of the event.” See, also, Orient 
Ins. Co. v. Adams, 123 U. S. 67, 74; Zalkind v. Scheinman, 2 Cir., 139 F. 2d 895; 
Kaplan v. Helenhart Novelty Corporation, 2 Cir., 182 F. 2d 311, 312. The false 
declaration induced a fraudulent registration and the defendants were liable in 
a civil action for any damages resulting therefrom. 

The claim for damages for unfair competition could be asserted in the 
same action, however, under § 1338(b), supra, provided it were “joined with a 
substantial and related claim under the * * * trade-mark laws.” This is true 
because the claim for damages for unfair competition is a common law cause 
of action and not a federal cause. For such a claim to be “related” to a case 
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arising under the trade-mark law within the meaning of the statute “it must 
appear that both federal and non-federal causes of action rest upon substantially 
identical facts.” Hurn v. Oursler, 289 U. S. 238, 248 [23 T. M. R. 267]; Arm- 
strong Co. v. Nu-Enamel Corp., 305 U. S. 315, 325 [29 T. M. R. 3]; Kaplan 
v. Helenhart Novelty Corporation, 2 Cir., 182 F. 2d 311; Hanson v. Triangle 
Publications, Inc., 8 Cir., 163 F. 2d 74 [37 T. M. R. 645], cer. den., 332 U. S. 
855; French Renovating Co. v. Ray Renovating Co., 6 Cir., 170 F. 2d 945, 947. 

Damages resulting from the wrongful registration of the trade-mark and for 
unfair competition must necessarily be proven by the same evidence. It follows 
that the district court had jurisdiction of both claims. 

The defendants next complain that the court erred in instructing the jury 
that if the jury found that the letter of September 9, 1947, which defendants sent 
out to jewelry dealers was intended to create the impression that the plaintiffs 
were illegally using a trade name which included the words “Black Hills Gold,” 
and that the letter was such as to create that impression upon a reasonable mind, 
it would follow that this was defamation having a direct tendency to injure plain- 
tiffs in “their business” ; in short, that the letter was defamatory and actionable per 
se and that damages in a reasonable amount to be determined by the jury is 
presumed in law. The defendants excepted to the instruction. 

The sending of the letter was an element of unfair competition charged in 
the complaint. It declared that the name Black Hills Gold was then a registered 
trade-mark ; that defendants “are the only rightful users of the name”; and that 
“any other dealer marking his product with this trade-mark will be punishable 
accordng to law.” At that time the trade-mark had not been cancelled although 
it was cancelled later because its registration had been procured by a false declara- 
tion. No dealers in jewelry were named in the letter. However, the defendants 
knew that the plaintiffs were competitors. Nothing was said derogatory of the 
quality of any competitor’s products. 

Defendants contend that the letter is neither defamatory nor libelous; that 
it did contain what was formerly known as slander of title but is now usually 
called disparagement of title. Slander of title has been defined as “a false and 
malicious statement, oral or written, made in disparagement of a person’s title 
to real or personal property, or some property right of his.” American and 
English Encyclopedia of Law. See, also, 3 Restatement, Torts, ch. 28, §§ 626 to 
652, where it is said: “The damages recoverable are restricted to the financial 
loss which but for the disparaging statements would have been made to known 
or unknown purchasers.” In Hardin Oil Co. v. Spencer, 205 Ky. 842, 266 S. W. 
654, 655, the court say: * * * an action (for slander of title) is not one for 
words spoken, but * * * for special damages for the losses sustained by reason 
of the speaking and publication of the slander of a plaintiff’s title.” See, also, 
Fearon v. Fodera, 169 Cal. 370, 148 P. 200, 202, Ann. Cas. 1916D 312; Ever- 
sharp, Inc. v. Pal Blade Co., 2 Cir., 182 F. 2d 779 [40 T. M. R. 516] ; Victor Safe 
& Lock Co. v. Deright, 8 Cir., 147 F. 211. 

We have said above that the letter in question does not in any way disparage 
the quality of the jewelry manufactured and sold by the plaintiffs. It is not there- 
fore libelous or defamatory per se. Extrinsic proof is necessary to establish 
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injury. In Erick Bowman Remedy Co. v. Jensen Salsbery Laboratories, 8 Cir., 
17 F. 2d 255, 257, this court, citing many authorities, said: “* * * words which 
upon their face, and without the aid of extrinsic proof, are injurious, are libelous 
per se; but if the injurious character of the words appear, not from their face, 
in their usual and natural signification, but only in consequence of extrinsic cir- 
cumstances, they are not libelous per se.” This language was repeated with 
approval in National Refining Co. v. Benzo Gas Motor Fuel Co., 8 Cir., 20 F. 2d 
763, 771. 

The foregoing cases, and many others, also hold that “Language which * * * 
does not, as a necessary consequence, occasion damage to the party published, 
is not per se libelous, and in such cases a right of action exists only when, as a 
necessary and proximate consequence of the publication, special damage ensued 
to the party published.” Townshend, Slander and Libel (4th Ed.) § 147. In 
this case special damages were neither pleaded nor proved. Under these authori- 
ties, and many others, the instruction given by the court was erroneous. 

It is plaintiffs’ contention on this point that the case is controlled by the 
law of South Dakota under the doctrine of Erie Railroad Co. v. Tompkins, 304 
U. S. 64; and that under § 47.0502 of the South Dakota Code of 1939, and the 
decisions of the Supreme Court of South Dakota in Barron v. Smith, 19 S. D. 
50, 101 N. W. 1105; Sherin v. Eastwood, 27 S. D. 312, 131 N. W. 287, and 
others, it is unnecessary to plead and prove damage in such a case, that “damage 
is presumed.” This doctrine is not applicable here. Jurisdiction of the federal 
court is dependent solely on federal law—the Trade-Mark Act, and not upon 
diversity of citizenship of the parties. As said in Philco Corporation v. Phillips 
Mfg. Co., 7 Cir., 133 F. 2d 663, 672, an action for trade-mark infringement: 
“It goes without saying that plaintiff has no action for common law trade-mark 
infringement under State Law. Registration of plaintiff’s trade-mark rendered 
all questions concerning its use and protection in interstate commerce questions 
of federal law, and federal law is supreme.” And, see the concurring opinion of 
Mr. Justice Jackson in D’Oench, Duhme & Co., Inc. v. Federal Deposit Insurance 
Corporation, 315 U. S. 447, 465, et seq.; Sola Electric Co. v. Jefferson Electric 
Co., 317 U. S. 173; Watkins v. Oaklawn Jockey Club, 8 Cir. 183 F. 2d 440. 

It is next contended that the court erred in instructing the jury that plaintiffs 
were entitled to exemplary damages. The instruction complained of reads: 

“In addition to other damages asserted, the plaintiffs also in this case ask exem- 
plary damages in the amount of Fifty Thousand Dollars. Exemplary damages 
would be allowed, as applied to this case, only if you find that the defendants acted 
in the matters here involved with malice toward the plaintiffs. If you find there 
was such malice and that the plaintiffs are entitled to recover, you may, in addition 
to other damages, award to the plaintiffs such additional amount that you consider 


reasonable and fair, and which would serve as an example to others but in no event, 
exceeding the sum of Fifty Thousand Dollars.” 


The plaintiffs’ contention is that this instruction is correct because it is au- 
thorized by South Dakota law. The instruction is consistent with § 37.1902 of 
the South Dakota Code of 1939. We have shown, supra, that since this is not 
a diversity case the rights of the parties are controlled by federal and not by state 
law. If, therefore, exemplary damages are recoverable in this case it must be 
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because they were “sustained in consequence” of the wrongful registration in 
the Patent Office of the trade-mark “Black Hills Gold.” We have discussed 
the meaning of the word “consequence” as used in the statute, § 1120, supra. 
Exemplary damages are not included. Exemplary damages are not the direct 
and proximate result or effect of such wrongful registration. This statute dif- 
fers materially from the statute (15 U. S. C. A. §1117) which provides for re- 
covery of triple damages within the discretion of the court for infringement 
of a registered trade-mark. The statute under which this action was brought 
limits recovery from the wrongdoer to damages “sustained in consequence” of 
the wrongful registration of the trade-mark. It does not authorize a court or 
jury to punish him as an example to others. The court, therefore, erred in so 
instructing the jury. 

The defendants contend further that the court erred in admitting evidence of 
what customers and prospective customers of plaintiffs told plaintiffs’ sales- 
men regarding the effect upon such customers of the letter of September 9, 
1947, supra. Clyde J. Bleavins, a traveling salesman of the plaintiffs soliciting 
orders for plaintiffs’ jewelry, was called as a witness. He testified that in 1948 
he called on 41 customers from whom he had taken orders the preceding year. He 
was then asked: 

©. From how many of those on whom you called did you get a mention of 
this letter? 

Mr. Morrison: This is objected to as hearsay * * * immaterial * * *. 

The Court: The objection is overruled. 

A. At least fifty per cent of them, I would say. 

Further questions elicited the information that he received ten reorders on 
that second trip. The court overruled objections holding that the evidence had no 
probative value. 

Bleavins testified further that he called on the manager of the Fairmont Jew- 
elers in San Francisco and that he mentioned the letter. Subject to the same 
objection he was asked and answered: 

©. What did he say? A. Well, when I came into his store * * * He said 
I am surprised to see you. Landstrom’s salesman told me that you people would 
no longer be in business. 

Mr. Morrison moved to strike the answer on the ground that it was not within 
the issues. 

The Court: * * * The question is competent; he is relating a conversation. 
Objection overruled. 

©. Goahead. A. And he said we have received a letter or a circular from 
the Landstrom company. My understanding is that you people are not authorized 
* * * to use the name “Black Hills Gold.” 

Other salesmen for the plaintiffs testified to their experiences when they 
called upon customers ; that customers mentioned that they had received and read 
the letter; that in some instances no orders were received and that there was sales 
resistance from the dealers. 

One of the important issues in this case was the circulation of the letter 
in question and its effect upon plaintiffs’ customers. It was proper to show by 
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plaintiffs’ salesmen that they learned from customers upon whom they called 
that such customers had received or had seen copies of the letter and that they 
refused to renew their orders, and that they met with sales resistance from those 
who had read the letter. Conversations not limited strictly to the issue were 
hearsay and should not be received in evidence over proper objections. Hubbard 
v. Allyn, 86 N. E. 356, 200 Mass. 166. The limitations to the admission of this 
class of evidence must rest largely in the sound discretion of the trial judge. He 
should carefully limit it, however, to the issues on trial. Salem News Pub. Co. v. 
Caliga, 1 Cir., 144 F. 965; United States v. Hiss, 2 Cir., 185 F. 2d 822. The 
impression made on the minds of third persons, not jewelry dealers, is of course 
incompetent. 

We find no reversible error on this point. 

The plaintiffs’ evidence showed that they expended the sum of $4,434.82 in 
the proceeding to cancel defendants’ trade-mark in the Patent Office. The court 
instructed the jury that “If * * * you find that the registration proceeding was 
maliciously prosecuted by the defendants, then the plaintiffs * * * would be en- 
titled to recover all expenses which they reasonably incurred, including attorney’s 
fees, in having such registration set aside, * * *.” The defendants had moved to 
strike such claim from the complaint, had objected to the evidence to support 
it, and had moved to eliminate it from the consideration of the jury. Denial of 
all these objections is assigned as error. 

The proceeding brought by the plaintiffs in the Patent Office was based on 
the same wrongful act, that is, the false declaration filed in the Patent Office, 
upon which this suit for damages is based. The defendants invoke the rules 
(1) that costs and attorney’s fees allowable as damages are statutory, that unless 
the statute so provides they may not be recovered as damages, and (2) that 
when an action based on the same wrongful act has been prosecuted by the 
plaintiffs to a successful issue, they cannot in a subsequent action recover, as 
damages, their costs and expenses in the former action. Both these contentions 
are supported by the decision of the Supreme Court of Illinois in Ritter v. Ritter, 
381 Ill. 549, 46 N. E. 2d 41. And see 25 C. J. S., Damages, §50. The plaintiffs 
justify the instructions and rulings of the court on the ground that the proceeding 
in the Patent Office to procure the registration of the trade-mark was an instance 
of malicious prosecution, and that in such a situation under the law of South 
Dakota the successful defendant in such a case may recover his attorney fees. 

The answer to these contentions must be found in the construction and appli- 
cation of 15 U. S. C. A. §1120. Were the attorney fees and expenses of the 
plaintiffs incurred in the proceeding instituted by it in the Patent Office “damages 
sustained in consequence” of the wrongful registration of the trade-mark? We 
think not. The proceeding to cancel the registration was not commenced by 
the defendants, and it was not an essential condition precedent to the present 
action of the plaintiffs for damages for the wrongful registration. As an element 
of damages in the present case it was remote—not the direct and proximate 
result of the wrongful registration. It was not, therefore, a proper element of 
damages, and the court erred in submitting it to the jury. No statute provides 
for the payment of such expenses. Toop v. Palmer, 108 Neb. 850, 189 N. W. 
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394, 397. There is no federal statute authorizing a recovery for the expenses so 
incurred. Stickney v. Goward, 161 Minn. 457, 201 N. W. 630. 


Finally the defendants contend that the court erred in overruling their motion 
for a directed verdict. We have considered above some of the points covered 
by the motion. In brief, the motion alleges: 1. There are no special damages 
alleged in the complaint upon which recovery could be had; 2. There is no 
competent evidence and nothing except speculation and conjecture from which 
the jury could establish any damage alleged in the complaint; 3. Any cause of 
action for damages by reason of the circulation of the letter of September 9, 
1947, is not a damage in consequence of a false and fraudulent registration under 
the statute; 4. The evidence shows only a decrease in sales; 5. The loss of busi- 
ness is no measure of damage and has not been proven except through conjecture, 
guesswork and speculation—no evidence upon which the jury could consider the 
existence or amount of damages. 


The complaint alleged that as the proximate result of defendants’ wrongful 
registration of the trade-mark and the acts of unfair competition consisting of 
propaganda and the circulation of the letter of September 9, 1947, among plain- 
tiffs’ customers the plaintiffs have been damaged as follows: “* * * Second, in 
injury to the said business of the Plaintiffs in said sale of jewelry under said trade 
name or trade names made chiefly of the words ‘Black Hills Gold’; in injury to 
the reputation and standing of the Plaintiffs in the jewelry and allied trades as a 
reputable business house pursuing legitimate and ethical business methods, and in 
the burden pf extensive efforts on the part of the plaintiffs, their servants and 
agents to counteract and meet said wrongful propaganda” * * * all “in the sum of 


One Hundred Thousand Dollars ($100,000.00) .” 


In passing upon the motion for a directed verdict the district court was re- 
quired to view the evidence and all inferences reasonably to be drawn therefrom 
in the light most favorable to the plaintiff. Brinegar v. Green, 8 Cir., 117 F. 2d 
316, 319. 


To prove damages Mr. Morris F. Anderson, a certified public accountant, 
testified that under the direction of plaintiffs’ attorneys he had examined plain- 
tiffs’ books and records for the years 1946, 1947, 1948, and 1949, and that he 
had made an analysis of them. His exhibit 41, an analysis of the sales during 
those years to the 109 customers of plaintiffs to whom the defendants had 
sent the letter of September 9, 1947, is set out in the footnote. 


1. Exhibit 41. Table of Sales (Wholesale) 1946-1949 


Circularized Customers 


Total Sales Decrease from 1946 Percentage of 


Decrease 


$88,815.54 

63,254.39 $25,561.15 28.78% 
48,179.87 40,635.67 45.75% 
30,889.92 57,925.62 65.22% 
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Exhibit 42, also prepared by Mr. Anderson, is a comparative table of sales 
(wholesale) for the years 1946-1949 to the circularized and uncircularized cus- 
tomers of the plaintiffs.” 

The 109 customers of plaintiffs receiving the letters are referred to as the cir- 
cularized customers; 208 names were on the uncircularized list, some of whom 
may have become customers after the date on which the letter was sent out. 
There is no explanation of the difference in total sales to the circularized cus- 
tomers for the years covered as shown on Exhibits 41 and 42. 

The witness Anderson further testified: “I have made a computation of the 
net profit (for the years 1947, 1948, and 1949), as near as I can determine it, in 
the wholesale sales. The percentage of the sales that represent profits is approxi- 
mately 30 per cent.” 

The only direct evidence of loss of sales to any particular customers is in 
the testimony of Charles W. Waters, general manager of the plaintiffs. He was 
asked and answered as follows: Q. Now can you give the name or address of a 
single customer whom you lost sales to by reason of Landstrom’s registration 
of the trade-mark and by reason of the letter which he circularized? A. It was 
reported to me by our salesman, Mr. Nordahl, over in Breckenridge, Minnesota, 
and Kuschler’s, in Stockton, California. * * * That was reported to me, yes. 

We have found, supra, that since the letter of September 9, 1947, sent to 109 
of plaintiffs’ customers and to other jewelry dealers in its trade territory was 
not defamatory per se, therefore, damages are not presumed. Special damages 
only may be recovered in an action for unfair competition. In Erick Bowman 
Remedy Co. v. Jenson Salsbery Laboratories, supra, at page 259, this court said: 
“Where the words are not actionable per se, but become so by reason of some 
special damage occasioned by them, such special damage must be particularly 
averred.” See, also, Burlington Transp. Co. v. Josephson, 8 Cir., 153 F. 2d 372; 
Rule 9(g), Federal Rules of Civil Procedure. And the court quoted with 
approval the rule laid down in Odgers on Libel and Slander (5th Ed.) page 383, 


as follows: 

































2. Exhibit 42. 





Uncircularized Customers. 





Year Total Sales Increase over 1946 Percentage of 











such Increase 






1946 $ 87,285.95 

1947 123,836.63 $36,550.88 41.88% 
1948 127,200.17 39,914.42 45.74% 
1949 85,139.22 2,146.63* 2.46%* 













Circularized Customers 


Decrease from 1946 








Total Sales Percentage of 












such Decrease 






1946 $88,815.54 

1947 66.997.38 $21,818.16 23.89% 
1948 62,829.61 25,985.93 29.65% 
1949 39,175.24 49,640.30 55.89% 
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“Special damage must always be explicitly claimed and particulars given on the 
pleadings. It must be alleged with certainty and precision. If the plaintiff relies 
on the loss of particular customers, he must set out their names in the statement of 
claim. If he relies on a diminution in the profits of his business, he must state on 
his pleading the fact that he has lost profits, showing by figures how much he 
alleges he has lost.” 

This court then pointed out that the foregoing rule is relaxed when the indi- 
viduals may be supposed to be unknown to the plaintiff, or where it is impossible 
to specify them, or where they are so numerous as to excuse specific description 
on the score of inconvenience (citing authorities). The court then concluded: 

“In the case at bar, the allegations of damage were clearly insufficient to admit 
proof and sustain a recovery for the loss of particular customers. The complaint 
did not allege the name of any particular person who withdrew or withheld his 
custom. They were likewise insufficient to admit proof and sustain a recovery for a 
general loss of business. The complaint did not allege a state of facts showing that 
it was impossible for plaintiff to allege and prove the loss of particular customers, 
it did not allege facts showing a general loss of business, and it did not allege facts 
showing that such diminution of profits was the direct and natural result of the 
publication. We therefore conclude that there was no sufficient allegation of special 
damages.” 


The foregoing is applicable to the present case. The plaintiffs relied upon the 
contention that the letter of September 9, 1947, was and is defamatory per se, 
and that general damages are presumed. 

We are not disposed to overrule the decision in Erick Bowman Remedy Co. 
v. Jensen Salsbery Laboratories, supra. It follows that the judgment in this case 
must be reversed. We think, however, that if the plaintiffs so elect they should 
be permitted to amend their complaint and be given an opportunity in a new trial 
to prove special damages. 

Reversed and remanded with directions to vacate the judgment appealed from; 
and the court is revested with jurisdiction and, to the end that justice may be 
done, is instructed to grant the plaintiffs a new trial, provided they elect within 
fifteen days to amend their complaint and to proceed in accordance with the law 
as laid down in this opinion. In case plaintiffs do not so elect the complaint will be 
dismissed with costs to the plaintiffs. 


ESKAY DRUGS, INC. ET AL. v. SMITH, KLINE & 
FRENCH LABORATORIES 


No. 13226—C. A. 5—April 20, 1951 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PLEADING AND PRractTICcE—GENERAL 
CourTS—ENFORCEMENT OF DecrEES—CONTEMPT 
Appellant having consented to decree, held that proceedings were beyond the stage 
of trial on issue of infringement and court below properly determined that appellant’s 
mark was colorable imitation of enjoined mark without hearing testimony as to nature 
of the businesses. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
CourTs—ENFORCEMENT OF DecrEES—CONTEMPT 
“Enkay” held colorable imitation of plaintiff's trade-mark “Eskay” and defendant's 
use thereof held to constitute violation of consent decree. 
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It is sufficient if defendants use a mark so like plaintiff’s in form, spelling or sound 
that confusion is likely; use of the identical word is not required to invade plaintiff's 
rights. 

TRADE-MARK—CONFUSING SIMILARITY—GENERAL 
Courts—ENFORCEMENT OF DeEcREES—CONTEMPT 


Where defendants have been found guilty of infringement they should thereafter 
be required to keep a safe distance from dividing line between violation of and com- 
pliance with injunction. 


Appeal from Southern District of Florida. 

Trade-mark infringement and unfair competition suit by Smith, Kline & 
French Laboratories against Eskay Drugs, Inc., and Julius Kasdin. Defendants 
appeal from order holding them in contempt for violation of consent decree. 
Affirmed. 

Stuart W. Patton, and Samuel J. Kanner, of Miami, Fla., for appellants. 

Robert H. Anderson, of Miami, Fla., and George J. Harding, of Philadelphia, Pa., 
for appellee. 

Before Hotmes, Bora and Strum, Circuit Judges. 

Homes, C. J.: 


This appeal is from an order making absolute a rule to show cause and 
holding appellants to be in violation of the provisions of a consent decree which, 
by injunction, prohibited their use of appellee’s registered trade-mark “Eskay,” 
or any colorable imitation thereof. The proceedings out of which the present 
controversy arose are as follows: 


In a complaint filed on December 22, 1948, the appellee asserted ownership 
of the trade-mark “Eskay,” and alleged unfair competition and an infringement 
of its proprietary rights in same by the appellants. On February 1, 1949, appel- 
lants filed their answer, denying the material allegations of the complaint. On 
July 7, 1949, by consent of the parties and on motion of their attorneys, a final 
judgment was entered in which it was decreed that the appellants had infringed 
upon appellee’s trade-mark rights by the use in commerce of the word “Eskay,” 
on and in connection with the sale of drugs, pharmaceuticals, cosmetics, beers, 
wines, and liquors, without consent of the appellee. The consent judgment per- 
manently enjoined the appellants from in any way directly or indirectly infring- 
ing upon appellee’s trade-mark, and in particular from using the word “Eskay,” 
or any colorable imitation thereof, on or in connection with the sale of any 
drugs, pharmaceuticals, cosmetics, beers, wines, and liquors. 


On January 30, 1950, appellee filed a petition for an order of civil contempt, 
pleading that appellants were continuing to use the word “Eskay” in wilful 
violation of the injunction. On February 20, 1950, in response to an order to 
show cause as to why they should not be held in contempt, appellants admitted 
that they had technically violated the court’s decree, but asserted that such vio- 
lation was caused by appellee’s conduct in rejecting all proposed changes of the 
name “Eskay.” They further pleaded that they had changed the name of their 
drug stores to Enkay Drugs, and their labels and advertising to “Enkay.” On 
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February 21, 1950, the lower court entered an order which held appellants’ 
response insufficient, and, without receiving evidence from either side, further 
held that the name “Enkay,” adopted by the appellants, was a colorable imita- 
tion of the word “Eskay,” in violation of its decree. 


On this appeal, the appellants contend that the lower court erred in arbi- 
trarily ruling that “Enkay” was a colorable imitation of appellee’s trade-mark 
“Eskay” without hearing any testimony as to the nature of the business engaged 
in by the respective parties, and without inquiring as to whether the public 
would be confused by the appellants’ use of the term “Enkay.” 

We see no merit in the foregoing contention raised by the appellants. If this 
case had gone to trial on the issue of infringement, it would certainly have been 
necessary and proper for the trial court to receive evidence as to the nature of 
appellants’ business, and whether there was a possibility of deception by the use 
of the term “Enkay.” But since there was an admission of infringement in the 
consent decree, and since appellants were enjoined from the further use of the 
term ‘“Eskay” or any colorable imitation thereof, there was no longer present 
the issue of infringement. Appellants waived their right to submit such evidence 
when they consented to the final judgment. When the appellee filed its petition 
for an order of civil contempt, the proceedings were justifiably beyond the stage 
of a trial on the issue of infringement. 

The injunction in this case permanently enjoined appellants directly or 
indirectly from infringing appellee’s trade-marks, and from using the word 
“Eskay” or any colorable imitation thereof. Thus we have left for decision the 
sole question of whether appellants’ use of the word “Enkay,” in the same way 
it had previously used appellee’s trade-mark “Eskay,” is a colorable imitation 
of the trade-mark “Eskay.” We think it is. 

Appellants do not necessarily have to use the identical word to invade the 
rights of appellee. It is sufficient if they adopt a trade-mark so like appellee's 
in form, spelling, or sound, that a person who does not have a very definite or 
clear recollection of the real trade-mark is likely to become confused or misled. 
That is the reason the injunction specifically prohibited appellants’ use of any 
colorable imitation of the word “Eskay.” In such a case as this, where the 
appellants have been found guilty of infringing the trade-mark rights of others, 
they should thereafter be required to keep a safe distance away from the divid- 
ing line between violation of, and compliance with, the injunction. They must 
do more than see how close they can come with safety to that which they were 
enjoined from doing. Appellants, by the use of the word “Enkay,” are trying 
to come about as close as is conceivably possible to a continuance of the use 
of the word “Eskay,” which they are prohibited from using by the final judg- 
ment. If this court permitted such an act, it would render ineffective the consent 
decree entered into between these same parties, which we do not intend to do. 
The judgment appealed from is affirmed. 


1. Nims on Unfair Competition & Trade Marks, p. 1188, Section 373(g). See also 
Broderick and Bascom Rope Co. v. Manoff, 41 F. 2d 353. 
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IN RE FLEET-WING CORPORATION (2 Cases) 
No. 5752, 5753—C. C. P. A.—April 10, 1951 


TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 

Question of confusing similarity is largely one of opinion depending on different 
circumstances of each case. 

Carmel Wine case did not establish proposition that under no circumstances could 
entire mark of another be appropriated by a newcomer. 

Emphasis placed on environment of sales by applicant held not appropriate because 
sales methods are subject to change at any time. 

While full consideration should be given to prior registrant’s consent to applica- 
tion, it cannot confer upon Commissioner power to do what statute prohibits. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Fleet-Wing” held confusingly similar to “Fleet” and to “Wing,” used on identical 
goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Applications for registration of trade-mark by Fleet-Wing Corporation. 
Applicant appeals from refusals of registration, under 1905 Act. Affirmed. 
Campbell, Brumbaugh, Free & Graves (Gertrude M. Egan, Walter H. Free, 

of counsel) and Fisher & Christen, for Applicant-appellant. 


E. L. Reynolds, for Commissioner of Patents. 
Before Garrett, Chief Judge and Jackson, O’CoNNELL, JOHNSON and Wor_LeEy, 

Associate Judges. 

Wort ey, J.: 

These are two appeals from decisions of the Commissioner of Patents of 
the United States Patent Office, 80 U. S. P. Q. 177 and 80 U. S. P. Q. 179, 
affirming the action of the Examiner of Trade-Marks, in refusing to register the 
mark “Fleet-Wing” for use on automobile storage batteries and on automobile 
tires and tubes because of the prior registrations of the words “Fleet” and 
“Wing,” respectively, on identical goods. 

The mark “Fleet,” registration No. 386,987, was issued to the Gilmore 
Oil Company April 29, 1941, for use on storage batteries; the mark “Wing,” 
registration No. 46533, was issued to the Goodyear Tire and Rubber Company 
September 26, 1905, for use on automobile tires and tubes. 

Although separate records were submitted in each case, because of the 
common subject matter, counsel for appellant have submitted a single brief 
before this court. 

From the record, it appears that appellant is incorporated in the State 
of Ohio and does business under the name Fleet-Wing Corporation; that since 
1928 it has engaged in operating a chain of automobile service stations in the 
Middle Western States; that a part of the chain is owned by the corporation 
but a number of the stations are leased to individual operators under a franchise 
system which entitles them to the use and display of the Fleet-Wing insignia; 
and that registration of such Fleet-Wing insignia as a service mark was 
granted appellant in March 1950. 
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Aside from storage batteries and automobile tires and tubes, other auto- 
mobile accessories are sold which include seat covers, radiator compounds, 
oil, gasoline, and insecticides. Appellant has been granted registration for 
four “Fleet-Wing” trade-marks on gasoline and lubricating oils; insecticides, 
insect sprays and cattle sprays; gasoline, lubricating oils and lubricating 
greases; and for oil soap, cleansers, and metal polishes for automobiles. It 
also uses the mark “Fleet-Wing” on other items which it handles. 


Appellant contends here, as it did before the tribunals of the Patent Office, 
that the provisions of section 5 of the Trade-Mark Act of 1905 are not applicable. 
The pertinent portions of that section read as follows: 

That no mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registration as a 
trade-mark on account of the nature of such mark unless such mark * * * so nearly 
resemble [s] a registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as to be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers 
** * 

Among the reasons advanced by appellant in support of its contention 
that concurrent use of the mark “Fleet-Wing” on storage batteries and the 
registered mark “Wing” on tires and tubes would not be likely “to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers,” we find 
the following: that the mark for which registration is sought is also the name 
of appellant; that its date of incorporation in 1928 was prior to the registra- 
tion of the mark “Fleet”; that the mark of appellant is different in sound, 
meaning, and appearance from the registered marks; that the owner of the 
mark “Fleet” has consented to its use by appellant; and that the environment 
of sales, namely, that it is sold only in its own and franchised service stations, 
all combine to eliminate, or at least lessen, the possibility of any confusion in 
the minds of the purchasing public as to the common origin of the items to 
which the marks are applied. 

As pointed out, the tribunals of the Patent Office felt there was sufficient 
likelihood of such confusion as to warrant their action in refusing registration. 


Cases such as the one at bar are often difficult of decision. We believe it 
pertinent to quote at this point from the decision in the case of Lever Brothers 
Co. v. The Sitroux Co., 27 C. C. P. A. (Patents) 858, 860, 109 F. 2d 445, 
44 U. S. P. Q. 357: 


It may be said at the outset that in cases like that at bar where the registra- 
tion of one mark over a similar mark for goods of the same class is involved, 
there is rarely any decision of any court that is sufficiently analogous to be abso- 
lutely controlling. One reason this is true is because, as has been frequently 
stated, the question of confusion resulting from the similarity of the marks and 
goods is largely one of individual opinion. Where the circumstances in a decided 
case differ, even only to a slight degree, from those in a case to be decided, it is 
often difficult to determine just what effect those differences should be given. 


The sole question here is whether the concurrent use of the word “Fleet- 
Wing” and “Fleet” on identical goods would be likely to cause confusion in 
the mind of the public. 
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In our opinion the tribunals of the Patent Office were correct in holding 
that “Fleet-Wing” and “Fleet” are sufficiently similar in sound, meaning, and 
appearance, when applied to identical goods, as to justify denial of registration. 


The Solicitor for the Patent Office argues the law is well established that 
a mark consisting of two separable parts is not registrable where either part 
consists in its entirety of a registered mark belonging to a prior registrant when 
used on identical products, citing as its authority Carmel Wine Company Vv. 
California Winery, 38 App. D. C. 1, 1912 C. D. 428, and quotes therefrom as 
follows: 
* * * Tt goes without saying that one has no right to incorporate the mark of 
another as an essential feature of his mark. Such a practice would lead to no end 


of confusion, and deprive the owner of a mark of the just protection which the 
law accords him. 


We do not believe that decision established the proposition that under no 
circumstances could the entire mark of another be appropriated by a newcomer. 


In the following quotation from the decision of the commissioner, with 
reference to appellant’s application for registration of the mark “Fleet-Wing” 
over the registered mark “Wing,” it is stated: 


* * * It is of course true that where a word comprises a mark, or a con- 
spicuous part of a mark, and is combined with other words or features in a new 
mark in such a manner that it is completely differentiated therefrom or so that it, 
in effect, loses its identity and that similarity in sound, appearance or meaning is 
lacking in the resulting combination, it may be registered, and in such cases what 
applicant designates as a “rule of thumb” has not been followed. As instances of 
cases in which this exception has been followed see The Vendo Company v. 
Vendorlator Manufacturing Co., 613 O. G. 1101, 78 U. S. P. Q. 207; The Borden 
Company v. Swiss-American Importing Co., 614 O. G. 821, 78 U. S. P. Q. 335. This 
does not, however, detract from the soundness of the general rule expressed in the 
Carmel Wine v. California Winery case, supra. In Montgomery Ward & Co., 
Incorporated v. Spiegel, Incorporated, 30 C. C. P. A. 721, 132 Fed. (2d) 144, 
the court said: 

* * * we do not mean to imply that any newcomer would be privileged to 
register a trade-mark using the word ‘air,’ unless the mark as a whole were 

of such character as to eliminate the probability of confusion in trade. 


Here the mark sought to be registered is printed in a slanted block type 
as is the registered mark “Fleet” and the goods are identical, therefore if appel- 
lant’s registration is allowed, there must be a sufficient distinction between the 
marks themselves. It was the examiner’s holding that such a distinction did 
not exist because the mark of the registrant was incorporated into the appel- 
lant’s mark in such a manner that confusion in the mind of the purchasers was 
inevitable. We share the belief of the examiner that it would be quite logical 
for the ordinary purchaser to assume that “Fleet” and “Fleet-Wing” storage 
batteries were companion products of the same manufacturer. 


The emphasis placed by appellant on the environment of sales is not appro- 
priate because the application for registration does not limit sales in any par- 
ticular manner or to any particular stores or stations and it is well established 
that sales methods are subject to change at any time. 
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Appellant strongly urges that the consent granted by the owner of the 
mark “Fleet” to its use by appellant should be given great weight. We agree 
that full consideration should be given such consent but we cannot agree 
that in this case it lessens the probability of confusion, nor should it be held 
to modify the language of the court in the case of Jn re Laskin Brothers, Inc., 
32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 U. S. P. Q. 225, where it 
was stated: 

* * * In refusing to register a prohibited mark, the Commissioner of Patents 
acts as the guardian of the public interests and the parties by their deeds or agree- 
ment cannot confer upon him the power to do that which he is prohibited from doing 
under the statute. 


For the reasons stated herein, we believe the tribunals of the Patent Office 
were correct in holding that the concurrent use of the word “Fleet” and “Fleet- 
Wing” when used on identical goods would be likely to cause confusion in the 
mind of the public and to deceive purchasers. 


With respect to the denial of registration of the mark “Fleet-Wing” for 
the reason that, as applied to identical goods as those to which the registered 
mark “Wing” is applied, these marks are confusingly similar for the same rea- 
sons we have applied in our agreement with the decision of the Commissioner 
holding that “Fleet-Wing” and “Fleet” are confusingly similar. 


For the reasons stated, we feel the decisions of the Commissioner of 
Patents should be and they are hereby affirmed. 


WILLSON ET AL. v. GRAPHOL PRODUCTS CO. INC. 
No. 5781—C. C. P. A—April 10, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Grafo” and “Grafolube,” used on lubricating oil compounds, held confusing] 
y 
similar to “Graphol,” used on rust solvent and penetrating lubricant. 


CANCELLATIONS—EvIDENCE—NOTICE 
On facts of record, held that appellee (petitioner) had no actual notice of existence 
of appellant’s marks or registration thereof, resulting from appellant’s advertising. 
TRADE-MaRKS—ACQUISITION OF RIGHTS—GENERAL 
Trade-mark is a right growing out of use; and federal trade-mark statutes did not 
attempt to create exclusive rights in marks, but to protect existing rights. 
Registration under 1905 Act was not such constructive notice as to make it impossi- 
ble for later good faith user to gain rights in a mark in an area into which registrant’s 
trade had not extended. 
TrapE-Mark Act or 1946—Derrenses—Section 19 


CANCELLATION—DEFENSES—LACHES 
Section 19 of 1946 Act, making available equitable defense of laches, removed 
1905 Act statutory impediment to consideration of an old defense rather than creating a 
new defense. 
On facts of record, appellee (petitioner), having had constructive notice of appel- 
lant’s registrations, held barred by laches from obtaining cancellation thereof. 
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TRADE-MARKS—CONSTRUCTIVE NoticE—EFFECT OF REGISTRATION 
1905 Act registrations held constructive notice precluding petitioner for cancella- 
tion from pleading ignorance of existence of particular mark. 


TRADE-MARKS—CONCURRENT USE—EFFECT OF REGISTRATION 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Trade-mark registrant held not required to search and find all prior interfering 
registrations in order to claim use in good faith. 

While registration of confusingly similar mark by later-comer is held such con- 
structive notice as to preclude first-user from pleading ignorance in cancellation pro- 
ceedings brought after long delay, contention that the prior registration by the first-user 
had effect of constructive notice which affected second-comer’s claim of current use 
in good faith held untenable. 


Appeal from Commissioner of Patents. 

Trade-Mark cancellation proceedings by Graphol Products Co. Inc. against 

Edward A. Willson and Grafo Colloids Corporation. Willson et al. appeal 
from cancellation of registrations. Reversed. 
Brown, Critchlow, Flick & Peckham (Jo. Baily Brown of counsel) for appellants. 
Cushman, Darby & Cushman (William M. Cushman of counsel) for appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WoRLEy, 

Associate Judges. 

JouNsoN, J.: 

On May 4, 1944, appellee filed petitions to cancel appellants’ registrations 
“Grafo” and “Grafolube” pursuant to section 13 of the Trade-Mark Act of 1905 
(formerly 15 U.S. C. 93). The Examiner of Interferences sustained the petitions, 
whereupon the records were consolidated and appealed to the commissioner, and 
on his affirmance of the examiner, to this court. On January 6, 1948, an opinion 
was handed down remanding the case to the commissioner for the purpose of 
taking additional testimony, this court having found that section 19 of the 
Trade-Mark Act of 1946, relating to the defense of laches, was applicable. 
[35 C. C. P. A. (Patents) 857, 165 F. 2d 446, 76 U. S. P. Q. 312.] After both 
parties had taken testimony, the Examiner of Interferences again found for 
appellee, was affirmed by the commissioner, and appeal was again had to 
this court. 

There is no dispute as to the facts, which appear to be as follows: Appellee 
is the owner of registration No. 194,841 for the mark “Graphol.” The mark 
was registered January 27, 1925, as applied to “Rust Solvent and Penetrating 
Lubricant.” Continuous use was stated to be since January 1922. Appellants 
are the owners of registration No. 316,676 for the mark “Grafo,” granted 
September 4, 1934 as applied to “Lubricating Oil Compound,” and registration 
No. 310,077 for the mark “Grafolube,” granted February 13, 1934 as applied 
to “Lubricating Oil Compounds.” Continuous use of both of these marks was 
stated to be since August 1933. 

On May 4, 1944, about ten years subsequent to appellants’ registration 
dates, appellee filed petitions to cancel both marks. 

The marks of both parties have been in continuous use and have not 
been abandoned. Both parties claim a territorial distribution which covers the 
entire United States. Both organizations are small and do most of their 
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selling by personal contact, correspondence and telephone. None of the goods 
are sold over the counter by retail dealers. Appellee’s annual sales during 1944, 
its best year, amounted to approximately $25,000 and had fluctuated between 
$11,000 and $18,000 in the years preceding the recent war. Appellants’ sales 
for the year 1944 were $58,000 and had averaged $30,000 per year in the years 
prior to the war. Appellants’ witness stated that it would cost appellants many 
thousands of dollars and cause irreparable loss to their business if they were 
forced to change their marks. 

At various times since 1935 appellants had advertised their merchandise 
with their marks attached in the following publications: ‘“‘Jobber Topics,” “Pur- 
chasing,” “Manufacturers Register,” ““Thomas Register of American Manufac- 
turers,” ““MacRae’s Blue Book,” and ‘“Plant-Production Directory.” There was 
undisputed testimony that appellee had no actual knowledge of the use of the 
trade-marks “Grafo” and “Grafolube” until shortly before the cancellation 
proceedings were brought. 

Appellee’s first actual knowledge of appellants’ trade-marks was gained in 
February 1944, when, in contemplation of selling or recapitalization, counsel 
was retained to locate and eliminate any interfering marks. A search of the 
Patent Office records revealed the marks of appellants and cancellation pro- 
ceedings were instituted. 

The Patent Office tribunals held in the previous proceedings that the 
marks of appellants so closely resembled the mark of appellee that, when 
used on goods of admittedly the same descriptive properties, they would be 
likely to cause confusion in trade and deception of purchasers. These same 
tribunals in the later hearing of the case after remand considered only the 
defense of laches and held that there had been no actual knowledge; that the 
advertising was not of such a nature or extent that it might be assumed that 
the petitioner in its normal commercial activity would have seen it or otherwise 
heard of appellants’ activity; that appellants’ registrations did not constitute 
constructive notice, and consequently that appellee was not guilty of laches 
and was entitled to prevail. 

Appellants contend that the commissioner erred in the following: 

1. In refusing to consider issues other than laches on remand and thus re- 
fusing to look again at appellants’ contentions that the marks are not confusingly 
similar, and that the record negatives actual or probable confusion and con- 
sequent injury. 

2. In failing to hold that appellee had constructive notice of appellants’ 
marks by means of the advertising shown. 

3. In failing to hold that appellants’ 1905 Act registration was constructive 
notice to appellee of appellants’ marks. 

4. In failing to hold that appellee was barred by laches from obtaining 
any relief. 

Taking these points up in the order in which they appear, we find our- 
selves in agreement with the commissioner as to the similarity of the marks and 
the likelihood of confusion. We entertain no doubt that had appellee opposed 
the registration of these marks at the appropriate time it would have been 
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successful. Assuming but not deciding, that appellee has shown such injury 
as to satisfy section 13 of the Trade-Mark Act of 1905 (formerly 15 U. S. C. 93), 
we proceed to the question of notice and laches. 


As to the effect of the advertising, we agree with the commissioner, and 
adopt his observations: 


The advertising referred to was published in certain registers or directories and 
in certain trade publications. The testimony now presented for petitioner shows that 
it had no access to any of these publications until almost immediately before bring- 
ing the petition for cancelation. Petitioner is a small concern and the only persons 
who might have had knowledge specifically testified that they had seen none of these 
publications and had never heard of the respondent’s use of its mark until about 
the time the petitions were filed. It is clearly shown that no actual knowledge 
existed, nor is the advertising of such a nature or extent that it may be assumed 
that the petitioner in its normal commercial activity would have seen it or otherwise 
heard of respondent’s activity. In fact, respondent who clearly had access to at 
least one of the registers in which petitioner’s mark was also listed states that he 
had never heard of petitioner’s mark prior to these proceedings. Based on actual 
knowledge or upon knowledge to be imputed because of advertising of respondent 
there clearly was no notice to petitioner of the existence of respondent’s marks or 
the registration thereof. 


We thus come to the question of the effect of the 1905 Act registrations 
as notice. 
It is urged on behalf of appellee, and was held by the Examiner of Inter- 


ferences, that registration under the 1905 Act is not legally constructive notice, 
citing United Drug Co. v. Rectanus Co., 248 U. S. 90, and General Baking Co. v. 
Gorman, 3 F. (2d) 891. These cases have been carefully studied as well as all 
others which could be found dealing with the principle therein laid down. Han- 
over Milling Co. v. Metcalf, 240 U. S. 403; U. S. Printing and Lithograph Co. v. 
Griggs, Cooper & Co., 279 U. S. 156; American Trading Co. v. Heacock Co., 
285 U. S. 247; General Baking Co. v. Goldblatt Bros., 90 F. (2d) 241; Griesedieck 
Western Brewery Co. v. Peoples Brewing Co., 149 F. (2d) 1019; George W. 
Luft Co. v. Zande Cosmetic Co., 142 F. (2d) 536; Standard Brewery Co. v. Inter- 
boro Brewing Co., 229 F. 543; Arrow Distilleries, Inc., v. Globe Brewing Co., 
30 F. Supp. 270. With the exception of Standard Brewery Co. v. Interboro Brew- 
ing Co., a decision which cited no authority, and which has never been followed, 
the foregoing cases are unanimous in denying that federal registration had any 
effect as notice. Before going any further, however, it is well to see exactly 
what problm these cases were treating and exactly what they decided. In each 
of these cases, except the Hanover case, where no registration was involved, an 
injunction was sought to prevent future infringement of a registered trade-mark 
by an alleged infringer whose use had innocently grown up in an area untouched 
by the plaintiffs trade. The issue thus was the effect of federal registration, the 
territorial scope of its protection, and whether a subsequent user innocent in fact 
could be innocent in law once the plaintiff’s mark was registered. The conclusions 
are well known today. A trade-mark is not a grant, does not spring up through 
registration as do patents and copyrights, but is a right growing out of use. 
United Drug Co. v. Rectanus Co., supra. The federal trade-mark statutes did 
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not attempt to create exclusive rights in marks, but attempted to provide appro- 
priate procedure and to give protection and remedies for rights that already 
existed. American Trading Co. v. Heacock Co., supra. Thus federal registration 
was not such constructive notice as to make it impossible for a later good 
faith user to gain rights in the mark in an area into which the registrant’s trade 
had not extended. To have held otherwise would have given federal registration 
the effect of a grant, a grant to the registrant of trade-mark rights beyond the 
common law rights he had acquired by use. 


Clearly the case before us presents a different aspect of constructive notice. 
As has been pointed out many times in the past, the Patent Office and this court 
pass upon the statutory question of the registrability of trade-marks and not upon 
the common law right to use a particular mark. Proctor & Gamble Co. v. J. L. 
Prescott Co., 77 F. (2d) 98; White House Milk Products Co. v. Dwinell-Wright 
Co., 27 C. C. P. A. (Patents) 1194, 111 F. (2d) 490, 45 U. S. P. Q. 444. The 
distinction is important because frequently in the past these rights have not 
co-existed in the same person. U. S. Printing & Lithograph Co. v. Griggs, Cooper 
& Co., supra; General Baking Co. v. Gorman, supra; H. Kuhn & Sons, Inc. Vv. 
Letts, 285 F. 970. The instant question being one of registrability, and laches 
having been no defense prior to the 1946 Trade-Mark Act, Cluett, Peabody & 
Co., Inc. v. Hartogensis (Arrow Emblem Co., Inc., Substituted), 17 C. C. P. A. 
(Patents) 1166, 41 F. (2d) 94,5 U.S. Pat. Q. 129, the question appears as one 
of first impression before this court. 


The intent of the framers of the 1946 Trade-Mark Act in inserting section 
19 authorizing the consideration of laches, as suggested by the hearings before 
the Committee on Patents of the House of Representatives, Hearings before 
Committee on Patents, subcommittee on Trade-Marks, on H. R. 102, H. R. 
5461, and S. 895, 77th Cong., Ist Sess. 153, 154 (1941), was that this section 
would eliminate the hardship following literal interpretation of section 13 of 
the 1905 Act. Under that Act cancellation petitioners guilty of gross laches 
were allowed to cancel subsequent registrations regardless of how much hard- 
ship resulted. Proctor & Gamble Co. v. J. R. Prescott Co., supra. Section 19 of 
the 1946 Act makes available the defense of laches and thus frees the registrant 
to present an equitable defense which, in the eyes of the committee, he should 
have been free to present at all times. Thus this section creates no new defense 
but removes a statutory impediment to consideration of an old defense which 
had always existed. 


Our predecessor, the Court of Appeals of the District of Columbia, had 
reached a conclusion opposite to our own and did not consider that section 13 
of the 1905 Act precluded the defense of laches. In Gerstendorfer Bros. v. 
United Supply Co., 26 F. 2d 564, the petitioner sought the cancellation of 
respondent’s mark “Samoline” which had been registered and in use for a 
period of fifteen years. It is not clear whether the petitioner had actual 
knowledge of the respondent’s trade-mark or not. The Patent Office had refused 
the cancellation on the grounds that the goods on which the marks were used 
were not of the same descriptive properties, and that even if they were, the 
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petitioner through his long delay and failure to object had lost the right to 
institute cancellation proceedings. On this last point the Court of Appeals said: 


Considering the doubt thus raised in connection with the fact that the trade- 
mark “Samoline” has been appropriated and used on the goods produced by appellee 
company for more than fifteen years, and that no objection was interposed by the 
petitioner company, we agree with the holding of the Commissioner that “under 
these circumstances this Office would not be justified in disturbing in any way at 
this time the registrant’s rights respecting its trade-marks. If the petitioners ever 
had any right to oppose the right of the registrant to register its marks, such right 
of the petitioners has been lost by laches. * * *” 


A search of the Appeals Courts’ infringement decisions in which laches 
were considered brings to light only one case in which it appears that both marks 
involved were registered. In C. B. Fleet Co., Inc. v. Mobile Drug Co., 284 F. 
813, the plaintiff was the owner of the mark ‘“‘Phospho-Soda” registered under 
the Act of 1905. His use of the mark dated back to 1894 and his registration 
to 1916. The defendant’s predecessor had been selling a similar preparation 
under the name “Phospho” and had registered his mark in 1902. The court 
refused to grant the plaintiff an injunction and said: 


But the court could well have dismissed this bill and denied relief because of 
the laches of plaintiff which it disclosed. The defendant and its predecessors had 
been manufacturing their preparation since at least 1902. Jts alleged trade-mark 
“Phospho” was registered in that year. In 1911 this business and all rights in 
said name were disposed of by their then owners to the present defendant. During 
all this time the plaintiff took no steps to prevent the building up of said business, 
the outlay made therein, nor its sale to the defendant, after 9 years of prior use by 
the vendor but sat quiet during the continued public conduct thereof by the defend- 
ant for ten more years, before the bill was filed in this case. /t is true that plaintiff 
alleges, generally, that it was ignorant of the facts until recently; but no reason why 
it was so ignorant, no concealment by defendant, ts alleged. 


* * * We think the facts disclosed by the plaintiff's own averments showed 
such laches as deprives him of equitable relief. (Italics ours.) 


In the present case it is conceded that appellee had no actual knowledge 
of the appellants’ registration or use of the mark in trade. It is also conceded 
that this cancellation proceeding was not instituted because appellee had finally 
become aware of appellants’ competing trade but was instituted after a search 
of the Patent Office records pursuant to a contemplated recapitalization or sale 
of appellee’s business. Thus the Patent Office record of registrations was used 
by appellee for exactly the purpose that appellants contend it serves, as public 
notice of rights claimed in the listed marks. The language of this court in our 
preceding disposition of this case is deemed apt: 


The petitions herein were not filed until about ten years subsequent to the dates 
of appellants’ registrations. If registrations in the Patent Office are to be considered 
as public records, it would appear that appellee might be deemed to have had con- 
structive notice of them as of the dates thereon. If knowledge is to be presumed 
by reason of such notice, and appellee knowingly stood idly by for about ten years 
during which time appellants innocently conducted, developed, and advertised their 
business, it would seem that the doctrine of laches could apply. * * * 
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In Walgreen Drug Stores v. Obear-Nester Glass Co., 113 F. 2d 956, 
certiorari denied, 311 U. S. 708, the plaintiff, Obear-Nester, had brought suit 
against Walgreen Drug Stores charging infringement of its statutory trade- 
mark. Corning Glass Works was allowed to intervene and defended the suit. 


Plaintiff had registered its mark “Rex” in 1900 for prescription bottles. 
Defendant had registered its mark “Pyrex” in 1917 and had continuously used 
it thereafter to designate glassware with special heat resistant properties. In 
1922 defendant commenced using its mark on nursing bottles and registered 
“Pyrex” for nursing bottles in 1924. Plaintiff first applied its mark “Rex” to 
nursing bottles in 1928 and subsequently sought an injunction upon the alleged 
infringement of its statutory mark as applied to nursing bottles. There was 
no claim of unfair competition, unfair practices, or fraud. The court, holding 
that defendant’s high quality nursing bottles were not of the same descriptive 
properties as plaintiff’s prescription bottles, and noting that plaintiff had entered 
the nursing bottle field after defendant had acquired prior rights there, refused 
to grant the injunction. The following language from the opinion is thought 
particularly appropriate and is quoted at length: 

* * * Here registration under the Federal Act does not create a trade-mark 
and confers no new rights to the mark claimed, nor, indeed, any greater rights 
than already existed at common law without registration. (Citing cases.) Regis- 
tration is a method of recording for the protection of dealers, the public, and owners 


of trade-marks. It is notice of the claims of the owner affecting his right to the 
mark, * * * 


It appears from the sworn declaration of plaintiff in its application for regis- 
tration that it claimed to have acquired a common law right to the exclusive use 
of the trade-mark “Rex” upon prescription bottles. It so limited its claim at the 
time of its original registration and again when it filed its application, April 25, 
1927, for a re-registration of its mark. This was in the nature of a notice to the 
owners of trade-marks, to dealers, and to the whole world, that Obear-Nester was 
claiming the right to the exclusive use of this trade-mark on prescription bottles 
only. * * * (Italics ours.) 


The court further likened the situation to that existing in the patent field 
when a reissue patentee sues on broadened reissue claims and encounters inter- 
vening rights. The language of the Supreme Court in Sontag Chain Stores 
Co. v. National Nut Co. of California, 310 U. S. 281, 293, was quoted as 
applicable in principle: 

“In the case under consideration the patentee might have included in the appli- 
cation for the original patent, claims broad enough to embrace petitioner’s accused 
machine, but did not. This ‘gave the public to understand’ that whatever was not 


claimed ‘did not come within his patent and might rightfully be made by anyone.’ 
* * *” (Italics ours.) 


The Court of Appeals thus decided that federal registrations were construc- 
tive notice of their existence and of what information was contained in the 
records. 

Manifestly, registrations under the Act of 1905 are public records, appellee’s 
very use of those registrations attests that fact. Where a person has a proprietary 
right or claim and statutory provision exists for the recordation of that right 
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or claim it has been almost uniformly held that such record is notice to the 
world of the interest recorded. Thus in the case of a deed to land, Wineman 
v. Gaztrell, 53 F. 697; Socrates Quicksilver Mines v. Carr Realty Co., 130 F. 
293, 297 ; a mortgage on land, Dick v. Balch, 33 U. S. 30; Levinz v. Will, 1 U. S. 
430; a chattel mortgage, Northwestern Bank v. Freeman, 171 U. S. 620; a 
conditional sale, Cable Co. of Alabama v. Stewart, 191 F. 699; Meyer Herson 
Auto Sales Co. v. Faunkhauser, 65 F. 2d 655; a patent assignment, Waterman 
v. Mackenzie, 138 U. S. 252; Paulus v. M. M. Buck Mfg. Co., 129 F. 594; 
and a copyright assignment, Brady v. Reliance Motion Picture Corp., 232 F. 
259; Photo-Drama Motion Picture Co. v. Social Uplift Film Corp., 220 F. 448; 
any prospective purchaser is constructively notified of what the pertinent public 
records contain and will not be heard to complain that he acted in ignorance 
of the facts. 


We are of opinion that registrations under the 1905 Act are public records 
and that as such they constitute such constructive notice as will preclude a 
cancellation petitioner from pleading ignorance of the existence of a particular 
mark. 


The commissioner’s decision raises the point, and we think it should be 
laid to rest, that if registration is to be held constructive notice to appellee, 
then it would also have been constructive notice to appellant and would affect 
its claim of concurrent use in good faith. For several reasons we consider this 
to be an untenable objection. 


It first must be realized that in holding that appellants’ registrations con- 
stitute constructive notice of their existence as registrations to appellee, a 
cancellation petitioner, we upturn no precedents and overrule no decisions. This 
court, refusing to recognize equitable defenses in a cancellation proceeding, had 
no cause or opportunity to examine the effect of registration. Our predecessor, 
the Court of Appeals for the District of Columbia, recognizing equitable defenses, 
had refused to cancel a mark where the petitioner delayed fifteen years in 
seeking such cancellation. In infringement suits it has been uniformly recognized 
that registering a trade-mark is no safeguard against the defense of laches. 
Thomas J. Carroll & Son Co. v. McIlvaine & Baldwin, 183 F. 22; Fruit 
Industries v. Bisceglia Bros. Corporation, 101 F. 2d 752. Whereas intentional 
use of another’s trade-mark cannot be innocent, is actual fraud, and will 
seldom support a defense of laches, Menendez v. Holt, 128 U. S. 514, 523, 
Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19, 39, constructive fraud will 
not bar the defense unless there is great diligence on a plaintiff’s part. McIntire 
v. Pryor, 173 U. S. 38, 54. We are aware of no case which has held an 
infringer guilty of constructive fraud because the mark he innocently selected 
was registered. The cases to the contrary, holding the defense of laches valid 
in such a situation, are too numerous to be completely cited. Thomas J. Carroll 
& Son Co. v. McIlvaine & Baldwin, supra; Fruit Industries v. Bisceglia Bros. 
Corporation, supra. 


To hold that a trade-mark registrant in order to claim good faith must 
search and find all prior interfering registrations would transfer the burden 
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of examining and searching trade-mark applications from the Patent Office to 
the applicant. Clearly this cannot be the law. 

It is our opinion that appellants’ registration constituted constructive 
notice to appellee, and that appellee, having stood idly by for some ten years 
during which time appellants innocently conducted and built up their business 
until it was larger than that of appellee, is now precluded by laches from 
obtaining cancellation of appellants’ trade-marks. 

The following language of the court in Old Lexington Club Distillery Co. 
v. Kentucky Distilleries & Warehouse Co., 234 F. 464, 469, affirmed 247 F. 
1005, seems singularly appropriate: 

* * * For one to permit another to build up a reputation for one’s goods under 

a trade-name for a long period of time, and then to assert an exclusive right to that 

name, and thereby acquire the benefit of the reputation and trade which the other 

has built up, when it lay in the power of the former at any time to have arrested 
the use of the trade-name by the latter, seems to me most inequitable, because, 

if the right had been asserted before the reputation was acquired, the infringer 

could have adopted another name and built his reputation on it. * * * 


For the reasons hereinbefore stated the decision of the Commissioner 
Patents is reversed. 


KENSINGTON STEEL COMPANY v. NICHOLS ENGINEERING 
& RESEARCH CORP. 


No. 5777—C. C. P. A.—April 3, 1951 


TrADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Metal castings and forgings held goods of the same descriptive properties as man- 
ganese, steel, rough and partly finished manganese and steel castings and metal products, 
parts and castings, under 1905 Act. 
TrRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “alloy,” which forms the last two syllables of applicant’s mark “Nerc- 
alloy,” and the expression “oloy,” held descriptive of metals, metal goods and castings, 
under 1905 Act. 
TrapE-Marks—Marks Not CoNFuSINGLY SIMILAR—PARTICULAR INSTANCES 
“Nercalloy” held not confusingly similar to “Oroloy,” used on similar goods, under 


1905 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Citation of cases in trade-mark registration litigation is of little assistance since 
question of confusing similarity depends upon facts in each case. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Kensington Steel Company against Nichols Engi- 
neering & Research Corp. Opposer appeals from dismissal of notice of oppo- 
sition. Affirmed. 

James R. McKnight, Robert C. Comstock, and Emory L. Groff, for Opposer- 
appellant. 

William L. Edmonston (Raymond J. McElhannon and J. Austin Stone of coun- 
sel), for appellee. 
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Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WorLEy, 

Associate Judges. 

Jackson, J. 

This is an appeal in an opposition proceeding from a decision of the Com- 
missioner of Patents affirming that of the Examiner of Interferences dismissing 
an opposition by appellant to the registration of a trade-mark of appellee 
which essentially consists of the notation “Nercalloy.” 

The notice of opposition relates solely to the confusion in trade clause of 
Section 5 of the Trade-Mark Act of 1905. 

Appellee’s application for registration was passed for publication and 
appeared in the Official Gazette of September 16, 1947. In the application it 
was alleged that the trade-mark had been continuously used since April 30, 1947, 
being generally affixed or applied to metal castings and forgings. 

On October 3, 1947, appellant filed its notice of opposition in which it 
alleged its ownership of the trade-mark “Oroloy,” Registration No. 410,617, 
dated December 5, 1944, as applied to manganese, steel, rough and partly fin- 
ished manganese and steel castings, and the same trade-mark, Registration No. 
411,692, dated January 30, 1945, for metal products, parts, and castings. Thus 
it will be noted that the goods to which the respective parties’ trade-marks are 
applied are of the same descriptive properties. 

The sole issue before us, as it was below, is confined to the question as to 
whether or not the involved marks are confusingly similar. 

In support of the contention by counsel for appellant it was argued before 
the examiner that the resemblance between the marks of the parties are com- 
parable to the marks “Utiloy” and ‘‘Uloy” which were held to be confusingly 
similar in a decision of the commissioner in the case of Republic Steel Corp. v. 
Utility Trailer Mfg. Co., 74 U. S. P. Q. 72, and the marks “Arcaloy” and “Oro- 
loy,” which were also held to be confusingly similar in a decision of the com- 
missioner in the case of Kensington Steel Co. v. Alloy Rods Co., 78 U.S. P. Q. 92. 

The examiner was of opinion that the resemblance between the marks of 
those cited cases was greater than that between the marks here involved. He 
noted that the marks in the cases relied upon contain common endings and 
also that there is a substantial similarity in the initial portions thereof, whereas 
there is no substantial resemblance between “Nercalloy” and “Oroloy,” except 
in the suffixes, respectively, “Alloy” and “Oloy.” The examiner stated very 
properly, in our opinion, that the syllables “Alloy” of appellee’s mark obviously 
describes the character of the goods to which the trade-mark is applied and 
he believed, because the syllables of appellant’s mark may have the same sound 
and significance, those who purchased the goods of the parties would pay little 
attention to either of those terminal syllables in identifying the goods of the 
parties as to source, but would rely upon the initial syllables ““Nerc” and “Or” 
which, of course, are entirely dissimilar. 

The examiner, in his decision, cited as being more pertinent to the issues 
herein than the cases relied upon by opposer, the cases of Younghusband v. Kur- 
lash Co., Inc., 25 C. C. P. A. (Patents) 886, 94 F. (2d) 230, 36 U.S. P. Q. 323; 
the commissioner’s opinion in Sharp & Dohme, Incorporated v. Oxiderm Labora- 
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tory, 80 U. S. P. Q. 26, and the commissioner’s opinion in Duramold Aircraft 
Corp. v. Timm Aircraft Corp., 62 U. S. P. Q. 387, wherein it was respectively 
held that the marks “Starlash” and “Kurlash,” “Oxiderm” and “Teesaderm,” and 
“Aeromold” and “Duromold” were not confusingly similar because the only 
common features in those marks showed a lack of distinctiveness. 

In their argument before the commissioner, counsel for appellant cited the 
Republic Steel case, supra, Kensington Steel case, supra, and the commissioner’s 
decision in the case of Carboloy Co., Inc. v. General Aircraft Equipment, Inc., 
73 U.S. P. Q. 477. 

We have no doubt that the word “Alloy” which is the last two syllables 
of appellee’s mark, and the expression “Oloy” the last two syllables in the 
mark of appellant, should be considered as obviously descriptive of the goods 
of the parties and those parts of the mark would have little, if any, significance 
in identifying the respective goods as to source. Furthermore, the marks of 
the parties considered in their entireties bear such little resemblance that even 
when used on goods of identical descriptive properties they would not be likely 
to lead to confusion in trade. 

We have repeatedly held that the citation of cases in trade-mark registration 
litigation are of little assistance. Therefore, it is not necessary to discuss the 
several decisions which have been cited. /n re Dutch Maid Ice Cream, 25 
C. C. P. A. (Patents) 1009, 95 F. (2d) 262, 37 U. S. P. Q. 202. 

For the reasons hereinbefore set out, the decision of the commissioner is 
affirmed. 


THE PEOPLE OF THE VIRGIN ISLANDS ET AL. v. 
W. A. TAYLOR & COMPANY 


No. 59-272—U. S. D. C. S. D. N. Y.—May 3, 1951 


CouRTS—PLEADING AND PracticE—GENERAL 

Complaint held to fail to state facts upon which claim for assignment of registra- 
tion by defendant to plaintiff, Vicorp, may be founded. 

Allegation that “Government House” name, picture, label and trade-marks are in 
law and equity property of plaintiff and that defendant registrant was agent and trustee 
held mere conclusions unsupported by facts. 

Complaint held to fail to allege any basis for rescission or reformation of contract. 

Complaint held to show on its face that The People of the Virgin Islands is not 
real party in interest. 


ConTracts—CoNnSTRUCTION—GENERAL 
Contract between the parties held to have provided clearly and unequivocally in 
unambiguous language that brand and trade-marks shall be property of defendant and 
may be registered in its name. 
Construction of contract and determination of rights of the parties held governed 
by same principles whether or not the Government is directly concerned. 
If specific language of contract is to be varied by special circumstances, such cir- 
cumstances must be pleaded. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Producer and distributor of goods may by contract determine ownership of mark 
used on goods, irrespective of who devised mark; and parties could determine who was 
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to be owner of trade-marks upon termination of relationship. 
Vicorp held a corporate entity with full power to carry on business, to enter into 
contracts, and to dispose of trade-marks. 


TRADE-MarK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
On facts of record, complaint held fatally defective as containing no allegation that 
defendant is doing anything or threatening to do anything with marks and names which 
might be construed as wrongful. 


Courts—ParTIES—GOVERN MENT 
Fact that Vicorp was created to promote welfare of inhabitants of Virgin Islands 
through economic development, held not to entitle political entity, “The People of the 
Virgin Islands,” to become party plaintiff in business dispute over registered trade- 
marks which it does not claim to own. 


Courts—PLEADING AND PracticeE—Morions To Dismiss 

Motions to dismiss for failure to state a claim and for misjoinder granted as to 
The People of the Virgin Islands. 

Motion to dismiss for failure to state a claim granted as to The Virgin Islands 
Corporation, with leave to amend complaint. 

Suit by The People of the Virgin Islands and The Virgin Islands Corporation 
against W. A. Taylor & Company to recover title to and right to use registered trade- 
marks and name “Government House.” Defendant’s motions to dismiss granted with 
leave to The Virgin Islands Corporation to amend. 


H. Graham Morison, Irving H. Saypol, Irwin W. Silverman (Harry I. Rand, Of 
Counsel), Attorneys for Plaintiffs. 

Rogers, Hoge & Hills (James F. Hoge, Lenor B. Stoughton, Andrew J. Graham 
and Morris Henry Frank, Of Counsel), of New York, N. Y., Attorneys for 
Defendant. 

Concer, D. J.: 

Motion by defendant (1) to dismiss the suit pursuant to Rule 12(b)(6) 
of the Federal Rules of Civil Procedure as to plaintiff, The People of the 
Virgin Islands; or in the alternative (2) to drop said plaintiff for misjoinder 
in that said plaintiff is not the real party in interest; and (3) to dismiss the 
suit pursuant to Rule 12(b)(6) of the Federal Rules as to the plaintiff, The 
Virgin Islands Corporation. 

A very brief statement of the nature of the action as gathered from the 
complaint I think would be helpful. The complaint is rather voluminous and 
contains many facts which are interesting historically, but which are not relevant 
to the issues here. 

The controversy arises out of a dispute over a trade-mark and trade-name. 

The Virgin Islands Corporation (Vicorp) was organized by Act of 
Congress on June 30, 1949. It was the successor of Virgin Islands Company 
(Vico) which had been organized under the laws of the Virgin Islands. The 
objects and purposes of both corporations were to aid in effecting the economic 
rehabilitation of the Islands and to promote the general welfare of the People 
of the Virgin Islands. By the above Act of Congress, Vicorp succeeded to the 
assets and liabilities of Vico. 

As one of its activities Vico, in the Spring of 1935, commenced the pro- 
duction of rum in two distilleries in the Virgin Islands. By the early part 
of 1936 it had distilled a considerable quantity of this rum and was in the market 
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to dispose of it. In order to create a market in the United States it entered 
into a contract with defendant on October 8, 1936, appointing defendant its 
“sole agent and distributor to market and sell this rum in the United States.” 
Said contract was later amended and continued until March 30, 1945 when it 
terminated. 

The complaint is silent as to the reason for the failure to renew the 
contract. There is no allegation in the complaint that either party in any way 
failed to carry out its terms. Efforts to negotiate a new agreement were un- 
successful and then Vico entered into a new contract with the Munson G. 
Shaw Company. 

When the original contract was entered into no name or brand or label 
had been decided upon for this rum, and according to the complaint it was 
decided “that a suitable name would be originated by defendant in view of its 
superior knowledge of and experience in the field of distributing rum and 
other liquors.” 

The name finally arrived at was “Government House.” It was printed on 
a label in connection with a picture of a white house, blue waters and a white 
sailboat. 

On March 24, 1937 defendant applied to the U. S. Patent Office for 
registration of the trade-mark “Government House.” This was granted on 
July 6, 1937. 

On June 4, 1937, defendant made a similar application to register the 
“Government House” picture. This was granted on October 5, 1937. 

In the complaint there is an account of how the trade-mark and picture were 
originated, but while most interesting, it seems not to be relevant because of the 
terms of the contract between the parties. At any rate from 1937 down to the 
termination of the contract (except for a time during the War) the rum was 
bottled by Vico and labelled with this label, sold by Vico to defendant and 
resold by it in the United States. Since July, 1945 the same procedure has 
continued except that now the rum is being sold by the Shaw Company with 
the same name, picture and label. 

As I read this complaint, plaintiff Vicorp has brought this action to get back 
the title to this name, mark or label on the ground that it is the legal and beneficial 
owner thereof. 

Some of the relief asked for herein is for an order that “defendant assign 
to Vicorp as equitable owner thereof the Trade-Mark Registrations.” 

I have studied the complaint with great care but I can find no facts stated 
therein upon which that claim may be founded. 

The complaint asserts (Par. 6) the contract provided “that the ‘brand 
and trade-marks shall be the property’ of defendant and ‘may be registered by 
it in its name,’ subject to the right of “Vico” to acquire the trade marks under 
specified circumstances.” (Italics mine.) 

The complaint is barren as to what these specified circumstances may be. I 
can only conclude that plaintiff does not claim that it acquired any rights to 
the trade-mark by reason of anything it did pursuant to these specified circum- 
stances. 


’ 
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As I see it from the complaint defendant, pursuant to the contract, registered 
the trade-marks in its own name and they became its property and from aught 
that appears in the complaint are still its property. 


There is only the merest suggestion of ownership of the trade-mark in the 
plaintiff to be found in the complaint. It is to be found in Paragraph 22 of the 
complaint, where it is alleged that: 

“The ‘Government House’ name, picture, label and trade-marks are in law and in 
equity the property of ‘Vicorp,’ as successor to ‘Vico.’ The registration of the 
aforesaid trade-marks in the name of defendant was in fact and in law registration 
to an agent and trustee of ‘Vico.’” 


The above are nothing more than conclusions. There is not the slightest 
factual support for such conclusions. On the contrary, as I have stated before, 
the contract between the parties provided otherwise. The parties here prac- 
tically started this business together. One was the producer and the other was 
the distributor. Each had a good will. When their relationship ceased the parties 
could, as they did here, determine who was to be the owner of the trade-marks; 
nor did it make any difference whose brainchild the trade-marks were. The con- 
tract could and did determine the ownership of the trade-marks. EF. F. Prichard 
Co. v. Consumers Brewing Co., 136 F. (2d) 512 (C. A. 6, 1943), cert. den. 321 
U. S. 763. The contract is not attacked in any way. There is no allegation that 
the contract as written does not express the actual agreement, nor a prayer 
that because of mutual mistake it should be reformed. The complaint fails to 
allege any basis for recission or reformation; nor is any demanded. 


The complaint fails to plead any facts (whether by contract, express or 
implied, understanding, custom, operation of law or otherwise) supporting the 
allegation that the defendant acquired the trade-marks as agent and trustee. 


Vico and Vicorp were and are very closely allied to the Government and 
while they were and are each separate entities they were part of the Government’s 
program to rehabilitate the people of the Virgin Islands. Still, that does not give 
them any special treatment here. Even were the Government directly concerned 
here the contract would have to be construed and the rights of the parties deter- 
mined by the application of the same principles as if the contract were between 
individuals. Reading Steel Casting Co. v. United States, 268 U. S. 186. 


Plaintiffs contend that the intention of the parties to a contract is to be 
gathered not from a single sentence, but from the whole instrument read in the 
light of the circumstances existing at the time of the negotiations leading up 
to its execution. Unfortunately, plaintiff did not make the whole contract a 
part of the complaint, but that part of the contract which is referred to in the 
complaint in clear and unequivocal language makes the defendant the owner of 
the trade-marks. If the specific language of the contract as to ownership of 
the trade-marks is to be varied by special circumstances, such special circum- 
stances should be pleaded. There are no facts pleaded which would indicate 
that the meaning of that part of the contract is in doubt or is ambiguous. 
Plaintiff asserts that the usual custom between the manufacturer and distributor 
is for the manufacturer to own the trade-marks when the contract expires. 
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This may very well be true, but unfortunately for plaintiff the contract here 
explicitly states otherwise. 

Plaintiff says “The failure of agency or distributorship contracts to speak 
plainly as to the rights of the parties to the trade-name once the fiduciary rela- 
tionship ends has not deterred the courts from directing their restoration to the 
producers, especially when the consumer deception would otherwise follow.” 
Morand Bros v. Chippewa Springs Corp., 2 F. (2d) 237 (C. A. 7, 1924), cert. 
den. 267 U. S. 592. 

The above argument has no application here since the contract does not 
fail “to speak plainly as to the rights of the parties to the trade name” but on 
the contrary in no uncertain terms, in language which is not ambiguous, does 
so speak in placing the ownership in defendant. 

Plaintiff also advances the argument that Vico did not have the right to 
dispose of this trade-mark ; that only Congress could do so (Article IV, Section 3, 
Clause 2 of the Constitution). I see no merit in this argument. Nowhere in 
the complaint is there any averment that the United States owned or used the 
trade-marks. In fact, the claim is that Vico owned them. Vico was a separate 
corporate entity with full power by its Charter to carry on business and “to 
enter into, make and perform contracts of every kind and description with 
any person, firm * * *.” 

The United States is not a party herein and there is nothing in the complaint 
to indicate that these plaintiffs are authorized to institute action for and on the 
behalf of the United States. 

Plaintiffs further contend that even without title to the trade-marks and 
name they set forth in a complaint a cause of action of unfair competition and 
trade-mark infringement. 

Plaintiffs set forth in their brief the essential elements of an action for 
unfair competition as follows: 

1. The right of the plaintiff whether by prior use or otherwise to trade-names or 
marks. 
2. Defendant’s wrongful use or threatened use of them. 


3. The damage or threatened damage to plaintiffs. In addition, they assert in an 
action for trade-mark infringement, there is necessary a right and title to the 
technical trade-mark involved. 


As a matter of fact, these so-called essential elements are common to both 
actions for trade-mark infringement and actions for unfair competition. 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403. 

Paragraph 25 of the complaint sums up plaintiffs’ contention on this branch 
of the case. I quote: 


“Continued use by defendant of said trade-marks, name, picture or label on any 
product other than rum produced in the Virgin Islands by or under the auspices of 
the Government will deceive and mislead the consuming public, constitute unfair 
competition, and damage the rights and interests of plaintiffs.” 


As the Supreme Court said in the Hanover Star Milling case “The essence 
of the wrong consists in the sale of the goods of one manufacturer or vendor 
for those of another” (p. 412). 
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In this respect I believe that plaintiffs’ complaint is fatally defective. There 
is no allegation that defendant is doing anything or is threatening to do any- 
thing with these trade-marks and name which might be construed as a wrongful 
use thereof. There is nothing in the complaint to indicate that defendant is 
doing anything with the trade-marks and name except to hold on to them and 
claim them as its own, except that from Paragraph 21 one gets the information 
that defendant may still have a limited amount of Vico rum left. There is 
no claim in the complaint, however, that this possession is unlawful or that 
defendant does not have the right to sell this rum with the registered trade- 
marks. There is no allegation in the complaint that defendant sells any other 
rum under the name “Government House.” 

True, Paragraph 19 does contain an allegation that on July 16, 1945 and 
November 22, 1946 the Federal Alcohol Tax Unit did deny an application of 
“defendant’s affiliate” for a certificate of label approval for use of the “Gov- 
ernment House” name on a Puerto Rican rum produced outside of the Virgin 
Islands. That was, however, in 1945 and 1946. This action was not commenced 
until July, 1950. What defendant has been doing with label “Government House”’ 
in the meantime may not be ascertained from the complaint. In Yale Electric 
Corporation v. Robertson, 26 F. (2d) 972, (C. A. 2, 1928), Judge Learned Hand 
of the U. S. Court of Appeals for this Circuit very aptly said: 

“The law of unfair trade comes down very nearly to this—as judges have repeated 
again and again—that one merchant shall not divert customers from another by 
representing what he sells as emanating from the second. This has been, and perhaps 


even more now is, the whole Law and Prophets on the subject, though it assumes 
many guises.” 


Plaintiff’s complaint is barren of any factual averments sufficient to make 
a case under the above rule. I am convinced that the real issue in this case 
is not of trade-mark infringement or unfair competition, but the title to and 
the right to use the registered trade-marks and name “Government House.” 

In view of this disposition it is unnecessary to consider the defendant’s 
objection with respect to the misjoinder. But I think I should go into this 
issue. If there is an appeal it would be better for both questions to go together 
to the appellate court. 

I cannot see any legal justification for the inclusion herein of The People 
of the Virgin Islands as a party plaintiff. I can see perhaps as “window dressing” 
it might be of some advantage, but legally The People of the Virginia Islands 
just do not belong here as a party. The People seek no relief. They were not 
a party to the contract. They do not claim to own the trade-mark here in dispute. 
The complaint contains no allegation asserting a right in the People and a 
violation of that right by defendant. Vicorp has broad corporate powers. It 
is a legal entity, a “body corporate” and has an existence entirely apart from 
the United States of America or The People of the Virgin Islands. This is a 
business controversy over registered trade-marks. The People of the Virgin 
Islands have no part in it. True, they are interested in the result. Vicorp was 
created to promote the general welfare of the inhabitants of the Virgin Islands 
through the economic development of the Virgin Islands. That does not 
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entitle the political entity “The People of the Virgin Islands” to become a 
party plaintiff in a business dispute over the ownership of registered trade-marks 
which it does not claim to own. 

It appears from the face of the complaint that The People of the Virgin 
Islands is not a real party in interest and has stated no claim upon which relief 
can be granted in its favor. 

Therefore, the motions to dismiss for failure to state a claim as well as 
for misjoinder are granted as to The People of the Virgin Islands. The motion 
to dismiss as to The Virgin Islands Corporation is granted with leave to file 
an amended complaint within 20 days after the service on it of the order upon 
this decision with notice of entry. 


ZWACK ET AL. v. KRAUS BROS. & CO., INC. 
No. 58-182—U. S. D. C. S. D. N. Y.—April 11, 1951 


CourTts—PRELIMINARY INJUNCTIONS—GENERAL 
Motion for preliminary injunction denied in view of important issues of fact raised 
by pleadings and affidavits, resolution of which must await trial, and in absence of 
showing of irreparable injury. 
To justify granting of temporary injunctive relief, court must be able to determine 
on facts revealed that plaintiffs will ultimately prevail. 


Trade-mark infringement suit by John Zwack and Bela Swack, copartners 
doing business as J. Zwack & Co., against Kraus Bros. & Co., Inc. Plaintiffs’ 
motion for preliminary injunction denied. 

Riegelman, Strasser, Schwarz & Spiegelberg, of New York, N. Y., for plaintiffs. 

Clarence P. Greer (Wolf, Popper, Ross & Wolf of counsel) of New York, N. Y., 
for defendant. 

Ryan, D. J.: 

Plaintiffs move for a preliminary injunction restraining the defendant, its 
servants, agents and employees during the pendency of this action from pur- 
chasing, buying, selling or distributing any alcoholic beverages bearing the 
name of Zwack, J. Zwack & Co., J. Zwack and Zwack, J., or bearing the dis- 
tinctive labels, bottles, packages or tags of J. Zwack & Co. 

The action is brought by John and Bela Zwack on behalf of J. Zwack & 
Co., a Hungarian partnership which manufactures and distributes alcoholic 
beverages under the above enumerated trade-marks, all of which are registered 
in the United States Patent Office. 

The complaint, so far as here relevant, asserts: plaintiffs were co-partners 
in business and manufacturers, producers and distributors of alcoholic bever- 
ages under the firm name of J. Zwack & Co.; the name of plaintiffs and their 
distinctive bottles and labels are well-known to the general public. In 1933, 
plaintiffs entered into an agreement with defendant, whereby the latter was 
granted an exclusive franchise to distribute and sell the products made by plain- 
tiffs in the United States. In 1938, pursuant to plaintiffs’ request, defendant 
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applied for and secured trade-marks registering the name in the Patent Office 
and has held such trade-marks for the benefit of plaintiffs. Thereafter, in 
November, 1948, the Communist Government of Hungary, by force, seized and 
confiscated without compensation plaintiffs’ factory in Hungary. Although 
immediately notified by plaintiffs of this seizure and requested to discontinue 
the use of the trade name and marks and to assign these to plaintiffs, the 
defendant refused to do so, and instead has continued to import alcoholic bev- 
erages from the Communist Government of Hungary. 

In its answer, defendant denies most of the essential allegations of the com- 
plaint. In particular it denies that the Zwack factory was confiscated by the 
Hungarian Government and asserts that it was voluntarily sold to that govern- 
ment by plaintiff’s partnership. Affidavits by Bela and Dora Zwack have been 
submitted in support of this version; these state that Bela Zwack has continued 
to manage the business as an employee of the present Hungarian Government, 
and they register strong objection to the commencement and continuance of 
this action. 

Important issues of fact are thus raised by the pleadings and affidavits, 
resolution of which must await trial. Closely intertwined with these are questions 
of law, which cannot be determined until the factual issues have been resolved. 
The court cannot now determine on the facts revealed that plaintiffs will ulti- 
mately prevail, as it must be able to do to justify the granting of the relief here 
sought. See, United States v. Weirton Steel Co., 7 F. Supp. 255, 264 (1934). 

Plaintiffs have made no convincing showing that irreparable harm will 
result if a temporary injunction does not issue. There is no allegation that the 
products now being imported under the Zwack trade name are qualitatively infe- 
rior to the normal Zwack product, nor is there any showing that defendant will 
be unable to respond in damages should plaintiffs prevail. Motion for temporary 
injunctive relief is denied. 





AL S. HOLTZ, INC. ET AL. v. HOLTZ & SON, INC. ET AL. 
N. Y. S. Ct. Westchester County—May 10, 1951 


Unrair CoMPETITION—BasSIsS OF RELIEF—GENERAI. 


Proof of intent to deceive, actual confusion or damage held not required in unfair 
competition suit. 


While every man has natural right to use his own name in his own business, an 
outgoing stockholder of corporation, bearing a name the most distinctive part of which 
is stockholder’s name, held to have no right to compete with original corporation under 
new corporate name so similar to the first as to mislead and confuse. 

TrapE NamMes—ASsIGNMENTS—GENERAL 
TrapE NAMES—CONFUSING SIMILIARITY—PARTICULAR INSTANCES 

Plaintiff held to have acquired by assignment prior and primary right to use cor- 
porate name, trade name and trade-mark of predecessor. 

Holtz & Son, Inc. held confusingly similar to Al S. Holtz, Inc. 
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UNFAIR COMPETITION—ScorE OF RELIEF—PARTICULAR INSTANCES 
Plaintiffs held entitled to injunction restraining defendants from using corporate 
name Holtz & Son, Inc. and trade names and trade-mark of Beacon Wire Products and 
Beacon Products. 
Matter of taking and stating account of profits referred to official referee to hear 
and report. 


Trade-mark infringement and unfair competition suit by Al S. Holtz, Inc., 
et al. against Holtz & Sons, Inc., et al. Judgment for plaintiffs granting in- 
junction. 

CoyneE, J.: 

The complaint in this action seeks a permanent injunction restraining the 
defendants, and each of them, from using the corporate name, Holtz & Son, 
Inc., and the trade names and trade-mark of Beacon Wire Products and Beacon 
Products, in connection with their business, and to restrain defendants, and each 
of them, from representing that they are in any way associated or connected with 
plaintiffs. As incidental relief, the complaint seeks an accounting for all profits 
alleged to have been made by defendants in doing business under the corporate 
and trade name of plaintiff. 


In a case of this type, the courts are in accord that proof of intention to 
deceive, or of incidents of actual confusion, or of damage to plaintiff, are unnec- 
essary. Columbia Broadcasting System v. Columbia of New York, 97 N. Y. S. 2d 
455 [40 T. M. R. 316], aff’d 277 App. Div. 856; Philadelphia Stor. Battery Co. v. 
Mindlin, 163 Misc., 52; Time, Inc. v. Life Color Lab., Inc., 198 Misc. 1038. 


Many material facts are undisputed. There is no need to recite them in 
detail. Suffice to state that plaintiffs’ proof is far more cogent than that required 
under the general rule above mentioned. The evidence overwhelmingly estab- 
lishes that plaintiffs’ predecessor, Beacon Wire Products, a co-partnership, sold, 
transferred and assigned all of its assets, including good will and trade name 
to Al S. Holtz, Inc., one of the plaintiffs herein. The court holds that by virtue 
of this sale and assignment, the said corporation acquired the prior and primary 
right to use the corporate name, trade name and trade-mark. The court also 
finds that plaintiffs and defendants are engaged in an identical business, in the 
same area, catering to the same trade; and that the use of the corporate name, 
Holtz & Son, Inc., and trade name, Beacon Wire Products, is calculated to and 
is actually causing confusion in the trade. 

On the other hand, defendants have failed to sustain the allegations of the 
three affirmative defenses set forth in the answer. Contrary to the claim that 
Al S. Holtz, Inc., had discontinued and abandoned its corporate existence with 
respect to the sale and distribution of the manufactured products enumerated 
in the complaint, the evidence shows that Al S. Holtz, Inc., was continuously and 
actively engaged in business, maintaining active accounts with three mercantile 
banks. Further, the proof fails to sustain defendants’ third affirmative defense 
that the individual defendant, Al S. Holtz, acquired a prior right to use the 
trade name in question, or that the use of the name, Al S. Holtz, embodied in the 
corporate name, was conditioned upon the continued association of the individual 
defendant with the business of plaintiffs. 
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The court does not question the natural right which every man has to 
use his own name in his own business without interference. However, an out- 
going stockholder of a corporation, bearing a name the most distinctive part of 
which is the name of the stockholder, has no right to compete with the original 
corporation under a new corporate name so similar to the first as to mislead and 
confuse. The retiring stockholder, as in the present instance, cannot thus appro- 
priate the business of the concern to which he had sold his good-will in the name 
he bore. Charles S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462. The natural 
tendency of the situation is to divert plaintiff’s business to the defendants. 

Judgment is granted in favor of plaintiffs with costs, restraining defendants 
from the acts alleged in the complaint. The matter of taking and stating the 
account of all profits alleged to have been made by defendants in doing business 
under the corporate and trade names of plaintiffs is referred to an official 
referee to hear and report. Upon the filing of the official referee’s report, the 
decision and judgment shall be settled on notice. Submit order on notice 
providing for the reference of the account, and providing further for the 
intermediate granting of injunctive relief herein. 





A. H. ROBINS COMPANY, INCORPORATED v. VAN PELT AND 
BROWN, INCORPORATED 


Commissioner of Patents—March 21, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Vanaphen” held confusingly similar to “Phenaphen,” used on closely related goods, 
under 1946 Act. 
TravE-MarKs—Worps CAPABLE oF EXcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Phenaphen” held not descriptive of medicinal preparation used as an analgesic and 
antispasmodic. 
The term “phen” held incapable of describing anything of interest or importance to 
prescribing physicians. 
TRADE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Preparation in liquid form used as a sedative in treatment of nervous disorders and 
medicinal preparation used as an analgesic and antispasmodic, held goods having similar 
properties or effects and closely related goods, whether dispensed as pills or solutions. 
TRADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL OpposiTIONS—EvIDENCE—PROOF OF 
CONFUSION 
Stipulated evidence that two practicing physicians had no difficulty in distinguishing 
between the marks of the parties held not conclusive or even persuasive that likelihood 
of confusion would not arise, in view of close similarity between the marks and the 
goods. 


Appeal from Examiner of Interferences. 

Trade-Mark opposition by A. H. Robins Company, Incorporated against 
Van Pelt and Brown, Incorporated. Applicant counterclaims for cancellation of 
opposer’s registration. Applicant appeals from decision sustaining notice of 
opposition and dimissing counterclaim. Affirmed. 

Almon S. Nelson, of Washington, D. C., for Opposer. 
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Emory L. Groff, of Washington, D. C., for Applicant. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences in an opposition proceeding involving a counterclaim for cancellation. 
The opposition was filed by A. H. Robins Company, Incorporated, opposing regis- 
tration on the Principal Register under the Act of 1946, by Van Pelt and Brown, 
Incorporated of the trade-mark “Vanaphen” for “a preparation in liquid form 
used as a sedative in the treatment of various nervous disorders.” Van Pelt and 
Brown, Incorporated, by its counterclaim seeks cancelation of the registration of 
the opposer. The Examiner of Interferences sustained the opposition, adjudged 
the applicant not entitled to the registration for which it has made application, 
and dismissed the counterclaim. 

Opposer-appellee relies upon ownership and prior use of the trade-mark 
“Phenaphen” for a “medicinal preparation used as an analgesic and antispas- 
modic,” alleging that applicant’s mark “Vanaphen” is so similar to opposer’s 
trade-mark “Phenaphen” that the trade and public seeing applicant’s mark upon 
its goods are likely to believe that they are opposer’s goods, thus giving rise to 
the likelihood of confusion in the trade to the damage and injury of opposer. 

Only the applicant has filed testimony. Both parties have filed briefs and were 
represented at the hearing. 

The applicant-appellant contends that the opposition should be dismissed be- 
cause of (1) lack of distinctiveness in the only common features of the two marks, 
namely, the syllable “phen,” the marks of the respective parties being otherwise 
different, technically, visually, and phonetically, (2) the opposer’s mark “Phena- 
phen” is wholly descriptive, and (3) the goods of the parties are different, both 
physically and chemically. 

In support of the first contention, namely, ‘‘phen’’ lacks distinctiveness, a 
number of decisions were cited wherein both the Commissioner of Patents and the 
courts have dismissed opposition proceedings where the common features of the 
marks in question lacked distinctiveness, but wherein the marks considered as a 
whole, are otherwise totally different either in sound, appearance, or connotation, 
or in several of these features. However, in the present case, even though the 
common feature of the two marks may be said to lack distinctiveness as applicant 
contends, the fact is that the remaining portions of the marks are so nearly alike in 
sound that when considered as a whole, it is highly likely that confusion as to 
origin of the goods would result when the marks are applied to the goods of the 
respective parties. The marks “Vanaphen” and ‘“Phenaphen,” while visually dis- 
tinguishable, have the same number of syllables and cadence, the same two sylla- 
bles “Aphen” as a suffix, and initial syllables offering little to distinguish them 
phonetically so that when considered in their entireties, as they should be, they are 
too nearly alike in sound to avoid the possibility of the likelihood of confusion 
when applied to the goods of the respective parties. The decisions relied upon by 
the applicant in this connection are not applicable to the facts of this case in my 
opinion. 

As to the second contention that the opposer’s mark ‘“‘Phenaphen” is wholly 
descriptive, applicant calls attention to the definition of “phen” in Webster’s Inter- 
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national Dictionary, 1945 Edition, at page 1838, wherein that syllable is defined as 
a combining form of phene, or of phenyl, denoting relation to or a derivative from 
benzene (phene) as in mercurophen, thiophen, phenacetin, phenarsine, and so on. 
From this definition applicant considers the mark “Phenaphen” as descriptive of 
opposer’s ingredients acetophenetidin and phenobarbital. However, as pointed out 
by the Examiner of Interferences, the syllable “phen” is found in many thousands 
of chemical words, and forms part of many trade-marks, and I am inclined to agree 
with his conclusion that this syllable or its compounded form as in “Phenaphen” 
could not be descriptive of all of these words, the goods of all these trade-marks 
and of opposer’s goods as well. Applicant refers to the decision of the United States 
Supreme Court in the case of William R. Warner & Company v. Eli Lilly & 
Company, 265 U. S. 526, 1925 C. D. 420, wherein the courts in considering the 
trade-marks “Coco-Quinine” and “Quin-Coco” stated that “a name which is 
merely descriptive of the ingredients, qualities, or characteristics of an article of 
trade cannot be appropriated as a trade mark and the exclusive use of it afforded 
legal protection.” I do not consider that case applicable here for the reason that 
opposer’s mark “Phenaphen” is not “merely descriptive” of the “ingredients, 
qualities or characteristics” of its goods, or any more so that the mark ‘‘Vanaphen” 
used by the applicant truly describes applicant’s own product. In the cited case 
both marks were apparently merely descriptive of the goods. It cannot be said 
that any of the compounds in opposer’s or the applicant’s composition possess any 
one quality or characteristic to distinguish them from other compounds containing 
the pheny! radical merely because of the presence of that radical. The term “phen” 
is incapable of identifying or describing anything of interest or importance to the 
prescribing physician. 

As to the applicant’s third contention that the actual goods to which the 
marks are applied are different physically and chemically, the nature of the goods 
as defined in the registration and application is to be considered. The goods of the 
opposer are described as an analgesic and that of the applicant as a sedative. A 
number of definitions for the words “sedative” and “analgesic” have been given 
in applicant’s brief. A sedative in addition to being a depressant of the central 
nervous system has also been defined in medicine by Webster’s New International 
Dictionary, Second Edition, as a remedy which allays pain as well as irritability 
or nervous excitement. Likewise, an analgesic is there defined as an agent for pro- 
ducing insensibility to pain. Whether they are dispensed as pills or solutions is of 
no consequence; being goods having similar properties or effects they are, to my 
mind, closely related goods. Even though it was stipulated that two practicing 
physicians would testify that they have had no difficulty in prescribing and dis- 
tinguishing between “Vanaphen” and “Phenaphen,” I am not convinced that the 
experience of two local physicians can be taken as conclusive or even persuasive 
that likelihood of confusion would not arise when there are literally thousands of 
proprietary remedies dispensed on the prescriptions of physicians generally, and 
the origin of such goods is of as much concern to the prescribing physician as the 
remedy itself. In view of the close similarity between the two marks and the 
similar nature of the goods involved, it is my conclusion that the decision of the 
examiner of interferences sustaining the opposition was entirely correct. 
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The counterclaim for cancelation of opposer’s mark is based upon applicant’s 
testimony to the effect that the term “‘phene” is a common word in both standard 
and chemical dictionaries of which “phen” is a combining form, as related above, 
the term “phen” therefore being open to use by anyone in any combination and, 
under these circumstances, cannot be the dominating characteristic of any mark 
because it inherently lacks distinctiveness. It is urged that in opposer’s combina- 
tion, “‘Phenaphen,” the mark as a whole constitutes a mere repetition of the syllable 
“phen” leaving the mark with no other significance than its descriptive significance. 
The Examiner of Interferences considered the mark nondescriptive of opposer’s 
goods for the reason discussed above and for the further reason that applicant’s 
Exhibit No. 6, which are pages 760 to 762 of the New Gould’s Medical Dictionary, 
discloses that “phene’”’ has another definition from the Greek “phainein,” meaning 
to bring to light, and lists such words as phenocopy, phenomenon, phenotype and 
phenozygous, which obviously are in no way related to phenyl or benzene. Aside 
from this consideration, I am of the firm opinion that opposer’s trade-mark 
‘“Phenaphen” is no more descriptive of two of the four ingredients of the compo- 
sition to which it is applied than it is of any one or more of the other of the 
thousands of compounds containing the phenyl radical and is in fact descriptive 
of none of them. It is therefore my conclusion that the Examiner of Interferences’ 
decision dismissing the counterclaim for cancelation was proper. 

The decision of the Examiner of Interferences is affirmed. 


AETNA BALL & ROLLER BEARING COMPANY vy. 
AETNA AUTO PARTS CO. 


Commissioner of Patents—April 23, 1951 


OpposiTIons—Proor oF Use—GENERAL 
On facts of record, opposer held to have failed to establish priority or use of 


mark on automotive bearings. 
Since the opposed application was filed prior to the application for opposer’s regis- 


tration, applicant held to have established priority. 


OpposITIONS—BuURDEN OF ProorF—GENERAL 
Opposer has burden of proof to establish that applicant is not entitled to registra- 


tion. 
While 1946 Act does not specifically provide that a mere trade-mark application 


shall be prima facie evidence of anything, a regularly allowed application constitutes 

evidence of applicant’s right to register as of the filing date thereof and burden of 

establishing contrary facts rests upon anyone who may challenge that right. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Aetna Ball & Roller Bearing Company against 
Aetna Auto Parts Co. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Albert G. McCaleb, of Chicago, IIll., for opposer. 
McKnight & Comstock, of Chicago, Ill., for applicant. 
KLINGE, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Interference dis- 

missing an opposition filed by Aetna Ball & Roller Bearing Company opposing 
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registration by the applicant, Aetna Auto Parts Co., of its trade-mark “Aetna” 
filed August 1, 1947, under the Act of 1946, for use on “automotive and truck 
parts and accessories, namely, hubs, axle shafts, wheels, rims, hoods, fenders, 
steering posts, axles, radiators, bumpers, radiator grilles, hub caps, running 
boards, shock absorbers, door handles, wheel drums and wheel hubs, rear view 
mirrors, floor mats, radiator grille guards, seat covers, license plate fixtures, gas 
caps, radiator caps, sun visors, windshield wipers, and vehicle and chassis 
springs.” Both parties filed testimony and briefs, and were represented at the 
hearing. 

The opposer predicates its right of action upon a claim of prior ownership 
and use of the same mark “Aetna” both as a trade-mark and as a salient feature 
of its trade name in connection with the production and sale of ball and roller 
bearings and urges that since the goods to which the identical marks are applied 
are closely related, use thereof by the parties hereto would be likely to cause 
confusion or mistake or to deceive purchasers and falsely suggest that there 
exists a connection between applicant and opposer or a relation between opposer 
and applicant’s goods. 


Applicant in its answer admits the identity of the marks but denies that the 
goods are related or that there would be likelihood of confusion in trade. 


Opposer took testimony, and in addition relies upon its registration No. 
509,322, registered May 3, 1949 under the Act of 1946, for the mark “Aetna” 
applied to ball bearings and roller bearings, claiming use of the mark on ball 
bearings since 1916 and upon roller bearings since 1931. This registration issued 
upon an application filed September 25, 1947, which date is subsequent to the 
filing of the opposed application on August 1, 1947. 


It appears from the testimony of opposer’s witnesses that the opposer com- 
pany was incorporated in 1916 under the name of Aetna Ball Bearing Manufac- 
turing Company, which name was changed in 1944 to Aetna Ball & Roller 
Bearing Company. Opposer’s witness, William A. Wood, who has been associ- 
ated with opposer since 1922, and its president since 1949, testified to the manu- 
facture of thrust and roller bearings generally and to the manufacture and sale 
of various types of bearings for automobiles and trucks in particular, which 
are furnished to manufacturers of such vehicles through a national distributor 
identified as Automotive Thrust Bearing Corporation. The witness also testi- 
fied to the advertisement of “Aetna” in some unexplained manner as a trade 
“name” for ball and roller bearings for the past thirty-three years. There is 
no testimony to establish what special type of bearings the opposer produced 
or advertised or the uses to which they were adapted during that time. Testi- 
mony of other witnesses produced in opposer’s behalf is to the effect that bear- 
ings are associated with many operating parts of automotive vehicles such as 
the crankshaft, steering mechanism, engine governor, differential, transmission, 
clutch, etc., and that such bearings are often sold through the same outlets which 
furnish various automotive parts including those with which such bearings are 
associated. It was also testified that all such articles are sold to the same class 
of purchasers. 
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I am unable to find in the testimony or the documentary exhibits submitted 
therewith, any evidence tending to establish any date when automotive bearings 
were produced or sold by the opposer. Moreover, there is a complete lack of 
any evidence regarding the use by opposer of its mark on its goods. In this 
connection the Examiner stated: 


“* * * It amply appears from their testimony that the opposer now carries on an 
extensive business in connection with the sale of ball bearings and roller bearings 
to the automotive trade, and from statements of these witnesses that the opposer 
has been regularly selling such goods ‘for a long time’ or ‘for many years,’ and 
testimony to the effect that the opposer still produces bearings for obsolete models 
of automobiles and the like, it might be inferred that the opposer has continuously 
marketed products of this kind for a long period of time, if not for the whole 
period of its corporate existence. The testimony is silent, however, as to the use of 
‘Aetna’ as a trade-mark by the opposer at any time. It is true that there is testi- 
mony as to opposer’s employment of ‘Aetna’ as the salient feature of its original 
and present trade names, and the advertisement thereof as a trade name for bear- 
ings generally, since as early as 1922. But there is nothing in the testimony which 
directly, clearly, or definitely purports to show that the opposer has been engaged 
in the sale of automotive bearings as of a date prior to the applicant’s record date 
of August 1, 1947; and any other kinds of bearings which it may have produced are 
deemed irrelevant here. Despite the magnitude of the business now conducted by 
the opposer with respect to automotive bearings and the probability that diligent 
efforts over a substantial period must have been required to build it up to its pres- 
ent proportions, an award of priority to the opposer in this case hence would 
involve mere surmise. Such surmise ‘cannot take the place of proof.’ Breese v. 
Tampax Sales Corporation, 503 O. G. 863, 102 F. 2d 808, 26 C. C. P. A. 994 [29 
T. M. R. 139]. Cf. Scientific Sugars Co. v. Carter Products, Inc., 65 U. S. P. Q. 176, 
involving a situation strikingly similar to that herein disclosed.” 


I consider this a fair summary of the testimony submitted in opposer’s 


behalf. 


The examiner then considered appellant’s registration and found that since 
the filing date of the application is prior to the filing date of the application for 
the registration relied upon by opposer, the applicant was entitled to prevail upon 
the basis of its record date. To this holding of the Examiner the opposer earnestly 
objects on the ground that the Trade-Mark Act of 1946 which governs the 
present proceeding “withholds from a mere application even the slightest signi- 
ficance as evidence of any use of the trade-mark to which the application relates.” 
It is contended by the opposer that its notice of opposition should have been 
sustained because the applicant in relying upon the opposed application is not 
“proving” a defense or defect with respect to opposer’s prima facie rights as 
contemplated by section 33(a) of the Trade-Mark of 1946. It is urged that the 
Act of 1946 accords certificates of registration on the Principal Register signifi- 
cance and probative force and immunity against everything but a proven defense 
or defect. It is urged further that the Act of 1946 plainly contemplates that 
the facts of which a Principal Register trade-mark certificate is prima facie 
evidence can be overcome only by proving a defense or defect which might have 
been asserted had the mark not been registered. It is pertinent to state that the 
applicant is neither trying to overcome the facts of which opposer’s certificate 
of registration is prima facie evidence nor trying to prove a defect therein. I 
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am unable to see what pertinence the above argument has to the issue here 
presented. While the Act of 1946 does not specifically provide that a mere 
trade-mark application shall be prima facie evidence of anything, as the opposer 
asserts, the same may be said of prior trade-mark Acts. It was held by the 
First Assistant Commissioner in Bausch & Lomb Optical Company v. Bressler, 
which was an opposition proceeding, 539 O. G. 964, 53 U. S. P. Q. 433, that 
where there is no affirmative showing that an applicant was not using his mark 
when his application was filed, “his sworn application must be accepted as prima 
facie proof that he was. General Baking Co. v. Commander-Larabee Corporation, 
23 C. C. P. A. 973, 82 F. 2d 427 [26 T. M. R. 278].” I am in complete agree- 
ment with the examiner when he states that: 

“* * * A regularly allowed application constitutes evidence of the applicant’s right 

to registration as of the filing date thereof, and the burden of establishing facts 

to the contrary necessarily rests exclusively upon anyone who may challenge that 

right. General Baking Co. v. Commander-Larabee Corporation, supra; Scientific 

Sugars Co. v. Carter Products, Inc., supra. While the cases just cited arose under 

the Act of 1905, they merely conform with the universal rule that a complaint must 

fall unless the complainant, in the first instance, makes out a case entitling him to 

the relief sought. And any contention that a different rule should be followed in 

a proceeding under the Act of 1946 is deemed obviously to be without merit.” 


Opposer here seeks to establish that the applicant is not entitled to the regis- 
tration sought. That is the fundamental proposition upon which the present 
proceeding is brought. The burden rests with the opposer to establish that the 
applicant is not entitled to registration of its mark on the application it has 
made. Opposer has sought to discharge this burden by (1) submitting testi- 
mony and (2) by its registration to establish prima facie ownership and use of 
its mark at least as early as the filing date of its application for registration. 
Opposer has not proved its case by either the testimony submitted or by its 
registration, the filing date of which is subsequent to the applicant’s filing date. 
Neither the provisions of the Act of 1946 referred to by the opposer in its brief 
nor the lack of any provision regarding the effect of applicant’s sworn applica- 
tion as prima facie evidence of use of the mark, can alter the fact that opposer 
has the burden of proof to establish that the applicant is not entitled to the reg- 
istration sought. Such burden the opposer has failed to discharge in this pro- 
ceeding. 

The decision of the Examiner of Interferences dismissing the opposition is 
affirmed. 





COHN-HALL-MARX CO. v. AMERICAN SILK MILLS, INC. 
Commissioner of Patents—April 26, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
OpposiTionNs—BAsIs OF RELIEF—GENERAL 

Actual confusion need not be proved where the marks are so similar as to be likely 
to cause confusion. 

In determining question of confusing similarity, the marks should not be dissected 
but should be considered as a whole. 
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TRADE-MArRKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The terms “Ameri” and “Amer” held not geographically descriptive of piece goods. 


OpposiITIONS—PLEADING AND PracticE—EFrect oF THIRD Party REGISTRATIONS 
TrADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Regardless of the showing made, third party registrations may not be used to 
attack validity of opposer’s mark or cited as having any bearing on question of con- 
fusing similarity between opposer’s and applicant’s marks. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Aamer-Mill,” the initial capital letter “A” being larger than the remaining letters 
and having representation of a swatch of cloth intertwined therewith, the word “Mill” 
and the representation of the swatch of cloth being disclaimed, held confusingly similar 
to “A Ameritex,” the capital letter “B” being larger than and above the word “Ameritex,” 
used on similar goods, under 1946 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Cohn-Hall-Marx Co. against American Silk Mills, 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 


John P. McGann, of Hicksville, N. Y., for opposer. 
Leech & Radue, of Washington, D. C., for applicant. 
KLINGE, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition filed by Cohn-Hall-Marx Co., oppos- 
ing registration of the trade-mark “Aamer-mill’’ by the American Silk Mills, 
Inc., filed January 8, 1948, on the Principal Register under the Act of 1946, 
applied to “textile piece goods of silk, rayon or nylon.” 

Both parties have filed stipulated evidence and briefs, and both were repre- 
sented at the hearing. 

The allegations in the notice of opposition are based upon the first clause 
of section 2(d) of the Act of 1946, relating to the question of likelihood of con- 
fusion or mistake or the deception of purchasers. 

The initial capital letter “A” of the applicant’s mark “Aamer-Mill” is about 
five times larger than the remaining letters, has intertwined therewith the rep- 
resentation of a swatch of cloth, is quadruped in design and is in alignment 
with the remaining letters which are in small type, the word “mill” and the 
representation of the swatch of cloth having been disclaimed apart from the 
mark as shown. 

The opposer bases its right of action upon its ownership of two prior regis- 
trations, the one deemed most pertinent by the examiner being registration No. 
502,579, wherein the mark is shown as consisting of a large capital “A” also 
about five times as large as and disposed above and in close association with 
the notation ““Ameritex,” all in capital letters. The mark is applied to piece 
goods of wool, cotton, rayon, nylon, and/or silk combinations thereof, the 
goods being in part identical with and otherwise of the same general class of 
merchandise as those of the applicant. Therefore, the only issue to be decided 
is whether or not the marks so nearly resemble each other as to be likely to 
cause confusion or deception of purchasers. 

It appears from the record that the opposer is the prior user, having con- 
tinuously and extensively used and advertised its marks “Ameritex” and “A 
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Ameritex” long prior to the use claimed by the applicant of its mark “Aamer- 
Mill.” It is conceded by the applicant that the opposer has sold large volumes 
of its goods and expended large sums of money in advertising the mark in 
connection therewith. 

Applicant contends that the evidence for the opposer fails to show any 
instance of actual confusion either as to the goods or their origin during the 
period of over two years of simultaneous use of the two marks in commerce. 
The examiner in his decision pointed out that the failure of a prior user in 
proceedings of this character to establish actual confusion between competing 
marks is not controlling or even material in determining the question of likelihood 
of confusion. Celanese Corporation of America v. E. I. du Pont de Nemours & 
Company, 33 C. C. P. A. 948, 154 F. 2d 146 [36 T. M. R. 130, 133], and Sharpe & 
Dohme, Incorporated v. Abbott Laboratories, 570 O. G. 667, 63 U. S. P. Q. 350. 
It is well enough settled without pursuing the point further that if, in fact, the 
marks are so similar as to be likely to create confusion or deception in the minds 
of purchasers when applied to like goods, actual confusion need not be proved 
by the opposer. 

The applicant points out a number of differences to be found between the 
two marks as to appearance, sound and connotation. Those differences are such 
as would be immediately apparent to one who dissects the two marks and then 
proceeds to consider such portions which are obviously different on their face. 
The two marks should be considered as a whole rather than by dissection in 
determining the question of confusing similarity. It is, however, the principal 
contention of the applicant that neither an opposer nor an applicant is entitled 
to a monopoly of an abbreviation of a geographically descriptive term such as 
“Ameri” said to be, but actually not, common to the two marks here under 
consideration. A number of decisions were cited in this connection, the principal 
one relied upon by the applicant being Hall v. Pennzoil Co., 29 C. C. P. A. 933, 
126 F. 2d 506 [32 T. M. R. 235], wherein ‘“Pennpayz” was held not to be con- 
fusingly similar to “‘Pennzoil,” the goods of the parties being alike. Even though 
the first and corresponding part of the two marks “A Ameritex” and “Aamer- 
mill” includes the common syllable ‘““Amer,” not “Ameri” as the applicant seems 
to contend, opposer’s mark is surmounted by a large capital “A” and an equally 
large and equally prominent capital “A” precedes applicant’s mark, and neither 
may be ignored. 

Furthermore, the terms “ameri” and “amer” are not geographically de- 
scriptive of the goods of the parties to this proceeding, as was the case in 
the decision above referred to where the abbreviation “Penn” of the word 
Pennsylvania was held to be descriptive of a well-known type of lubricating oil. 
The same may be said with regard to the marks “Zeroland” and “Zero King” 
in the case of B. W. Harris Manufacturing Company v. Werber Sportswear Co., 
37 C. C. P. A. 1242, 183 F. 2d 105 [40 T. M. R. 790], where the marks were 
applied to winter clothing of which the word “Zero” was descriptive. Also in 
the case of Sears, Roebuck and Co. v. Baird, 641, O. G. 1029, 87 U.S. P. Q. 329, 
cited by the applicant, the marks “Cold Blast” and “Coldspot” were held not 
confusingly similar because the word “cold” was considered descriptive of re- 
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frigerators and refrigerated locker units. I am unable to see that the term 
“amer” is either suggestive or descriptive of piece goods of the kind on which 
opposer’s and applicant’s marks are used. 

Applicant in its brief refers to registration of third parties in which the 
expressions “ameri” or “American” have been used. The examiner refused to 
take judicial notice of such alleged common use and consequent nondistinctiveness 
of the term “amer,” since the sole evidence filed by the applicant in that regard 
consisted of a single registration wherein the said term appears as part of the 
notation ‘“Americloth” which was deemed to be wholly inadequate to establish 
nondistinctiveness of the term “Ameri.” Regardless of the showing made, third 
party registrations may not be used to attack the validity of opposer’s mark, or 
cited as having any bearing on the question of confusing similarity between 
opposer’s and applicant’s marks. Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 
790, 86 F. 2d 752 [27 T. M. R. 78], The Edwin H. Fitler Company v. The Grady- 
Travers Company, Incorporated, 632 O. G. 978, 84 U.S. P. Q. 360. 

Applicant contends with much emphasis that the opposer’s mark “A Ameri- 
tex” in the form shown in its registration could be “Ameritex A” instead of 
“A Ameritex.” It seems to me, however, that the very arrangement of the 
capital “A” above the notation “Ameritex”’ as illustrated in the opposer’s regis- 
tration, should leave no doubt that the mark would be pronounced “A Ameri- 
tex” because of the sequence in which the two portions of the mark appear. 

It appears from a consideration of the two marks as a whole that the 
exceedingly large capital letter “A” heading the two marks constitutes the most 
prominent feature of each while the final portions “tex” and “mill” are essen- 
tially the dissimilar parts of the two marks when they are pronounced. How- 
ever, it is clearly apparent that the two marks when considered in their entireties 
possess too much in common so far as appearance and sound is concerned. So 
far as the representation of the swatch of material in the applicant’s mark is 
concerned, I agree with the examiner that purchasers would place but little if 
any reliance thereon in identifying applicant’s goods with respect to the source 
thereof. 

The decision of the Examiner of Interferences is affirmed. 


SLEEPMASTER PRODUCTS CO., INC. v. THE CLEVELAND 
WELDING COMPANY 


Commissioner of Patents—April 30, 1951 


OpposiTIons—PrRooF oF UsE—GENERAL 
Opposer’s registrations held ineffective to overcome applicant’s date of use since 
filing dates thereof are subsequent to applicant’s first use. 
On facts of record, opposer held to have proved use of “Sleepmaster” prior to 
applicant’s use of “Restmaster.” 
TrRADE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Chairs for indoor and outdoor use held similar goods to studio couch beds, being 
articles of household furniture adapted for the same general use. 
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TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Restmaster” held confusingly similar to “Sleepmaster,” used on similar goods, under 
1946 Act. 
TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Master” held in no sense descriptive of mattresses, studio couches or 
chairs. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
OpposITIONS—PLEADING AND PRACTICE—GENERAL 
It is well settled that registrations of third parties may not be considered in an 
opposition proceeding in determining question of probability of confusion in trade. 
OpposITIONS—DEFENSES—LACHES 
Mere lapse of time in bringing opposition held not sufficient to sustain charges of 
laches. 
On facts of record, applicant held to have failed to prove defense of laches. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Sleepmaster Products, Inc. against The Cleveland 
Welding Company. Applicant appeals from decision sustaining notice of opposi- 
tion. Affirmed. 


Beekman Aitken for opposer. 
Oberlin & Limbach and Almon S. Nelson for applicant. 


KLINGE, Assistant Commissioner : 


This is an appeal from the decision of the examiner of trade-mark inter- 
ferences sustaining the opposition filed by Sleepmaster Products Co., Inc., 
opposing registration of the trade-mark “Restmaster” by The Cleveland Weld- 
ing Company on the Principal Register under the Act of 1946 for “chairs for use 
as indoor and outdoor furniture, including metal frame chairs,” in Class 32, 
furniture and upholstery. The first date of use of the trade-mark claimed by 
the applicant is October 1938. 


Both parties filed briefs and were represented at the hearing. A stipula- 
tion has been filed by the parties that the depositions of certain witnesses 
together with the exhibits offered in connection therewith in Opposition No. 
28,107, Sleepmaster Products Co., Inc. v. The Kenmar Manufacturing Company; 
and trade-mark interference No. 4211, The Cleveland Welding Company v. The 
Kenmar Manufacturing Company, be used in the present proceeding. 


The allegations in the notice of opposition relate to the confusion in trade 
clause of section 2 (d) of the Act of 1946 as the sole statutory ground for nega- 
tiving the right of registration of the applicant’s mark. 


The opposer alleges priority of use by it of the trade-marks, “Restmaster,” 
“Sleepmaster,” “Downmaster,” “Sheetmaster,” “Pill-O-Master,” “Springmaster,” 
“Dreamaster,” “Bedmaster,” and “Healthmaster,” constituting a series of 
“Master” marks, all ending in the latter word. Opposer also claims ownership 
of three prior issued United States registrations No. 391,256, filed June 20, 1941, 
No. 409,026, filed December 2, 1943, and No. 433,865, filed November 27, 1945, 
disclosing the marks “Quiltmaster,” “Sleepmaster” and “Foamaster” respec- 
tively. 
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The filing date of each of these registrations is subsequent to the earliest 
date of use proved by the applicant for use of its mark “Restmaster” on the 
goods specified in its application, and hence none of these registrations can be 
relied upon as establishing priority for the opposer. The examiner accorded the 
applicant a date of use of its mark “Restmaster” on its goods as early as Janu- 
ary, 1938, which date is disputed by the opposer who contends that applicant’s 
proofs do not go back of October, 1938. However, this may be, the registra- 
tions of the opposer are still ineffective to overcome the applicant’s date of 
use, since the filing dates of the applications for registration of these marks 
are all subsequent to the year 1938. 

With regard to the other marks upon which the opposer relies for priority, 
with the exception of its use of the mark “‘Sleepmaster,” the testimony submitted 
in this connection was held by the examiner to be neither clear nor convincing 
that such use was definitely established as being earlier than the date proved 
by the applicant. However, it was the examiner’s opinion that opposer has 
proved prior use of the mark “Sleepmaster” on mattresses, studio couch beds 
and studio couches, both by the testimony of the witness Gennett, opposer’s 
president, and also in view of Exhibits 2 and 12 submitted in opposer’s behalf, 
the first of which is a certified copy of its registration No. 327,895, issued in 
1935, disclosing the mark “Sleepmaster” for mattresses and studio couch beds, 
and the second being an order for the shipment of a “Sleepmaster” studio 
couch to John A. Ackley & Son, Inc., which bears the date June 19, 1937, which 
couch was delivered to, and paid for by, the said John A. Ackley & Son, Inc., 
in 1937. 

The applicant points out that according to the testimony, first use by the 
opposer of its mark “Sleepmaster’”’ is evidenced by a sale of only one studio 
couch, which preceded applicant’s sales of its chairs in volume by a period of 
only several months. However, this was a legitimate sale in commerce, and 
opposer’s mark “Sleepmaster” was registered for studio couch beds and mat- 
tresses several years before the applicant’s first date of use of its mark. I agree 
with the examiner that opposer has proved prior use of the mark “Sleepmaster” 
on mattresses and studio couches. 

The question remaining for consideration, therefore, is whether use by 
the applicant of its mark “Restmaster” as applied to chairs for use as indoor 
and outdoor furniture and opposer’s use of its mark “Sleepmaster” on mattresses 
and studio couch beds is likely to cause confusion or mistake or to deceive 
purchasers. Applicant insists that mattresses and studio couch beds are not 
goods of the same description, or related goods, to metal chairs. It may be 
here stated that the goods specified in applicant’s application for registration 
of its mark is not limited to metal chairs, but refers to chairs for indoor and 
outdoor use, including metal frame chairs. Nevertheless the examiner consid- 
ered the goods of the parties as related in the sense that they are furniture 
used by purchasers for their comfort and rest, citing Gamble Stores, Incorpo- 
rated v. Wm. J. Jaeger Furniture Company, Inc., 561 O. G. 530, 60 U. S. P. Q. 
497, wherein living room, dining room, and bedroom furniture were held to be 
goods of the same descriptive properties as radio receiving sets; and Edward 
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McRoskey Mattress Company v. Milwaukee Bedding Company, 612 O. G. 7839, 
77 U. S. P. Q. 638, wherein cotton felt used in manufacturing automobile and 
furniture upholstery was held to have the same descriptive properties as 
finished mattresses, pads, pillows, cushions and upholstery. I am clearly of the 
opinion that studio couch beds are similar goods to chairs for indoor and out- 
door use. Studio couch beds and chairs are articles of household furniture 
adapted for the same general use, both being designed to be sat upon. Both 
are sold in the same types of stores to the same customers, and it is immaterial 
that they may be handled in different furniture departments of the same store. 
It is likewise immaterial that the chairs made by applicant are seasonal in char- 
acter, since there is no closed season for the sale of studio couches and other 
similar types of furniture for the home. 

With regard to the marks “Restmaster” and “Sleepmaster,” it is my view 
that they are confusingly similar, since the first syllable “Rest” and “Sleep” 
of each has a similar connotation and each mark ends with the same word 
“Master.” 

The applicant calls attention to B. W. Harris Manufacturing Company v. 
Werber Sportswear Co., 37 C. C. P. A. 1242, 183 Fed. (2d) 105, in which the 
mark “Zeroland” was held not confusingly similar to the mark “Zero King” 
despite the fact that the identical word “Zero” appears in both marks. In that 
case the common word “Zero” was considered descriptive of the goods to which 
the marks were applied. In the present case the word “Master” is in no sense 
descriptive of the goods here under consideration. On the other hand, the 
words “Sleep” and “Rest” impart to the marks as a whole the same general 
meaning or significance, both marks have the same number of syllables and end 
with the identical word “Master.” The marks obviously have a similar conno- 
tation and are considered as a whole to be confusingly similar. Ex parte Supplee- 
Biddle Hardware Co., 556 O. G. 737, 59 U. S. P. Q. 98; Ex parte Talge, 61 
U.S. P.Q.455; Ex parte Lyman Electronic Corp., 615 O. G. 818, 79 U.S. P. Q. 37. 

One of the principal alleged errors relied upon by the applicant in this 
appeal is the examiner’s holding that registrations of third parties cannot be 
considered in determining the question of probability of confusion in trade. 
Applicant points out that the third party registration on which he relies discloses 
the exact same mark ‘“‘Restmaster” as that of the opposer and for the identical 
goods of the opposer. It is well settled that registrations of third parties may not 
be considered in an opposition proceeding in determining the question of probabil- 
ity of confusion in trade where, as here, there is nothing in the record to show 
that the applicant has any interest in or claims any rights under such third 
party registration. The Edwin H. Fitler Company v. The Grady-Travers Com- 
pany, Incorporated, 632 O. G. 978, 84 U. S. P. Q. 360. In this case the opposer 
is the prior user of its mark so far as this applicant is concerned, and the fact 
that he may not be the prior user with respect to some other registrant, a matter 
which has not even been established on this record, is of no concern in a pro- 
ceeding to establish the applicant’s right to register its mark on the application 
it has made. Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 30 C. C. P. A. 
916, 133 F. 2d 947, 56 U.S. P. Q. 586. 
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Finally the applicant has raised the question of laches for the first time 
in its brief. Laches was not pleaded as a defense in the answer to opposer’s 
notice of opposition, and was not urged before the examiner, and was therefore 
not considered in the decision below. I find nothing in the record of this case 
to prove applicant’s defense in this regard. Mere lapse of time in bringing an 
opposition is not sufficient to sustain a charge of laches by the applicant against 
the opposer. 

The decision of the Examiner of Interferences is affirmed. 


HART SCHAFFNER & MARX v. EMPIRE MANUFACTURING 
COMPANY 


Commissioner of Patents—May 2, 1951 


TRADE-MARKS—DoMINANT FEATURE—PARTICULAR INSTANCES 
The notation “Dixie Leader” held dominant feature of composite mark in which 
those words appear at the top, and below which is scene depicting race track on which 
there are several running horses and in the center of which a horse’s head is shown in a 
circle, above which in small letters is the slogan “A Sure Bet,” which is disclaimed. 


TRADE-MARKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Light weight summer suits held goods of the same general class as work clothes 


including overalls, jumpers, dungarees and shirts but held there is a well recognized 
specific difference between the goods of the parties. 
TrapE-Marks—Marks Not ConFustncLy SIMILAar—PAartTICULAR INSTANCES 
Composite mark in which the notation “Dixie Leader” is the dominant feature held 
not confusingly similar to “Dixie Weave,” the word “Weave” being disclaimed, used 
on goods of the same class, but having specific differences, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Hart Schaffner & Marx against Empire Manu- 
facturing Company. Applicant appeals from decision sustaining notice of 
opposition. Reversed. 

William T. Woodson, Beverly W. Pattishall, and Lewis S. Garner, of Chicago, 
Ill., for opposer. 

Charles R. Allen, of Washington, D. C., for applicant. 

KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences in an opposition proceeding under the Act of 1946, sustaining the 
opposition filed by Hart Schaffner & Marx opposing registration by the Empire 
Manufacturing Company of its trade-mark “Dixie Leader” applied to work 
clothes, namely overalls, jumpers, dungarees, and shirts. The opposed applica- 
tion, Serial No. 534,612, was filed September 16, 1947. Opposer bases its cause 
of action upon ownership of renewed registration No. 112,369, for the mark 
“Dixie Weave” applied to men’s suits comprising coats, vests, and trousers. 
The allegations in the notice of opposition relate to the first clause of section 
2(d) of the Act of 1946, concerning the likelihood of confusion or deception 
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of purchasers. The opposer has filed testimony, both parties have filed briefs 
and were represented at the hearing. 

Opposer is here the prior user and this is not disputed by the applicant, so 
the only issue to be determined herein is whether or not the mark of the 
applicant so nearly resembles that of the opposer as to be likely, when applied to 
the applicant’s goods to cause confusion or deception of purchasers. 

The applicant’s mark is composite in form, the words “Dixie Leader” 
appearing at the top thereof, below which is a scene depicting a race track on 
which are several running horses and in the center of which a horse’s head is 
shown in a circle. Above the picture in small letters is the slogan, “A Sure 
Bet,” which is disclaimed. The opposer’s mark consists of the two words 
“Dixie Weave,” the word “Weave” being disclaimed apart from the mark as 
shown. 

It is the opposer’s position that the word “Dixie” dominates both of the 
marks here presented and that both are applied to similar articles of clothing 
which are advertised and sold in the same stores to the same customers so 
that confusion as to the origin of the goods would be likely in view of the 
similarity of both the marks and the goods to which they are applied. Applicant 
differs with the opinion of the opposer with regard to the dominant features 
of the two marks, arguing that the word “Leader” is the dominant feature 
of its mark and that the word “Weave” is the dominant part of the opposer’s 
mark. While, as the Examiner of Interferences stated in his decision, the notation 
“Dixie Leader” is the dominant feature of the applicant’s mark as a whole, 
since it is that feature upon which purchasers would primarily rely in identifying 
applicant’s goods as to source especially when calling for such goods by name, 
it is my view that neither word is in fact the dominant part of the applicant’s 
notation “Dixie Leader.” I find it unnecessary to discuss the point further 
for reasons which will appear herein below. 

Opposer’s mark “Dixie Weave,” according to the testimony of its witness 
Henrich, is used on summer suits made of 8 oz. lightweight fabric generally 
referred to as a porous fabric as distinguished from fourteen to sixteen ounce 
fabric ordinarily used in heavier suits, which are not “Dixie Weave” brand 
suits. The advertising by the opposer is generally directed to Spring and Sum- 
mer ads according to the witness, and the reason for this appears more clearly 
from the exhibits filed in connection with the opposer’s testimony. Exhibits 
2 to 8 inclusive, are advertisements in the Saturday Evening Post over a period 
of from May 26, 1929 to June 9, 1945, in all of which emphasis is laid on the 
light, porous fabrics of which “Dixie Weave” suits are made to keep the 
wearer cool. Those suits are characterized as cool “as a breeze” or “as a 
morning plunge,” made of wool or worsted fabric which is porous and cool and 
of screen-like texture which, when seen under a magnifying glass, has a ventila- 
tion of three thousand pores to the square inch to keep the wearer cool in the 
hottest weather. Exhibits 9, 10 and 11 are newspaper advertisements to much 
the same effect. It thus appears that the word “Dixie” when used with the 
word “Weave” in opposer’s mark, while not employed in a geographical sense 
to indicate where opposer’s goods are manufactured, strongly implies the nature 
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of the weave of the fabric in that it is designed for wear in hot weather, typical 
of the Southland, commonly referred to as “Dixie.” The mark as a whole 
would therefore suggest to the average purchaser that the lightweight suit 
bearing the mark “Dixie Weave” was one made of a fabric which adapts it for 
use in the South or elsewhere having a climate similar to that of the South. 

Applicant has its place of business in the city of Winder, Georgia, and it 
would appear that the word “Dixie” in the mark “Dixie Leader’ is at least 
geographically descriptive of the applicant’s place of business. The word “Leader” 
in the applicant’s mark has no significance whatever in relation to work clothes, 
as does the word “Weave” in the opposer’s mark in relation to men’s suits 
where the weave is a matter of both practical and artistic importance. 


With regard to the goods of the respective parties, they obviously belong 
to the same general class of merchandise, but there is a well recognized specific 
difference between the two. As stated above, opposer’s goods are lightweight 
Summer suits comprising coats, vests and trousers. The applicant’s goods are 
work clothes, namely, overalls, jumpers, dungarees and shirts. The witness 
Henrich, testifying for the opposer, stated that opposer sold shirts and jumpers, 
but I find no evidence in either the testimony or the exhibits that such goods 
were ever sold under opposer’s trade-mark “Dixie Weave.” 

In this case I think the two marks should be considered in their entireties, 
and that the connotation inherent in each may not be ignored. I do not consider 
the word “Dixie” the dominant portion of either mark, and in view of the 
different significance which the word imparts to the two marks, as discussed 
above, and in further view of the vast difference in sound and meaning between 
the words “Weave” and “Leader” and considering further the specific differences 
in the goods to which the two marks are applied, it is my conclusion that it is 
unlikely that confusion as to the origin of the applicant’s goods with its mark 
applied thereto would arise in the mind of the average customer. 


The decision of the Examiner of Interferences is reversed. 


GOLDRING, INC. v. THE PRINTZ-BIEDERMAN COMPANY 


Commissioner of Patents—May 2, 1951 


OppostTIons—EvIDENCE—GENERAL 
On facts of record, opposer held to have established priority in use of its mark. 
On facts of record, held that there is no evidence that the word “Townley” is a 
surname. 
TRADE-MARKS—Worps CAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Town,” common to the marks of the parties, held not lacking in dis- 
tinctiveness. 
Oppos!TIons—DEFENSES—GENERAL 
TRADE-MarKS—ACQUSITION OF RIGHTS—GENERAL 
Fact that opposer sells its garments through dealers whose names appear on label 
with opposer’s mark but without opposer’s name, held not to constitute deception of 
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the consuming public and, without more, dealers selling opposer’s garments so labeled 
could not acquire rights in opposer’s trade-mark. 


TRADE-MARK—DoMINANT FEATURE—PARTICULAR INSTANCES 
The word “Town” held the dominant part of the words “Townley” and “Townster.” 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES . 
“Zip=Townster” held confusingly similar to “Townley,” used on identical goods. 


Appeal from Examiner of Interferences. 
Trade-Mark opposition by Goldring Inc. against The Printz-Biederman 
Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 
Henry L. Burkitt, of New York, N. Y., for opposer. 
Theodore W. Miller of Chicago, IIl., for applicant. 
K INGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Goldring Inc., opposing registration of 
the trade-mark “Zip=Townster” filed April 22, 1947, under the Act of 1905, 
by The Printz-Biederman Company, applied to women’s and misses’ coats and 
suits. 

The opposer took testimony, and both parties have filed briefs and were 
represented at the hearing. 

Opposer-appellee bases its cause of action on the first clause of Section 
2(d) of the Act of 1946 relating to the likelihood of confusion or deception of 
purchasers as the sole statutory ground for opposing the applicant’s right to 
register its mark, alleging prior use and ownership through its predecessors in 
business of the mark “Townley” applied to goods which are identical in kind 
with those of the applicant. 

The examiner was of the opinion that the testimony adduced by opposer in its 
behalf satisfactorily established that the opposer and its predecessors have had 
continuous use of the mark “Townley” in connection with the sale of women’s 
clothing since long prior to any use claimed by the applicant of the notation 
“Zip=-Townster” on similar goods. I am in agreement with the examiner’s 
conclusion as to opposer’s prior use of its mark and I find no contention to 
the contrary in the applicant-appellant’s brief. 

The applicant urges that the Examiner of Interferences seems to suggest 
in the concluding portion of his decision that the decision would have been 
otherwise if it appeared that the word “Town,” common to “Townley” and 
“Zip==Townster” is lacking in distinctiveness. The examiner stated that it 
has not been made to appear in this case that the word “Town,” common to 
the two marks, is descriptive or for any other reason is lacking in distinctiveness. 
Applicant argues in this connection that the word “Town” in opposer’s mark 
forms part of a personal name “Townley” which has no similar significance 
to the word “Town” in the applicant’s mark since in the latter this common 
word would obviously suggest a garment to be worn about town. I doubt that 
such a distinction in meaning would be attributed by the customer to the word 
“Town” or be of the slightest concern to one purchasing a garment, especially 
when there would be no opportunity for side by side comparison of the two 
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marks. I am unable to agree with the applicant that the word “Town,” common 
to the two marks, is lacking in distinctiveness. 

Applicant further agrues that the only significance which the opposer’s 
1920 Act registration has in this case is that it constitutes an admission on 
the part of opposer that its trade-mark is not a true trade-mark but, on the 
other hand, is merely a personal name. Whatever inferences may be gathered 
from the fact that opposer’s mark was registered under the 1920 Act, I do not 
find any evidence in this record that the word “Townley” is a personal name, 
that it was ever so used by the opposer or had anything other than an arbitrary 
significance in connection with opposer’s goods. 

Applicant also argues that opposer has actually misled the consuming public 
into believing that certain of its dealers owned the trade-mark rather than the 
opposer. This agreement is based upon the fact that the opposer sells its garments 
through dealers whose names appear on the label with the opposer’s mark, 
whereas the opposer’s name does not so appear. In support of the applicant’s 
position, the case of Distillers Brands, Inc. v. The American Distilling Co., 
District Court, Southern District New York, 26 F. Supp. 988, 41 U. S. P. Q. 
136, is cited. In that case the trade-mark “King’s Pride” contained the name 
of the distributor, The King Company, and the labels were used on a commodity 
sold only by that distributor. In the instant case opposer’s mark “Townley” 
is not the name of any of opposer’s dealers so that the mark “Townley” does 
not and cannot indicate the dealer rather than the opposer. There are many 
dealers in “Townley” garments, all having different names as distinguished 
from the sole distributor in the cited case, whose name was part of the mark 
it used. All the stores selling “Townley” garments could not, under the present 
circumstances and without more, acquire trade-mark rights to the opposer’s 
mark is indicative of the origin of the goods, and certainly no single one could 
acquire such right simply because its name appears on the same label bearing 
opposer’s trade-mark. The sole purpose served by the dealer’s name is to 
indicate where a particular garment is purchased and nothing to the contrary 
appears in this record. To hold otherwise would be to totally ignore the purpose 
of both the mark and the name of the seller of the garment. Lehn & Fink 
Products Corporation v. Avon Products, Inc., 639 O. G. 884, 83 U. S. P. Q. 
258; Shaver v. Heller & Merz Co., (C. C. A. 8th Cir.) 108 F. 821. 

The only question remaining for consideration in this appeal is that of 
confusing similarity between the two marks. Applicant’s mark ‘“Zip=-Townster” 
is formed by two separate words, of which the word “Townster” is clearly 
the dominant portion to which customers would most likely refer when pur- 
chasing applicant’s goods. The word “Zip” apparently has some unexplained 
connection with the illustration of a zipper appearing on applicant’s labels. 
Zippers are now so commonplace on garments of all types that the use of that 
word or its contraction can lend no distinction to the applicant’s mark. As 
between the words “Townley” and “Townster” the dominant part of each 
is obviously the word “Town” which forms the first syllable of each of the 
two-syllable marks, and the over-all resemblance of the two words is too obvious 
to avoid the likelihood of confusion in trade as to the origin of the goods. 
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Such differences as exist between the two marks are insufficient to avoid like- 
lihood of confusion and are in no way aided by the alleged dissimilarity in 
connotation referred to by the applicant in his brief namely, that “Townley” 
is a surname and “Townster” suggests a person about town. Ex parte Hockwald 
Chemical Company, 591 O. G. 669, 71 U. S. P. Q. 37; Kroger Grocery & Baking 
Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 F. 2d 725 [27 T. M. R. 
250). 

The various decisions referred to in the briefs have been carefully con- 
sidered. It is my conclusion that the decision of the Examiner of Interferences 
should be sustained. 

The decision of the Examiner of Interferences is affirmed. 


ESSO STANDARD OIL COMPANY v. PANHANDLE REFINING 
COMPANY ETC. 


Commissioner of Patents—May 7, 1951 


TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in meaning alone may be sufficient to render two marks confusingly 
similar. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Equavis” held confusingly similar to “Univis,” used on identical goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Esso Standard Oil Company against Panhandle 
Refining Company (Panhandle Producing and Refining Co., assignee, substi- 
tuted). Opposer appeals from dismissal of notice of opposition. Reversed. 
Jewett, Mead & Browne and James Atkins, of Washington, D. C., for Opposer. 
Wayland D. Keith, of Wichita Falls, Tex., for Applicant. 

FEpERIcOo, Examiner in Chief: 

This is an appeal by the opposer, Esso Standard Oil Company, from the 
decision of the Examiner of Interferences dismissing its opposition to the 
registration of a trade-mark by the Panhandle Refining Company (Panhandle 
Producing and Refining Company, assignee, substituted). 

The applicant seeks to register the mark “Equavis” for motor lubricating 
oils and lubricating greases, on an application filed May 31, 1946, under the 
Trade-Mark Act of 1905. 

The opposition is based upon the prior use and ownership by the opposer 
of the registered mark “Univis,’ for lubricating oils. The priority of the 
opposer is acknowledged and the only question is that of the similarity of 
the marks. 

Opposer’s mark is intended to be suggestive of a quality of the oil with 
which it is used, namely uniform viscosity, and the mark was derived by a con- 
traction of the phrase ‘““UNIform VIScosity.” The syllable “vis” is recognized as 
an abbreviation for the word “viscosity” in connection with lubricating oils as 
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suggested in the decision of the Court of Customs and Patent Appeals in 
McKinnon & Company v. HyVis Oils, Inc., 24 C. C. P. A. 1105, 88 F. 2d 699, 
33 U. S. P. Q. 210. Applicant uses the same last syllable “vis” and the first 
syllable ‘“‘equa.” 

The examiner held that the two marks involved are not confusingly sim- 
ilar in sound, appearance or meaning, stating that it is clear that the syllable 
“vis” is not the dominant feature of either mark since that term is a descrip- 
tive abbreviation of the word “viscosity,” and that the first two syllables of the 
respective marks are different and have no similarity in connotation or meaning. 
It is believed that the examiner is clearly mistaken in his holding that the 
prefixes to the last syllable of the marks have no similarity in connotation or 
meaning. On the contrary, the connotation or meaning is believed to be similar. 
As pointed out above, the prefix “uni” has the significance of uniform or uni- 
formity in connection with the last syllable having the significance of viscosity. 
In the applicant’s mark the first two syllables are a common prefix indicating 
equal and is used in many words having the meaning or connotation of equal 
or uniform, for example, equable, equality, equalize, equation, etc. Similarity 
in meaning alone may be sufficient to render two marks confusingly similar 
and here, where the suffixes of the respective marks are identical and the pre- 
fixes have a similar meaning or connotation, it is believed that the respective 
marks are confusingly similar. 

The decision of the examiner is reversed and the opposition is sustained. 


ESSO STANDARD OIL COMPANY v. SUN OIL COMPANY 


Commissioner of Patents—May 7, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in appearance with identical suffixes held sufficient to render the marks 
involved confusingly similar. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 


“Sunvis” held confusingly similar to “Univis,” used on identical goods, under 

1905 Act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Esso Standard Oil Company against Sun Oil 
Company. Opposer appeals from dismissal of notice of opposition. Reversed. 
Jewett, Mead & Browne, of Washington, D. C., for Opposer. 

Busser & Harding, of Philadelphia, Pa., for Applicant : 
Feperico, Examiner in Chief: 

This is an appeal by the opposer, Esso Standard Oil Company, from the 
decision of the Examiner of Interferences dismissing its opposition to the reg- 
istration of a trade-mark by the Sun Oil Company, the applicant. 

The applicant seeks to register the mark “Sunvis” for lubricating oils, on 
an application filed December 18, 1946, under the Trade-Mark Act of 1905. 
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The opposition is based upon the prior use and ownership by the opposer 
of the mark “Univis” for lubricating oils, this mark having been registered 
December 12, 1922 (and renewed), Registration No. 162,372. 

There is no question as to the priority of the opposer and the only issue 
presented is whether the respective marks bear such near resemblance as to be 
likely to cause confusion when applied to the goods of the applicant. 

Applicant points out that the lubricating oils sold by the parties under 
their respective marks are specifically different, having different properties 
and being adapted for different purposes, and that they are not sold to the 
general public as are automobile lubricating oils. Nevertheless, it is considered 
obvious that the goods are of the same descriptive properties within the meaning 
of the Act of 1905. Moreover, it should be noted, both the application for regis- 
tration and opposer’s registration recite lubricating oils broadly. 

Opposer’s mark is intended to be suggestive of a quality of the oil with 
which it is used, namely uniform viscosity, and the mark was derived by a con- 
traction of the phrase “Uniform Viscosity.” The syllable “vis” is recognized 
as an abbreviation for the word “viscosity” in connection with lubricating oils, as 
indicated in the decision of the Court of Customs and Patent Appeals in McKinnon 
& Co. v. HyVis Oils, Inc., 24 C. C. P. A. 1105, 88 F. 2d 699, 33 U.S. P. Q. 210. 

Applicant uses the same last syllable “vis,” and the first syllable “Sun” is 
taken from its corporate name, Sun Oil Company, which is also used by appli- 
cant as the first syllable of others of its marks. 

Opposer urges that the two marks are confusingly similar in that both 
have the same suffix “vis” and that the prefixes thereto “uni” and “sun” differ 
by only one letter. The difference in one letter is not considered particularly 
significant insofar as sound and meaning of the prefixes are concerned, since in the 
particular combinations of letters, the results are terms which are quite different 
in sound and wholly unlike in meaning. However, the two marks in their 
entireties are similar in appearance. The latter parts are identical, as has been 
pointed out, and the prefixes consist of only three letters each, both having the 
same two letters “un” in the same order. Similarity in appearance with the 
identical suffixes is considered sufficient to render the two marks confusingly 
similar. 

Opposer cites a large number of decisions in which marks having identical or 
substantially identical suffixes, of some descriptive or suggestive nature, were 
held confusingly similar. These cases are: Ex parte Elizabeth Arden Sales Cor- 
poration, 77 U.S. P. Q. 640, 612 O. G. 789, involving Pat-A-Kake and Pan-Cake; 
Edward McRoskey Mattress Company v. Milwaukee Bedding Company, 77 U. S. 
P. Q. 638, 612 O. G. 789, involving Mor-flex and Airflex ; The Resinous Products 
& Chemical Company v. Heribert, 77 U. S. P. Q. 232, 610 O. G. 780, involving 
Polyplex and Paraplex; Schering & Glatz, Inc., et al. v. Greenblatt (D. C., D. 
N. J.), 77 F. Supp. 447, 77 U. S. P. Q. 268, involving Atusol and Anusol; Keno- 
sha Full Fashioned Mills, Inc. v. Artcraft Hosiery Company, 34 C. C. P. A. 1081, 
161 F. 2d 234, 74 U. S. P. Q. 29, involving Edgecraft and Artcraft; Carboloy 
Company, Inc. v. General Aircraft Equipment, Inc., 73 U.S. P. Q. 447, 600 O. G. 
674, involving Tuncarlay and Carboloy; Abbott Laboratories v. Ayerst, McKenna 
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& Harrison, Ltd., 73 U. S. P. Q. 489, 600 O. G. 674, involving Ecoferol and 
Natopherol ; Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 
161 F 2d 226, 73 U. S. P. Q. 438, involving Pediglo and Pechglo; Van Pelt & 
Brown, Inc. v. John Wyeth & Brother, Inc., 34 C. C. P. A. 1033, 161 F. 2d 244, 
73 U.S. P. Q. 408, involving Vanogel and Amphojel, McKesson & Robbins, Inc. 
v. Pitts, 72 U. S. P. Q. 33, 594 O. G. 432, involving Azma-Mist and Albomist; 
United States Gypsum Company v. Johns Manville Corp., 71 U.S. P. Q. 207, 593 
O. G. 207, involving Permatone and Perfatone; Columbia Broadcasting System, 
Inc. v. Technicolor Motion Picture Corporation and Technicolor, Inc., 35 
Cc. C. P. A. 1019, 166 F. 2d 941, 69 U. S. P. Q. 260, involving Telecolor and 
Technicolor. 

The principal case relied upon by the applicant and by the examiner is Miles 
Laboratories Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888, 63 
U. S. P. Q. 64, in which the marks “Vitamiles” and “Vitabuild” were held not 
to be confusingly similar. The facts in that case are considered different from 
the cases cited by the opposer and the situation presented herein in that, while 
the marks contained the identical prefix, the suffixes had no resemblance what- 
soever in either sound, meaning or appearance. 

The decision of the examiner is reversed and the opposition is sustained. 


EUREKA WILLIAMS CORPORATION v. McCORQUODALE 
Commissioner of Patents—May 8, 1951 


OpposITIOoNs—EvipENCE—GENERAL 
Opposer’s registrations covering domestic hot water heaters and electric motors 
cannot be relied upon since the dates are later than those established by applicant. 
On facts of record, held that no date of first use with respect to opposer’s hot 
water heaters can be inferred from the stipulated evidence. 


TraDE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Automatic gas water heaters and liquid fuel burning devises and automatic elec- 
trically controlled and operated fuel heating systems, held such that the use of the same 
or confusingly similar marks on them would be likely to cause confusion. 


TRADE-MarKS—Marxks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Hotomatic” held not confusingly similar to “Oil-O-Matic,” used on similar goods, 
under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Eureka Williams Corporation against Wilmer E. 
McCorquodale. Applicant appeals from decision sustaining notice of opposition. 
Reversed. 

E. J. Balluff, of Detroit, Mich., for Opposer. 
Wilmer E. McCorquodale, Jr., of Philadelphia, Pa., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the applicant, Wilmer E. McCorquodale, from the 
decision of the Examiner of Interferences sustaining an opposition to the 
registration of its mark brought by Eureka Williams Corporation. 
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Applicant seeks to register “Hotomatic” for automatic gas water heaters 
on an application filed October 14, 1947, alleging use of the mark since August 
25, 1928. 


The opposition is based upon the prior use by the opposer of its registered 
mark “Oil-O-Matic,” applied to liquid fuel burning devices and other goods. 


Opposer’s record consists of a stipulation of facts and exhibits according to 
which it is admitted for the purpose of this proceeding, among other facts 
relating to the extent of opposer’s business and advertising and other matters, 
that opposer and its predecessors have been continuously engaged in the 
manufacture and sale under the trade-mark “Oil-O-Matic” of the goods specified 
in six trade-mark registrations for that term, since the dates of first use set 
forth in the registrations. Three of these registrations specify liquid fuel burning 
devices as the goods, and the fourth recites “automatic electrically controlled 
and operated fuel heating systems, including the electrically operated controls 
therefor,” with the earliest dates of use in 1920 and 1921. The fifth registration 
specifies domestic hot water heaters with the earliest date of use in 1933, and the 
sixth specifies electrical motors with the earliest use in 1939. The latter two 
dates are later than the date established by the applicant, and opposer hence 
cannot rely upon the last two registrations, nor upon the dates of use recited 
therein, for the particular goods specified in these two registrations. Opposer’s 
exhibits of advertising circulars are of no avail with respect to hot water heaters 
since the circulars bear no date and no first date of use with respect to the 
specific device of the circulars can be inferred from anything stated in the 
stipulation. Consequently, opposer’s goods, for the purpose of this proceeding, 
must be taken as those specified in the first four registrations only. However, 
the respective goods of the parties are considered such that the use of the same 
or confusingly similar marks on them would be likely to give rise to confusion, 
and the parties have also stipulated that their respective goods are of the same 
general descriptive class. The principal question in this case, hence, is that 
of the confusing similarity of the respective marks of the parties. The examiner 
stated in sustaining the opposition that, in his opinion, the notations here in- 
volved are too nearly alike to enable their concurrent use upon the respective 
goods of the parties without giving rise to a reasonable likelihood of confusion 
or deception of the purchasers. 


Since the date of the decision of the Examiner of Interferences in this case, 
the Assistant Commissioner decided an appeal in an opposition involving the same 
opposer and the same mark of the opposer involved in this case, Eureka Williams 
Corp. v. Willoughby Machine and Tool Co., 86 U. S. P. Q. 170. In that case, 
the applicant was seeking to register the mark “Thermomatic” for “gas con- 
version burners and parts therefor, for use in domestic, commercial and industrial 
heating.” The Commissioner held, after consideration of a number of deci- 
sions involving opposer’s mark and other marks ending with the syllables “matic” 
or “omatic,” that the two marks there involved were not confusingly similar, 
stating [40 T. M. R. 718] “it must be found that when the marks are consid- 
ered in their entireties there is no such resemblance between applicant’s mark 
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and that of opposer as to indicate any likelihood of confusion.” The Commis- 
sioner cited the decisions of the Court of Customs and Patent Appeals in 
Williams Oil-O-Matic Heating Corp. v. Bliss, 19 C. C. P. A. 821, 54 F. 2d 430, 
12 U. S. P. Q. 43, and Syncromatic Air Conditioning Corporation v. Williams 
Oil-O-Matic Heating Corp., 27 C. C. P. A. 1010, 109 F. 2d 784, 44 U.S. P. Q. 
598. The first of these cases involved the marks “‘Oil-O-Matic” and “Thermatic” 
and the second involved “Air-O-Matic,” one of opposer’s marks not involved 
herein, and “Syncromatic,” and in both cases the respective marks were held 
dissimilar. Also the Court of Appeals for the Seventh Circuit in Syncromatic 
Corporation v. Eureka Williams Corp., 174 F. 2d 649, 81 U. S. P. Q. 434, held 
opposer’s mark “Oil-O-Matic” and the mark “Syncromatic”’ not to be confusingly 
similar. 

The dissimilarity of the marks involved in the present case is just as 
great, if not greater, than the dissimilarity of the marks involved in the decision 
of the Commissioner and the decisions of the courts referred to above. While 
it is recognized that precedents in trade-mark cases cannot be followed too closely, 
I am unable to find any differences in the facts, or any recent contrary precedent, 
which would warrant a holding in this case different from that in the cases 
cited. The decision of the examiner must accordingly be reversed on the authority 
of the decision of the Commissioner in Eureka Williams Corp. v. Willoughby 
Machine and Tool Co. and of the courts in the other cases cited. 

The decision of the examiner sustaining the opposition is reversed. 


EUREKA WILLIAMS CORPORATION v. KRES-KNO OIL BURNER 
MANUFACTURING COMPANY, INC. 


Commissioner of Patents—May 8, 1951 


TravE-Marks—Marks Not ConFrusincLy SIMILAR—ParTICULAR INSTANCES 
“Pow-R-Matic” held not confusingly similar to “Oil-O-Matic” or to “Air-O-Matic,” 
used on similar goods, under 1946 Act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Eureka Williams Corporation against Kres-Kno 
Oil Burner Manufacturing Company, Inc. Applicant appeals from decision sus- 
taining notice of opposition. Reversed. 

E. J. Balluff, of Detroit, Mich., for Opposer 
Jacobi & Jacobi, of Washington, D. C., for Applicant. 
FEepEerico, Examiner in Chief: 

This is an appeal by the applicant, Kres-Kno Oil Burner Manufacturing 
Company, Inc., from the decision of the Examiner of Interferences sustaining 
an opposition to the registration of its mark brought by the Eureka Williams 
Corporation. 

The applicant is seeking to register the mark “Pow-R-Matic” for oil burners 
for domestic and industrial use, on an application filed April 14, 1947, alleging 
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use since April 12, 1939. The opposition is based upon opposer’s prior use and 
ownership of the registered trade-mark, “Oil-O-Matic,” as applied to liquid 
fuel burning devices, automatic electrically controlled and operated heating 
systems, including the electrically operated controls therefor, and domestic 
water heaters, and the registered mark “Air-O-Matic” as applied to air condi- 
tioning systems and heating, cooling, dehumidifying and humidifying units for 
air conditioning systems and parts thereof. The record clearly shows the prior 
use by the opposer, which is conceded by the applicant. In so far as opposer’s 
mark “Oil-O-Matic” is concerned the goods involved are the same, since 
opposer’s use of this mark has been on oil burners in addition to other goods, 
and the only question in issue is whether the marks of the parties bear such 
near resemblance as to be likely, when applied to the goods of the applicant, 
to cause confusion in trade. With respect to opposer’s mark “Air-O-Matic,” the 
goods of the parties are different but the examiner seems to have considered 
them such that the use of the same or a similar mark on them would give rise 
to confusion. 

The examiner held, after discussing a number of decisions in which marks 
ending with the syllable “matic” or “o-matic” were involved, that in his opinion 
the respective marks involved herein resembled each other so closely that their 
use would be likely to result in confusion. 

Shortly after the decision of the Examiner of Interferences in this case, the 
Assistant Commissioner decided an appeal in an opposition involving the opposer 
and the same mark “Ojil-O-Matic” of the opposer involved in this case, Eureka 
Williams Corporation v. Willoughby Machine and Tool Co., 636 O. G. 1092, 86 
U. S. P. Q. 170. In that case the applicant was seeking to register the mark 
“Thermomatic” for “gas conversion burners and parts therefor, for use in domes- 
tic, commercial and industrial heating.” The Commissioner held, after considera- 
tion of a number of decisions involving opposer’s mark and other marks ending 
with the syllables “matic” or “omatic,” that the two marks there involved 
were not confusingly similar, stating [40 T. M. R. 718] “it must be found that 
when the marks are considered in their entireties there is no such resemblance 
between applicant’s mark and that of opposer as to indicate any likelihood of 
confusion.” The Commissioner cited the decisions of the Court of Customs and 
Patent Appeals in Williams Oil-O-Matic Heating Corp. v. Bliss, 19 C. C. P. A. 
821, 54 F. 2d 430, 12 U.S. P. Q. 43, and Syncromatic Air Conditioning Corp. v. 
Williams Oil-O-Matic Heating Corp., 27 C. C. P. A. 1010, 109 F. 2d 784, 44 
U.S. P. Q. 598. The first of these cases involved the marks “Oil-O-Matic” and 
“Thermatic” and the second involved “Air-O-Matic,” the other of opposer’s 
marks involved herein, and “Syncromatic,” and in both cases the respective marks 
were held dissimilar. Also the Court of Appeals for the Seventh Circuit in 
Syncromatic Corp. v. Eureka Williams Corp., 174 F. 2d 649, 81 U.S. P. Q. 434, 
held opposer’s mark “Oil-O-Matic” and the mark “Syncromatic” (used on 
air conditioning apparatus and on oil burners) not to be confusingly similar. 

The dissimilarity of the marks involved in the present case is considered 
even greater than the dissimilarity of the marks involved in the decision of 
the Commissioner and the decisions of the courts referred to above. While it is 
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recognized that precedents in trade-mark cases cannot be followed too closely, 
I am unable to find any differences in the facts, or any recent contrary precedent, 
which would warrant a holding in this case different from that in the cases 
cited. The decision of the Examiner of Interferences must accordingly be 
reversed on the authority of the decision of the Commissioner in Eureka Williams 
Corp. v. Willoughby Machine and Tool Co. and of the courts in the other cases 
cited. 

The decision of the Examiner of Interferences sustaining the opposition is 
reversed. 


J. C. DEAGAN, INC. v. SCHULMERICH ELECTRONICS, INC. 
Commissioner of Patents—May 17, 1951 


TrapvE-Marks—Worps INCAPABLE OF EXcLusivE APPROPRIATION—GENERIC TERMS 

“Carillonic Bells” held generically descriptive of applicant’s goods and incapable of 
acquiring any meaning other than that products under consideration have tone qualities, 
instrumental limitations and adaptability for rendering certain types of musical compo- 
sitions ordinarily played on bells. 

“Carillonic Bells” held not deceptively misdescriptive but generic term characterizing 
goods to which it is applied and incapable of functioning as a trade-mark to indicate 
origin. 

TrapE-Mark Act oF 1946—REeEcISTRABILITY—SEcTION 2(f) 
TRADE-MARKS—SECONDARY MEANING—GENERAL 

On facts of record, generic name of applicant’s goods held not to have acquired 

secondary meaning identifying only applicant’s specific product. 
OpposITIONS—PLEADING AND PRACTICE—GENERAL 

Notice of opposition alleging that opposer manufactures and sells carillons, that 
“Carillonic Bells” cannot function as a trade-mark, is a misnomer and not proper desig- 
nation of applicant’s product, held sufficient and probability of damage to opposer and 
other manufacturers of carillons, held established if application were allowed. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by J. C. Deagan, Inc. against Schulmerich Elec- 
tronics, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

Charles W. Hills, of Chicago, Ill., for Opposer. 
Pollard & Johnston, of New York, N. Y., for Applicant. 
KurnGe, Assistant Commissioner : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by J. C. Deagan, Inc., opposing registra- 
tion by the applicant Schulmerich Electronics, Inc., of its trade-mark “Carillonic 
Bells” on the Principal Register under Section 2(f) of the Act of 1946, applicant 
alleging that the mark has become distinctive of its goods in commerce. 

The notice of opposition alleges (1) that the notation “Carillonic Bells” 
is incapable of functioning as a trade-mark, since it is incapable of distinguishing 
the applicant’s goods as to the origin thereof, and (2) that the applicant’s mark 
is deceptively misdescriptive of the goods. 
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Both parties have filed testimony and briefs and were represented at the 


hearing. 
The type of goods manufactured by the respective parties to this proceeding 


has been described by the examiner in the following manner: 
“The carillonic devices sold by both parties are modern developments designed 

to simulate the musical performances of traditional companiform carillons. Such 

carillons, of which there are two distinctive types, Flemish and English, are com- 

posed of sets of stationary, cast, cup-shaped bells of progressively varying sizes, 
which in general are tuned to the chromatic scale over a range of three or more 
octaves, and may be rung either manually or mechanically. They are of the familiar 
type commonly mounted in belfries of churches, and to some extent in other tower 
structures of religious or educational institutions or the like. 

“Companiform carillons of the traditional kind ordinarily cost many thousands 

of dollars, and the usual installation thereof also involves large expense for a belfry 

or tower of a size and structure to accommodate the bells, which in the aggregate 

may exceed 50,000 pounds of weight. The products of both parties, although closely 

imitating traditional carillons in musical effects, differ widely therefrom in struc- 
tural characteristics, and are relatively inexpensive. The applicant’s product is an 
electronic apparatus comprising a series of vibratory sound elements consisting of 
small metal rods in graduated sizes ranging up to 18 inches in length, each of which 
is associated with a hammer. The hammer is electrically controlled from a keyboard 
console or similar apparatus, and when actuated, strikes the rod to produce a bell- 
like sound which, if unamplified, would be inaudible beyond the limits of a good 
sized room. An electronic system modifies and amplies this sound, which is pro- 
jected in suitable volume by an electrodynamic speaker. This instrument of the 
applicant’s manufacture may be operated from separate consoles, either manually or 
mechanically, or from organ keys controlled by a stop, and are made to simulate the 
musical effects of both English and Flemish type carillons. The speakers are of 
negligible size and may be placed in any convenient location within a building or any 
available belfry or tower. The applicant’s products sell from about $1,700 to $20,000 

for instruments varying from 25 to 61 notes; and since the applicant’s entry into the 

field in or about 1941, it has had sales thereof, mostly to churches, valued at about 

$2,500,000 and involving over 700 installations in an area comprising a majority of 
the states and a number of foreign countries. 

“As indicated by its exhibits 4 and 6, the opposer’s products, which are mar- 
keted under the notation ‘Deagan Carillons,’ comprise a set of modified tubular bells 

or chimes adapted to be mounted in a belfry or tower. These bells without amplifi- 

cation closely reproduce the tones of traditional carillons, and are electrically oper- 

ated, either manually from a keyboard or automatically by mechanical means. The 
tower unit of this device, consisting of a frame supporting the bells and associated 
mechanisms, occupies but a fraction of the space required for a comparable set of 
companiform bells. The cost of the opposer’s carillons varies in proportion to the 
number of bells, ranging in basic price, exclusive of belfry and associated equipment 
costs, at around $9,000 for the 10-bell device, to about $20,000 for the 25-bell instru- 

ment, etc. The opposer’s sales from 1920 through 1948 are estimated at close to 500 

instruments, valued at 434 million dollars, of which about 45 installations have been 

made since 1941.” 

The examiner held that the notation “Carillonic Bells” was properly descrip- 
tive of applicant’s goods in view of the common meanings of the two words, 
and was furthermore the generic name of applicant’s products. The examiner 
found that the word “Carillon” is defined in Webster’s 1947 Edition as “a 
musical instrument or an attachment to one which imitates the sound of small 


bells” and “in modern organs a stop consisting of bells or bars imitating the 
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sound of a carillon.” The word “carillon” is also described in The New Century 
Dictionary of 1948 as “. . . a musical instrument or an attachment to one, to 
imitate a peal of bells.” The word “bell” is described as an “instrument of per- 
cussion consisting of a number of long metal bars or tubes of various lengths. 
which when struck with a hammer give out tones resembling those of different- 
sized bells” ; a definition which the examiner considered applicable to the carillonic 
instrument of the applicant as well as the product of the opposer. The terminal 
suffix “ic” on the word “Carillonic” is defined by Webster as “of or pertaining 
to (that which the root word denotes) * * * after the manner of, characteristic 
of, resembling * * *.” The examiner concluded therefore that “Carillonic Bells” 
literally signifies “bells of a carillon or bells resembling those of a carillon and 
the like.” Taking this view of the matter the examiner held that such gen- 
erically descriptive a term as “Carillonic Bells” may not be exclusively appropri- 
ated as a trade-mark regardless of how long a claimant fortuitously may have 
enjoyed the exclusive use thereof in trade, since the term not only properly 
describes the applicant’s goods, but does so in a generic sense, citing Kellogg 
Company v. National Biscuit Company, 305 U. S. 111, 1939 C. D. 850, 39 
U. S. P. Q. 296; In re The Paris Medicine Co., 24 C. C. P. A. 854, 87 F. 2d 484; 
Ex parte Stauffer Chemical Co., 622 O. G. 1272, 81 U. S. P. Q. 255; Ex parte 
Pine Hill Products Co., 629 O. G. 882, 83 U. S. P. Q. 398; Ex parte Pond’s 
Extract Co., 169 Ms.D. 683, 77 U. S. P. Q. 56; Ex parte Cube Steak Machine Co., 
637 O. G. 1296, 86 U. S. P. Q. 327; Ex parte Kops Brothers, Inc., 591 O. G. 
664, 70 U. S. P. Q. 541; Ex parte Sperry Gyroscope Co., Inc., 612 O. G. 788, 77 
U. S. P. Q. 634, to which may be added Ex parte Silent Hoist & Crane Co., 643 
O. G. 1069, 88 U. S. P. Q. 225; Cale J. Schneider v. Youngberg Bros., 645 O. G. 
1071, 89 U. S. P. Q. 31. 

Applicant points out in the brief that the term “Carillonic Bells’ was 
adopted in January, 1941, to name new electronic carillons which were intro- 
duced to the public at that time, the name being derived from the terms “bell 
carillon” and “electronics,” as indicated on pages 12 and 13 of opposer’s Exhibit 
15. Thus the applicant’s mark is a combined form of the words “electronic bell 
carillon,” an expression which precisely denotes the applicant’s goods. It is 
argued, however, that there had been no previous usage of the term “Carillonic 
Bells” so that the applicant proceeded to use it and to install hundreds of 
instruments bearing the name which was advertised far and wide as the product 
of the applicant here. Use was made of the name by the applicant in the form 
of name plates affixed to the instruments which were sold throughout this 
country and others, as well as in the form of countless advertisements for which 
over $285,000 had been spent by the year 1950. It appears to be the applicant’s 
position that a product known so extensively and so widely advertised and 
publicized could not fail to become known and identified by the one name 
assigned to it in all these activities, whereby the term “Carillonic Bells” became 
recognized as applicant’s instrument, as evidenced by many letters in which the 
notation was used in this connection. 

The record purports to show that the term “Carillonic Bells” has never 
been used in any connection other than with the applicant’s goods and it is 


” 
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urged that the testimony and exhibits in this case contain not a single instance 
of the use of this term by anyone in any way except to refer to the appli- 
cant’s products. However, the words “Carillon” and “bells” have been freely 
used by others in referring to instruments of this type, and applicant in its 
ads also refers to its instruments as a carillon, a bell instrument, as tower 
bells, and as a modern scientific adaptation of the traditional carillon or church 
bells. Applicant’s president, Schulmerich, described the instrument in his testi- 
mony as one designed to reproduce musically the traditional companiform caril- 
lon, the music of the two being identical, and testified that it is correct to say that 
the music produced by the applicant’s carillons is bell music or carillon music. 
Similarly others in the business of making such instruments have referred to their 
products in much the same way. Applicant’s Exhibit K, a pamphlet published 
by Stromberg-Carlson, states that their “Liberty Carillons” produce bell tones 
and may be played as a carillon of great bells is played. 

The examiner in his decision referred to press clippings, Exhibits 8, 9 and 31, 
to show that certain authors in referring to applicant’s instruments recognized the 
fact that “Carillonic Bells” identified the goods of the applicant rather than the 
source thereof when they refer to “Concert played on Flemish carillonic bells,” 
“The Flemish carillonic bells which chime” and “bells at the festival will be 
the largest carillonic installation * * *.” It thus appears that the words “carillon” 
and “bells” have been freely used by others in connection with electronic carillons. 
The addition of the suffix “ic” to the word “carillon,” changing the noun to its 
adjective form cannot alter its generic connotation. Nor can long usage and 
advertising of the applicant’s mark endow the same with a secondary meaning 
distinctive of the applicant’s goods when others dealing in carillon bells have 
used the same or similar words in connection with similar instruments. “Carillonic 
Bells,” being generically descriptive of the goods of the applicant and others, 
can acquire no meaning other than that which others dealing in carillonic bells 
have already recognized, namely, that the products here under consideration 
have the tone qualities, instrumental limitations and adaptability for rendering 
certain types of musical compositions ordinarily played on bells of this type. 
Barber-Colman Co. v. Overhead Door Corporation, 20 C. C. P. A. 1118, 65 F. 
2d 147, 17 USPQ 501. It is difficult for me to see how either the usage made by 
the applicant of the descriptive term “Carillonic Bells” over a period of eight 
or nine years, or the expenditure of considerable sums of money over that 
period can change the generic nature of the name of its goods into a term which 
identifies only the applicant’s specific products when the words of which the 
mark is composed have been freely used and combined in the same sequence by 
others to denote what they obviously describe, namely, carillon bells or caril- 
lonic bells. 

Applicant maintains that the facts of the present case bring it directly within 
the doctrine of the famous “Nu-Enamel case, Armstrong Paint and Varnish 
Works v. Nu-Enamel Corporation, 305 U. S. 315, 39 U. S. P. Q. 402, and within 
other “secondary meaning” cases such as The Coca-Cola Company v. Koke Co., 
254 U. S. 143, and Shaler Co. v. Rite-Way Products, Inc., et al. (C. C. A., 6th), 
107 F. 2d 82, 43 U. S. P. Q. 425. In the “Nu-Enamel” case, the defendant 
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admitted that the name “Nu-Enamel” had come to mean, and was understood 
to mean throughout the United States, the plaintiff and plaintiff’s products only, 
and that the word “Nu-Enamel” was a mark by which the goods of the plaintiff 
were distinguished from other goods of the same class. I do not find any such 
admission by the opposer in the instant case. Likewise, in the Coca-Cola case, 
supra, the court considered that the mark had acquired a secondary significance 
and indicated the plaintiff’s product alone to the extent that the drink charac- 
terizes the name as much as the name characterizes the drink. I do not consider 
the facts of that case comparable to those here under consideration. The same 
may be said of the facts in the case of Shaler Co. v. Rite-Way Products, Inc. 
et al., supra. 


It has been argued by the opposer that the term “Carillonic Bells” is mis- 
descriptive as applied to applicant’s instrument which is not a true carillon 
because it does not in fact comprise bells as do true companiform carillons, as 
that word is generally understood. However, the instrument is played like the 
original of which it is an imitation, sounds the same to the average listener 
and is adapted to all the usual musical uses and limitations characteristic of the 
type of instrument of which it is substantially the equivalent. It is my view 
that the applicant’s mark is not deceptively misdescriptive but is a generic term 
characterizing the goods to which it is applied. For that reason, the mark is 
inherently incapable of functioning as a trade-mark to distinguish the origin of 
applicant’s goods in commerce. 


Finally the applicant contends the notice of opposition should have been 
dismissed because it showed no likelihood of injury to the interests of the opposer 
from the registration of applicant’s mark. It is urged that neither the notice 
of opposition nor the testimony showed any basis for supposing that the regis- 
tration of applicant’s mark would injure any interest of the opposer in the use 
of “Carillonic Bells” since the notice of opposition did not show that the mark 
or a confusingly similar term had ever been used by anyone except the appli- 
cant. The notice of opposition alleged that for many years prior to January, 
1941, the date when applicant began the use of its mark, the opposer has been 
engaged in the business of manufacturing and selling carillons in interstate 
commerce, and this the applicant does not deny. It was further alleged that 
the term “Carillonic Bells” cannot function as a trade-mark, is a misnomer and 
is therefore not a truly proper designation of the applicant’s product. The exam- 
iner in his decision held that inasmuch as the parties are competitors in the sale 
of instruments consisting primarily of carillonic bells, the registration sought by 
the applicant would be injurious to the opposer as it would also be to any other 
producer of this character of product, and with this conclusion I am inclined 
to agree. The opposer has shown ample interest in the subject matter of this 
opposition, and I am not convinced by the applicant’s arguments that the oppo- 
sition should have been dismissed. It has been established to my satisfaction that 
probability of damage to the opposer and other manufacturers of carillons of the 
type manufactured by the applicant would follow from the registration of the 
applicant’s mark. Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 
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29 C. C. P. A. 1024, 127 F. 2d 318, 53 U. S. P. Q. 369; Barber-Colman Co. v. 
Overhead Door Corporation, supra. 
The decision of the Examiner of Interferences is affirmed. 


HOME CURTAIN CORPORATION vy. HOUSE BEAUTIFUL 
CURTAINS, INC. 


Commissioner of Patents—May 25, 1951 


OpposITIONS—PLEADING AND PRACTICE—GENERAL 
Opposer’s allegations in notice of opposition that applicant has not used mark for 
which it seeks registration not considered because not urged before Examiner or 
Commissioner. 
Trap—E NamMes-——-Marxs Not ConFusiNcLly SIMILAR—PARTICULAR INSTANCES 
“Home Beautiful,” the word “Beautiful” being disclaimed, held not confusingly 
similar to nor an embodiment of opposer’s corporate name, “Home Curtain Corporation.” 
O pposITIONS—EVIDENCE—GENERAL 
On facts of record, opposer held to have failed to prove that the parties are in 
similar lines of business or that there is likelihood of confusion. 
Articles of incorporation of opposer held incompetent as evidence to establish that 
opposer was engaged in any business on the date of its incorporation or that opposer 
has manufactured and sold goods similar to those of applicant. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Home Curtain Corporation against House Beauti- 
ful Curtains Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Alexander Mencher, of New York, N. Y. for opposer. 
Eric Y. Munson, of New York, N. Y. for applicant. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by Home Curtain Corporation opposing 
registration of the mark “Home Beautiful” disclosed in application, Serial No. 
542,131, filed November 24, 1947 for registration on the Principal Register under 
the Act of 1946, by House Beautiful Curtains, Inc. 

Only the opposer has filed testimony. Both parties filed briefs. Opposer’s 
evidence consists of a deposition of applicant’s president, Maurice Druck, and a 
certified copy of opposer’s articles of incorporation, to be referred to hereinafter. 

The applicant’s mark “Home Beautiful” is used for “window curtains, 
shower curtains, drapes, bedspreads, tablecloths and textile fabrics in the piece 
for said goods.” The word “Beautiful” has been disclaimed apart from the 
mark as shown. 

In the notice of opposition opposer alleged that the applicant has not used 
the trade-mark “Home Beautiful” as alleged in its application for registration, 
whereas the opposer, prior to the applicant, used the word “Home” in con- 
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nection with the sale of window curtains, drapes, and textile fabrics in the piece 
for said goods, the goods of both parties being substantially identical. It is 
further alleged that the applicant’s published mark “Home Beautiful” embodies 
the corporate name of the opposer, namely, Home Curtain Corporation, used 
prior to applicant’s alleged date of first use and that confusion will inevitably 
result under the provisions of the Trade-Mark Act of 1946. With regard to 
the first allegation, that the applicant has not used its mark for which it seeks 
registration, the examiner said that it was not urged as a ground of opposition 
before him, and it is not urged here. Therefore it will not be considered. 


The question remaining for consideration is (a) whether the applicant’s 
mark “Home Beautiful” embodies the corporate name of the opposer, and if it 
does not, (b) whether the Home Curtain Corporation has used the word “Home” 
in connection with the sale of goods similar to the goods of the applicant prior to 
the applicant’s first use of its mark “Home Beautiful” on its goods. 


In regard to (a) above, it is entirely clear to me that applicant’s mark ‘“Home 
Beautiful” does not embody the corporate name of the opposer and does not 
even resemble it in sound, appearance or meaning. 


In regard to point (b) above, the brief for opposer states that it and the 
applicant are in the same line of business which, it is argued, applicant admitted 
in the testmiony, taken by the opposer, of president Druck of the applicant’s 
corporation. The particular testimony to which the opposer here refers is as 
follows : 

Q. 36. On June 9, 1943, had you heard of Home Curtain Corp., the opposer 
herein? 
Yes. 
37. You had known of them? 
Yes, because they adopted a similar name to our own. 
38. What is that? 
House Beautiful. 


39. Now your name is House Beautiful Curtains, Inc., isn’t that so? 
Yes. 


This testimony does not establish an admission on the part of the witness that 
the applicant and the opposer are in the same line of business, in my opinion. It 
amounts to nothing more than an admission on the applicant’s part that its 
president had heard of the opposer corporation on June 9, 1943 and had known 
the opposer because it adopted a name similar to that of the applicant. There 
is nothing in this testimony with regard to any product which the opposer manu- 
factured at that time, or at any other time. Therefore, there is nothing in that 
testimony to support opposer’s contention that it was in the business of selling 
curtains at the time of the date of first use of the applicant’s mark as alleged 
in its application. The opposer also calls attention to other testimony of the wit- 
ness Druck to show that the opposer dealt in curtains, and that the adoption 
of the corporate name “Home Curtain Corporation” by the opposer was an 
“interference” with the applicant’s own name “House Beautiful Curtains, Inc.” 
In response to question 50 in the opposer’s record, Mr. Druck when asked, 
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Have you ever instituted a suit against Home Curtain Corp. in connection with 

your name House Beautiful Curtains, Inc. ? 
stated 

A. We did not because we had known of the concern and while we felt that 
they were in some way adopting a similar trade name because a home and a house 
resemble each other and since they did use the picture of a house on their curtain 
bands we allowed that to go by because we did not like to go into law suits even 
though there was confusion due to the similarity of names. 


This question and answer establish nothing regarding opposer’s line of business 
and have no bearing on the question of likelihood of confusion in the use of 
applicant’s mark “Home Beautiful.” 


The copy of the articles of incorporation of the opposer, here a part of the 
record, shows that opposer formed its corporation on May 20, 1941, and it is 
argued that under the generally accepted rules of evidence there arises a pre- 
sumption that Home Curtain Corporation, the opposer, is still engaged in the 
same line of business at the present time. 


The submitted copy does not purport to show that opposer was at that 
time engaged in any business and it is obvious that no such presumption can 
arise in this case. It is nowhere shown that the opposer ever was, or now is, 
engaged in the same line of business as the applicant herein. The articles of 
incorporation of the opposer are therefore obviously incompetent as evidence to 
establish that the opposer has manufactured and sold window curtains, drapes, 


and textile fabrics as the opposer alleges, in connection with which it has used 
the word “Home” or even its corporate name, “Home Curtain Corporation,” 
as alleged in the notice of opposition, at any time since prior to November 24, 
1947, the record date of the applicant. This was in substance the holding of the 
examiner below, and I am in complete agreement with his opinion in this 
regard. Even though the applicant’s mark “Home Beautiful” embodies a portion 


, 


of the corporate name of the opposer, namely, “Home,” and even though the 
Home Curtain Corporation was incorporated prior to the applicant’s date of first 
use, I agree with the examiner that the mere use of the word “Home” of opposer’s 
corporate name is insufficient to sustain this opposition in the absence of a showing 
of likelihood of conclusion. The Alligator Company v. Larus & Brother Company, 
Inc., 86 U. S. P. Q. 332. Since the present case is wholly lacking in proof of 
either the manufacture or sale by the opposer of goods similar to that with which 
the applicant uses its trade-mark “Home Beautiful,” and since the applicant’s 
mark does not embody the entire corporate name of the opposer, it is my view 
that opposer has not established that there would be likelihood of confusion 
as to the origin of the applicant’s goods with which it uses its trade-mark “Home 
Beautiful.” 


The decision of the Examiner of Interferences is affirmed. 
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EX PARTE NUTRITIONAL RESEARCH PRODUCTS, INC. 
Commissioner of Patents—April 17, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Waytrol” held confusingly similar to “Weytone,” used on similar goods, under 
1946 Act. 


TrapDE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Special purpose food in powder and water form containing as principal ingredients 
dried brewers’ yeast, minerals, dried milk, etc., for use as confection or as an addition 
to low calorie diets to control human body weight, and concentrated milk whey con- 
taining added milk whey, minerals, adapted for use in food beverages or for sprinkling 
over foods, held closely related in character, being dietary supplements, and held that 
confusion is almost inevitable when such goods are sold under similar marks. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Nutritional Research Products, 
Inc. Applicant appeals from refusal of registration under section 2(f) of 1946 
Act. Affirmed. 

Miner L. Hartman, of Los Angeles, Cal., for applicant. 
Ku1ncE, Assistant Commissioner: 


This is an appeal from the refusal of the Examiner of Trade-Marks to 
register the mark “Waytrol,” filed under the provisions of Section 2(f) of the 
Act of 1946. The mark is applied to a product originally described in the applica- 
tion as “special purpose food for use in connection with low calorie diets to control 
body weight,” and later amended to “a special purpose food in powder and wafer 
form, containing as its principal ingredients dried brewers’ yeast, minerals, dried 
milk, fish liver oil concentrate, vitamine D, thiamine, riboflavin, karaya gum, and 
flavoring, for use as a confection or as an addition to low calorie diets to control 
human body weight.” 


Registration was refused on the ground that the applicant’s mark is confus- 
ingly similar to two marks registered under the Act of 1905, namely, “Weytone,” 
No. 325,189, registered June 11, 1935, for “concentrated milk whey containing 
added milk whey minerals, adapted for use in food beverages or for sprinkling 
over foods ;” and “Wheytone,” No. 353,981, registered January 25, 1938, for a 
“high calcium food in powdered or granulated form for human consumption, 
derived entirely from milk.” 


The examiner calls attention to an earlier application for registration of the 
mark “Waytrol,” for a “vitamin and mineral food concentrate for use as a dietary 
supplement,” filed by the present applicant, which was opposed by the Protein 
Mineral Co., Inc., on the basis of registration No. 325,189, relied upon here, in 
which proceeding the opposition was sustained. It is the examiner’s opinion that 
while that decision is not res judicata, since the opposition was brought under the 
Act of 1905, whereas the application of the applicant herein is filed under the Act 
of 1946, it should nevertheless be followed unless some intervening change requires 
contrary action. The weight to be accorded that decision need not be considered 
in this appeal since the examiner was of the opinion that confusion of the appli- 
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cant’s mark “Waytrol” with the cited marks “Weytone,” and “Wheytone” is be- 
lieved likely because they are similar in sound and are applied to related goods. 


For the purpose of the present decision the cited mark ‘““Weytone” only need 
be considered. Comparing this mark with that of the applicant herein, both 
marks are two syllable words in which the first syllable of each is identical in 
sound. The second syllables are also quite similar phonetically so that when 
considered in their entireties the two marks exhibit a striking resemblance in 
both sound and appearance. 


The goods are obviously closely related in character, both being dietary sup- 
plements having certain common ingredients and are offered to the same class of 
purchasers over the counter. 


It is therefore apparent that confusion in trade is not only likely to arise but 
is almost inevitable when the applicant’s mark is used in commerce on its goods 
along with similar goods bearing the marks of the registrant. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE B. F. GOODRICH COMPANY 
Commissioner of Patents—April 30, 1951 


TRADE-MARKS—DoOMINANT FEATURE—PARTICULAR INSTANCES 
Large letters “B F G” appearing in center of medallion, in composite 1 2rk con- 
sisting of circular medallion bearing date “1870” in the upper portion, and t..c name 
“B. F. Goodrich” in the lower portion thereof, and having a smaller solid concentric 
disc located within the medallion bearing large capital letter “G,” and having representa- 
tion of a ribbon extending to the left bearing capital letters “B F,” held dominant 
feature of composite mark. 
TrRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2(e) 
TRADE-MArKS—REGISTRABILITY—GENERAL 
Examiner held not justified in dissecting applicant’s composite mark and selecting 
subordinate part which is surname as basis for refusal of registration. 
Composite mark, dominated by large letters “B F G,” held registrable on Principal 
Register, under 1946 Act, and not primarily merely a surname within meaning of 
Section 2(e) of 1946 Act. 


Question whether surname “Goodrich” should be disclaimed has not been raised 
by Examiner and is not considered by Commissioner. 


Appeal from Examiner of Trade-Marks. 


Application for registration of a trade-mark, on Principal Register under the 
1946 Act, by the B. F. Goodrich Company. Applicant appeals from refusal 
of registration. Reversed. 


Harold S. Meyer, of Akron, Ohio, for applicant. 
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K.uinGE, Assistant Commissioner : 

This is an appeal from the decision of the examiner of trade-marks refusing 
registration of applicant’s mark in the form of a composite trade-mark reproduced 
below : 


As will be readily apparent, the mark consists of a circular medallion 
bearing the date “1870” in the upper portion, and the name “B. F. Goodrich,” 
in the lower portion thereof. A smaller solid concentric disc located within 
the medallion has a large contrasting capital letter “G” thereon, and extending 
to the left and beyond the medallion is the representation of a ribbon on which 
the capital letters “B F” appear in large but somewhat smaller size than the 
letter “G.” 

The application is filed for registration on the Principal Register under 
the Act of 1946. First use, and first use in commerce lawfully regulated by 
Congress, is alleged as of May, 1948. The goods to which the mark is applied 
are “electrical insulating tape, solutions of insulating material for coating 
electric conductors, storage batteries and spark plugs.” 

The examiner considers that the expression “B. F. Goodrich” in the appli- 
cant’s mark constitutes a distinctive portion of what is an otherwise arbitrary 
composite mark and as a consequence, the expression “B. F. Goodrich” is 
effectively barred by section 2(e) of the 1946 Act, in the absence of a claim 
and submitted basis for distinctiveness provided for in section 2(f). 

In considering the applicant’s mark, it seems to me that undue emphasis 
has been placed by the examiner upon the name “B. F. Goodrich” as it appears 
on the mark shown. Considering the mark as a whole, it is clear that it is 
dominated by the large letters ““B F G” appearing in the center of the medallion, 
the name “B. F. Goodrich” being no more prominent than the date “1870” at the 
top of the mark. The applicant states it is not seeking to register the expression 
“B. F. Goodrich.” If this were so the decision in the case of Ex parte Sears, Roe- 
buck and Co., 642 O. G. 1256, 87 U. S. P. Q. 400, would be applicable. I do not 
think that the examiner is justified in the present case in dissecting the applicant’s 
composite mark and selecting a subordinate part which is a surname as a basis 
for refusing registration under section 2(e) of the Act of 1946. Clearly, the 
name “B. F. Goodrich” is neither the dominant nor a distinctive part of the 
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applicant’s mark. Applicant’s trade-mark is not one in which the name “B. F. 
Goodrich” is a significant part and therefore one which consists of a mark 
which is primarily merely a surname as contemplated by section 2(e) of the 
Act of 1946 and registration should not here be refused for that reason. 

The examiner has not raised the question of whether the surname “Goodrich” 
should be disclaimed apart from the mark as hown, and this matter has not 
been considered. 

The decision of the examiner of trade-marks is reversed. 


EX PARTE BIXBY 
Commissioner of Patents—May 1, 1951 


TRADE-MarKs—Worps INCAPABLE OF ExcLusIvVE APPROPRIATION—DESCRIPTIVENESS 
“YuLiTe” held descriptive of electric Christmas tree lighting sets, under 1946 Act. 
Descriptiveness is not necessarily precluded by the fact that applicant’s mark does 

not consist of two separate words “Yule” and “Lite,” but is a mere contraction of two 
well known words. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“YuLiTe” held confusingly similar to “Yule-Glo,” used on similar goods, under 

1946 Act. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Harold S. Bixby, doing business 
as Laduby Company. Applicant appeals from refusal of registration under 1946 
Act. Affirmed. 


Rockwell & Bartholow, of New Haven Conn., for applicant. 


KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the applicant’s mark “YuLiTe” in which the letters are printed in 
the same arrangement above indicated, the first, third and fifth letters being 
considerably elongated. The application is filed for registration on the Principal 
Register under the Act of 1946, and is applied to goods described as “electric 
Christmas tree lighting sets.” First use of the mark and first use in commerce 
among the several states on October 15, 1947 is alleged. 

The application was refused on two grounds. First, that the mark is merely 
descriptive of the goods, being but the phonetic equivalent of the words “Yule 
Lite,” and second, that the mark is anticipated by the trade-mark “Yule-Glo,” 
registration No. 382,245, registered October 22, 1940, under the Act of 1905, 
by Noma Electric Corporation for “decorative lighting equipment—namely, 
Chrismas tree lighting outfits.” 

In regard to the descriptive nature of the applicant’s mark, it is urged 
in applicant’s behalf that the trade-mark here sought does not consist of the 
two words “Yule” and “lite,” but rather consists in a coined word which is a 
contraction of the two, which is not merely descriptive of the goods, but is 
suggestive of a light which is to be used at the Christmas season of the year. 
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While it is true that the applicant's mark does not consist of two separate words 
“Yule” and “lite,” but is a mere contraction of two well-known words, this 
fact does not necessarily perclude descriptiveness, and this is considered especially 
so in the present case. The Armstrong Mfg. Co. v. The Ridge Tool Company, 
30 C. C. P. A. 755, 132 F. 2d 158 [33 T. M. R. 188]. The word “light” or 
its contracted form “lite,” is obviously descriptive of the applicant’s goods, 
described as tree lighting sets. Electric Christmas tree lighting sets have as 
their principal function the illumination or lighting of a Christmas tree. The 
term “Yule” means “Christmas” or “‘Christmastide,” as is well known, and as 
such is clearly descriptive of the time of year when Christmas tree lights are 
used. It is my conclusion that the combination of the two words “Yule” and 
“lite” applied to the goods of the applicant are descriptive of lights used at 
yuletide and the mark is therefore not registrable on the principal register of 
the 1946 Act. 

The mark “Yule-Glo” upon which the examiner relies for anticipation of 
applicant’s mark is considered to be too close thereto in both significance and 
appearance to avoid the likelihood of confusion in the minds of purchasers. 
The first syllable of each of these two-syllable marks is identical, and the second 
syllable of each has the same connotation. Applicant in urging registration of 
“YuLiTe” over “Yule-Glo” has referred in his brief to the cases of Sears, 
Roebuck and Co. v. Baird, 641 O. G. 1029, 87 U. S. P. Q. 329; Venus Foundation 
Garments, Inc. v. Wm. Gluckin & Co., Inc., 642 O. G. 1256, 87 U. S. P. Q. 404; 
Nestle’s Milk Products, Inc. v. Baker Importing Company, Inc., 37 C. C. P. A. 
1066, 182 F. 2d 193 [40 T. M. R. 526]; and B. W. Harris Manufacturing Com- 
pany v. Werber Sportswear Co., 37 C. C. P. A. 1242, 183 F. 2d 105 [40 T. M. R. 
790]. In each of those cases, as here, the word common to the two marks was 
held to be descriptive of the goods, but there the remaining portions of the 
various marks possessed no common connotation as do the words “Lite” and 
“Glo” in the instant case. It is therefore considered that the cases relied upon 
by the applicant are not determinative of the issue here presented, and it is my 
conclusion that the examiner’s decision was correct. 

The decision of the Examiner of Trade-Marks is affirmed. 
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